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Report

o

he Minister or Commere an Instry,

Government o Inia,

ew elhi.

A P   II   AW I IIA AIG  
PA  II

ir,

By a resoltion o the Government o Inia ate -- a Committee was appointe 
to review the Patent aws in Inia with a view to ensre that the patent system was more 
onive to national interests.

RR    R C 19481950

. his Committee was presie over by r. Bakshi ek Chan, a retire Jge o the 
igh Cort o ahore, an onsiste o si others with hri K. ama Pai, ormer Controller 
o Patents as a Member-eretary. he Committee sbmitte an interim report in Agst, 
 sggesting the immeiate amenment o the Patents an esigns At,  with a view 
to onterat the misse or abse o patent monopolies in Inia by the enatment o provi-
sions or omplsory liensing on the same lines as those sggeste by the wan Committee1.

1. A epartmental Committee appointe by the Boar o rae o the .K. in April,  to onsier an 
report whether any, an i so what, hanges were esirable in the Patents an esigns At an in the pra-
tie o the Patent e an the orts in relation to matters arising thererom ner the hairmanship o 
ir Kenneth . wan (a very istingishe Patent awyer). his Committee sbmitte two interim reports 
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he Government aepte this reommenation whih reslte in the amene setions , 
 an A to G o the Inian Patents an esigns At,  (vide At  o ). he 
Committee sbmitte their nal report at the en o April. . It is not neessary to set 
ot at this stage the reommenations ontaine in this report, sine I wol be ealing with 
them in some etail at the appropriate plaes in the orse o this report.

 B, 1953

. A Bill generally base on the .K. statte o , with a hange that opposition pro-
eeings shol be elete as reommene by the Committee, was introe by hri .. 
Krishnamahari, the then Minister or Commere an Instry, in the ok abha as Bill o. 
 o . he Bill, however, was not proeee with, an it lapse. ometime later the pro-
visions o the Bill, inling the phraseology employe were sbjete to a lose srtiny by 
r. . enkateswaran as well as by other oials o the Ministry o Commere & Instry 
an they reahe some tentative onlsions in regar to these matters.

 R R

. bseqently in April , the Government o Inia reqeste me to avise them as 
regars the revision o the law relating to Patents an esigns an on my agreeing to o so, 
I was entrste with that task. r. . enkateswaran, the er on peial ty in onne-
tion with the revision o the law relating to Patents an esigns, was epte by Government 
to assist me in this task.

. hogh I starte on this work in or abot Jne,  the work was stoppe in the begin-
ning o Agst owing to the illness o r. enkateswaran whose servies ol not be avail-
able or abot or or ve months. I resme this work rom the beginning o Janary, .

R, R  R

. Materials in the orm o memorana an answers to qestionnaires sbmitte to the 
Patents nqiry Committee were mae available to me an I have prote by them. I rther 
onsiere it neessary to asertain the views o those who were intereste in partilar top-
is whih were o a ontroversial natre in the revision o the Patents aw at the present stage 
o instrial evelopment o this ontry, namely, () patentability o inventions relating to 
oo, meiine an hemial prots an sbstanes; () the egree o patent protetion 
that oght to be aore to these inventions; () the onitions sbjet to whih patents in 
general shol be open to omplsory liensing an the terms an onitions sbjet to whih 
lienes shol be grante; () the ontering o attempts by patentees seeking to eten the 
sope o patent monopoly by entering into restritive ontrats tohing the se o npatente 
artiles; I aoringly prepare qestionnaires on these topis an irlate them to abot 
 selete inivials, rms an instittions an also to all the members o Parliament. 
he response, however, was very poor. I reeive jst  replies. o reply to the qestion-
naires was reeive rom any Member o Parliament. his mst no obt be e to the highly 

in Marh  an April  an a nal report in eptember . he hanges mae by the .K. Patents 
At o  were mainly in implementation o the reommenation o this Committee.
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tehnial an ilt natre o the sbjet an the namiliarity with the problems involve. 
ven o the replies reeive, several o them, I mst say, were not very helpl, sine no rea-
sons were given or their ‘yes’ or ‘no’ answers to the qestions raise. I have taken the views 
epresse in these answers into e onsieration in raming my proposals an making my 
reommenations in this report.

. Besies these, I prepare two speial qestionnaires in relation to patents relating to 
Atomi nergy inventions an those relevant or eene an irlate them to the on-
erne athorities. My reommenations in respet o these matters have taken note o the 
answers I reeive.

RC  C   
  .K., R  C

. At the time when the Patents nqiry Committee were onsiering the qestions reerre 
to them, they ha beore them the report o the wan Committee, whih was appointe by 
the Boar o rae in the nite Kingom. It is harly neessary or me to say that I have 
arelly onsiere the several points rge or an against the partilar orse o ation 
sggeste by the wan Committee an have onsiere the appropriateness or appliability o 
their onlsions in the ontet o or national eonomy. I wol only a that in ormlat-
ing my proposals I have borne in min the provisions o the .K. Patents At o  whih 
implemente the reommenations o the wan Committee.

. bseqent to the .K. enatment o , the Astralian Patent laws were revise an a 
revise Patents At was passe in . his enatment was preee by the appointment o 
a Committee presie over by Mr. Jstie ean to avise on the revision o the Patent aw. 
his Committee gave e onsieration to the onlsions reahe by the wan Committee 
in the .K. an while aepting some o their reommenations rejete others as not site 
to Astralia. his report is interesting as in the natre o a omment on the report o the 
wan Committee an I mst aknowlege the assistane erive rom this report an rom 
the phraseology aopte in the Astralian Patents At, - on the reommenations 
o this Committee.

. he present Canaian Patents At is a onsoliating enatment o  thogh many 
o its provisions are boily taken rom the enatments o an earlier ate starting with the 
basi At o . It is somewhat remarkable that notwithstaning the onsierable Amerian 
infene whih is refete in the orm an ontents o the Canaian Patents aw, (e.g. 
the lak o opposition proeeings to the grant o a patent, the provision or ‘intererene’ 
proere et.) the Canaian At still retains, eparting in this respet raially rom the 
Amerian aw, the omplsory working an liensing provision (vide setion  o the At o 
 whih ollows setion  o the At o ), a provision whih was the major eatre o 
even the earlier Canaian Patents legislation. A Committee was appointe by the Canaian 
Government in  or sggesting the manner in whih the Patent aw oght to be revise 
bt I nerstan that the Committee has not nishe its labors yet an that it has not isse 
any interim report either. aking into aont the time whih this Committee has taken, its 
report mst orm a valable ontribtion to the eliation o the problems onnete with 
esigning a proper system o patent laws an it is a matter o regret that it is not available to 
me or being onsiere.
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C  C   R RR

. he present report is rame in two parts. he rst part eals with the general aspets 
o the varios qestions, a isssion o the evils whih I onsier beset the present patent 
system an the broa lines o my soltion to the problem; as also with the main hanges 
whih I wol reommen in regar to the law. he seon part is in the orm o notes on the 
several lases o the lapse Bill o  whih or onveniene o reerene I have inle 
as Appeni C to this eport an is evote to a onsieration o the etails o my proposals 
inling generally the phraseology I wol sggest to implement the alterations I reom-
men or to avoi ambigity or overome any partilar eisions on the onstrtion o 
wors se in the orresponing provisions in the .K. statte whih have been aopte in 
the Bill. In the notes to the several lases, I have sggeste the manner in whih they ol 
be rerate. It shol not, however, be taken that these rerats are nal. hey are set ot 
merely as a onvenient an onrete metho o eliating my ieas. I am onsios that 
between the isssion in what, I term the rst part an in that ealing with the etails in the 
seon part, there is bon to be an there is some little overlapping, bt I have trie to avoi 
this to the etent possible.

R C R   R  

. I agree with the Patents nqiry Committee that it wol be onvenient to have sepa-
rate enatments ealing with Patents an; esigns, an in at the Patents Bill,  proees 
on that basis. he present report eals only with the revision o the Patents aw an I have 
reserve to a rther report my reommenations in regar to the appropriate hanges to be 
mae regaring the aw o Instrial esigns.

R RR R  R C R 
 R B

. he last matter I esire to mention is in respet o patents or inventions relating to 
Atomi nergy. At present the patentability o sh inventions epens on the same tests as 
are appliable to inventions in other els—viz. whether it is a manner o new manatre 
[setion () o the Inian Patents & esigns At, ]. he appliations or those patents 
are, however, sbjet to the provisions o setion  o the Atomi nergy At, , ner 
whih the Controller is irete to impose an orer as to serey on the appliant restraining 
him rom islosing the invention to others, ntil this ban is lite by the Central Government 
an not to proee with the appliation beyon the stage o aeptane, so long as the serey 
iretion is in ore. As the inventions in this el are sui generis an reqire to be separately 
treate owing to their importane or national well-being, I onsiere it proper to eal with 
them omprehensively in an inepenent report onne to that topi. In view o the rgent 
nee or Government taking a eision in relation to these inventions, I have sbmitte this 
alreay as an interim report in April  an onseqently the present report oes not eal 
with any matter arising with reerene to patents or inventions relating to Atomi nergy.
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CK

. r. K. aseva ao, Chairman o the Pharmaetial evelopment Conil onvene 
a meeting o the sb-ommittee o this boy at Maras at whih the qestionnaires isse 
were issse in etail. I mst epress my inebteness to r. aseva ao as well as to 
the members o the Committee or the assistane they gave me by eliating the pratial i-
lties whih they eperiene in the provisions o the eisting law an the manner in whih 
they wol like the law to be amene. In aition, r. K.. Krishnan, ..., iretor, 
ational Physial aboratory, r. A. agaraja ao, the then Chie Instrial Aviser to the 
Government o Inia an r. K. Ganapathi o the instan Antibiotis, Pimpri, Poona, 
were kin enogh to go over here or a personal isssion o the problems raise in the el 
o hemial an pharmaetial patents an omplsory liensing. I mst epress my inebt-
eness to them all or so reaily aeing to my reqest an assisting me with their views on 
the sbjet.

. here is one rther obligation whih it is my ty an pleasre to aknowlege an 
that is the assistane I have reeive rom r. . enkateswaran2 in isssing the problems 
an their soltion. e began his oial lie as an oer in the Patent oe an his eep 
knowlege o the pratie o that oe has been o invalable help to me. Besies, he is a 
istingishe hemist. I erive the tmost assistane rom him in nerstaning the prob-
lems arising in the el o hemistry. e has sat an issse matters with me ay ater ay, 
ring these nearly two years on whih I have been engage on this work an his assistane 
has serve pratially to eliminate the haniap o an one-man Committee on an assignment 
as this.

2. ow Controller o Patents an esigns an egistrar o rae Marks.
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Report

.  R CR

Basis of the atent ystem

. Patents may broaly be ene as stattory grants o monopoly or working an inven-
tion an vening the reslting prot. Possibly the epression ‘monopoly’ might not be
stritly arate, or the inventor oes not erive the right to work his invention rom the pat-
ent grant an the iea might be better iniate by stating that a patent isables, others than
the patentee or those athorise by him rom, manatring an selling the patente artile 
or sing or imitating the patente proess or vening the reslting prot. hogh monopo-
lies were rowne pon by the nglish ommon law, the monopolies involve in patents or 
inventions were hel to all otsie this ban or the reason that they were neee to enorage
invention an aor inrease opportnity or instrial evelopment an ahieving gainl 
an iversie employment. It wol not be an eaggeration to say that the instrial pro-
gress o a ontry is onsierably stimlate or retare by its patent system aoring as to 
whether the system is site to it or not.

. Patent aws rest pon the assmption that it is esirable to enorage inventions or 
their own sake an that monopoly privilege is the best way o oing it. he wan Committee 
observe:

“* * * he theory pon whih the patent system is base is that the opportnity o 
aqiring elsive rights in an invention stimlates tehnial progress in or ways: 
rst, that it enorages researh an invention; seon, that it ines an inventor to 
islose his isoveries instea o keeping them as a trae seret; thir, that it oers a 
rewar or the epenses o eveloping inventions to the stage at whih they are om-
merially pratiable; an orth, that it provies an inement to” invest apital in 
new lines o protion whih might not appear protable i many ompeting pro-
ers embarke on them simltaneosly. Manatrers wol not be prepare to 
evelop an proe important mahinery i others ol get the reslts o their work 
with impnity”. (eon Interim eport, para ).
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Rewarding inventors by patent grant

. he patent system o rewaring the invention is base on the iea that the grant o a 
monopoly will atomatially sere to an inventor a rewar whih is ommensrate with the 
vale o his invention. In theory, i the invention is goo, the inventor shol be able to eploit 
or sell his patent an thereby make a prot. I the invention were seless, he wol reeive 
nothing. In pratie, however, even i the invention is goo, an sel, the inventor, owing 
to ators beyon his ontrol, might be nable to make a prot ot o this patent; an on the 
other han, in some ases the rewar whih an inventor obtains or his invention might be 
ot o all proportion to the benet onerre on the general pbli.

. he esire or eonomi rewar is nobtely an important ator motivating inven-
tions. he possibility o obtaining an elsive right to eploit an invention or a given perio 
gives the inventor an assrane that his eorts wol be reware with nanial retrn. Men 
who are motivate by the prospet o eonomi rewar might normally not be epete to 
invent i they ol not obtain patents, reeing them rom ompetition, an ths opening the 
prospet o large nanial retrns whih a grant o a patent might involve. A patent monop-
oly has mh to oer by way o prospet o goo prots whenever a sel invention is mae 
an sh a prospet wol have a teneny to bring orth new ieas at an earlier ate than 
wol otherwise have orre. In short the patent system tens to enorage an maintain 
a ontinos fow o inventions. Invention brees invention an ths the pae o inventive 
ativity is aelerate.

. As Mihel points ot—

“* * * patents play the role o the pike in the arp pool; they prevent stagnation an 
stimlate progress. Instrialists are ore to orge ahea to improve their mahines 
an proesses or the rther reason that eah one ears that i he oes nothing some 
other will o something an ele him rom the el or a onsierable nmber o 
years. his reslt proe by the patent systems is son bease it reqires, as noth-
ing else wol reqire that instry go orwar; it gives primarily the tre jstiation 
or patent protetion.”—(Mihel on Prinipal ational Patent ystems, ol. I, page ).

ew prots an proesses are reate, instry enorage to manatre new an bet-
ter prots an an epansion o the instry base pon the invention takes plae. hs, 
employment, national wealth an a higher living stanar are reate.

. Consideration for grant: Disclosure and Working.—Bt this assmes that patent 
monopoly is se or the prpose or whih it is grante. As Mihel observes—

“* * * Patent systems are not reate in the interest o the inventor bt in the interest o 
national eonomy. he rles an reglations o the patent systems are not governe by 
ivil or ommon law bt by politial eonomy” (Mihel: ibid ol. , p. ).

everal theories have been pt orwar as regars the onsieration or the qi pro qo whih 
soiety reeives in retrn or the grant o the monopoly. In the earliest law on the sbjet o 
the grant o patents in the nite Kingom, the onsieration reeive by soiety as jstiy-
ing the grant o monopoly was state to be the introtion o a new manatre within 
the ontry. At a later ate it was state that the onsieration onsiste in the islosre to 
the pbli o the invention whih they were at liberty to se at the epiry o the perio o 
monopoly.
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. In the statement o objets an reasons prepare by the Boar o rae in onnetion 
with Patents an esigns Amenment Bill o , they sai:

“he objet o granting patents or new invention is to benet the trae or instry 
o the nite Kingom. or this prpose it is not enogh to rewar the inventor; it is 
also neessary to sere that new inventions be broght into ommerial se withot 
elay. o bring a new invention into ommerial se reqires in many ases the oop-
eration o the apitalist, an the reaiest way o sering this ooperation is a grant o 
a monopoly. A monopoly being ontrary to the ommon law right an only be jstie 
by some onsieration moving to the pbli. he onsieration jstiying the grant o 
a monopoly or a new invention is not only the islosre to the pbli o inormation 
whih they an se when the perio o monopoly epires bt the benet to trae by the 
new invention being broght into ommerial se ring that perio. he pbli there-
ore are entitle to have the monopoly so rame an gare that they are not eprive 
o this onsieration. he real ilty is to prevent the abse o the patent monopoly 
withot so restriting it as to eter the apitalist rom naning the inventor.”

he Country must be technologically advanced to work the invention

. he avantages aring to a nation’s eonomy rom rewaring inventors with the 
grant o elsive privileges or a limite time are epenent on two main ators: () he 
ontry mst be tehnologially avane to maintain the rate o invention whih is broght 
orth by the promise o the rewar. his in its trn wol be epenent pon (a) the egree 
o ision o sienti an tehnologial eation an the nmber o persons reahing 
high proieny by sh eation; (b) a massive instrial protion whih ol absorb 
the prots o the eation an evelop the instint or researh an iret it to sel an 
protive hannels; () the amont o spelative apital whih is orthoming or being 
riske in investment in new ventres an or protable tilisation in sh instries. () he 
patente invention mst be worke in the ontry whih grants the patents. It goes withot 
saying that i the rst onition whih I have set ot above obtains in any ontry, there may 
not be mh ilty in the seon one also being llle.

. rom the above it will be seen that the monopoly reate by the patent an the rewar 
to the inventor by the grant o sh monopoly oer avantages whih have been laime or 
the system, only in the highly instrialise ontries whih have a large apital available or 
investment in instries an a high egree o sienti an tehnologial eation.

atent system in under-developed countries: ailure of the atent system in 
ndia.

. It is rther obvios however that the system wol not yiel the same reslts when 
applie to ner-evelope ontries. I entirely agree with the views o the Patents nqiry 
Committee that “the Inian Patent system has aile in its main prpose, namely, to stimlate 
invention among Inians an to enorage the evelopment an eploitation o new inven-
tions or instrial prposes in the ontry so as to sere the benets thereo to the largest 
setion o the pbli.” (Interim Report p. ).
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. he Patents nqiry Committee have in their interim report (vide pp. -) set 
ot the gres o patents grante in varios ontries ring the perio — together 
with the proportion o grants to its own nationals as ompare with the nmber grante to 
oreigners. (he gres were apparently taken by them rom ‘Patents an Instrial Progress’ 
by George . olk, ). ring this perio the proportion o grants to Inians an oreign-
ers is state to be roghly :. ven with the attainment o inepenene an rapi growth 
o sienti eation by the opening o more instittions or post-graate training an the 
establishment o several national laboratories, the proportion o Inian to oreign patents still 
remains sbstantially the same as ring the earlier perio, an is roghly : [ee Appeni 
“A” able () an able ()]. his is, however, withot taking into aont the eonomi or 
instrial or sienti importane o the inventions. I this ator were taken into aont [or 
break-p o the gres o the patents seale aoring to the lass o inventions, see Appeni 
‘A’ able ()], or nationals wol appear to be at even less avantage. rther, i aont 
were taken o the nmber o inventions or whih renewal ees have been pai beyon the 
th Year, whih gives a rogh iea o the vale attahe to the invention by the patentee, the 
proportion o Inian to oreign nationals wol be shown to be in still less avorable light, 
[vide Appeni A able () whih sets ot the nmber o patents or whih renewal ees are 
being pai, also Appeni A able ()].

. his apart, there are no statistis available or ompting the preise etent to whih 
inventions patente in Inia are being worke within the ontry either by the patentees 
themselves or by being mae available to others by means o liensing. Bt it might broaly 
be asserte that ompare to the nmber o patents on the register those whih ar atively 
worke bear only a very small proportion.

hy are patents taken in foreign countries

. he rst sbjet that sggests itsel or eamination in this ontet is as to why oreign-
ers take patents in this ontry when amittely they have no intention o working the pat-
ents here an possibly even in ases where it may not be ommerially possible to work them 
here. Mr. angner giving eviene beore the emporary ational onomi Committee o 
the ..A., whih was set p in , speaking o the Amerian Patent system sai:

“Patents are taken ot in oreign ontries, (by Amerians) or two main reasons. ne 
is that we are oing bsiness abroa an we want to protet or artile, so that the 
German manatrer or the nglish manatrer is not able to opy it immeiately 
an go into ompetition with s. In other wors, it is a great selling point or or goos 
to have a protete inventive eatre an we have kept ahea o the whole worl in the 
eport markets throgh or patent system.”

Bennett in his treatise on “he Amerian Patent ystem” says:

“* * * When inventors take ot patents in the several ontries o the worl, those pat-
ents establish a monopoly over the inventions in the varios ontries * * *. By taking 
ot patents only in the instrial ontries it is sally possible to stop ompetition at 
its sore. It is nneessary to patent an invention in all oreign ontries. In this way 
patents an be se to establish protete oreign markets. thers an neither proe 
nor sell the invention in the oreign ontries withot the patentee’s permission. he 
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German hemial instries were able to reserve the Amerian market in this way 
beore Worl War I. ring that war the nite tates Government onsate the 
German patents an establishe a system or liensing Amerian manatrers to se 
them. he etensive Amerian hemial instries ate rom that time.”

. hese patents are thereore taken not in the interests o the eonomy o the ontry 
granting the patent or with a view to manatre there bt with the main objet o protet-
ing an eport market rom ompetition rom rival manatrers partilarly those in other 
parts o the worl.

his eplains the phenomenon o a large proportion o patents being hel by oreigners 
not merely in the instrially bakwar ontries bt also in the omparatively more ins-
trialise ontries. or instane, the ollowing gres show the high proportion o oreign 
patents in Canaa, ollan, .K. an witzerlan, thogh these are by no means instrially 
bakwar:—

Average annual number of patents 
granted during the years 1930—1937

Number granted to 
foreigners

Per cent granted to 
foreigners

United States 48,697 6,421 13.2

Germany 20,621 5,327 25.8

France 20,025 9,994 49.9

Great Britain 1930-35 18,417 9,522 51.7

Italy 10,634 6,782 63.8

Canada 9,269 8,368 90.3

Switzerland (1930—36) 7,307 4,066 55.6

Japan (1930—36) 4,845 1,165 24.0

Czechoslovakia 3,613 2,749 76.1

Holland (1930—35) 2,674 2,164 80.9

Denmark 1,590 1,056 66.4

Norway 1,428 1,031 72.2

Balance of gains and losses to under-developed countries by the grants of 
patents to foreigners

. he eistene o the monopoly enables the patentee to itate the prie at whih the 
artile ol be sol an where he has his manatory in several o the ontries o the 
worl enables him to hoose the sore rom whih the prot ol be obtaine with 
the maimm prot to him.  orse the grant o a patent in a ontry like Inia with a 
teeming poplation oering an etensive market mst be to the avantage o the national 
eonomy o the partilar oreign ontry in whih the instries overe by the patent are 
worke, or a larger an assre market wol mean a orresponing inrease in the size o 
the instry with onseqent absorption o its labor an sienti personnel an also apital 
or protable investment. his might no obt reslt in a retion in the ost o pro-
tion in the oreign manatring ontry an a portion o whih might possibly be passe 
on to the onsming pbli in the importing ontry, where the patent is grante bt not 
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worke. In the isssions in what might be terme the International aspets o the patent, 
as istingishe rom prely national ones, this small possible avantage has sometimes been 
strongly stresse, an it is sai that the grant o sh patents to oreigners who o not work 
the invention in the ontry o grant, is not harml as it tens to loate the instry in the 
plae where it is most eonomial to manatre. o obt the importe prot might be 
heaper, bt even i the ost o the artile manatre in the ontry might be onsier-
ably higher, it might in the long rn prove an avantage to national eonomy in () the saving 
o oreign ehange, () the absorption o srpls labor, () the tilisation o the ontry’s 
sienti an tehnial talent, () the tilisation o inigenos material not hitherto se 
whih in its trn wol have beneial reperssions on other instries, () the inrease in 
tehnial knowlege by the establishment o a new instry by the working o the invention, 
() the tilisation o bye-prots whih might lea to a iversie eonomy an () greater 
serity partilarly in emergenies an eonomi inepenene arising ot o inrease sel-
sieny, to mention only the more important. I thereore the problem is viewe as one o 
balaning gains an losses to the eonomy o eah nation, it oes not nee mh argment to 
show that the osts to an ner-evelope ontry where a patent is worke wholly abroa 
ar eee any possible gains in any sh ehange.

. In this onnetion I annot o better than give a ew etrats rom ith Penrose’s 
penetrating sty entitle “he onomis o the International Patent ystem”:—

“* * * When a ontry grants patents to oreigners or inventions whih the oreigner 
is not going to work in the ontry himsel, bt whih he is willing to make available 
to omesti proers at a prie, the prie pai to the oreigner is learly one o the 
osts o granting the patents an jst as learly mst restrit the se o the invention to 
those who an pay the prie. rom the point o view o proers, this ost is simply 
the royalty payment mae to oreign rms” (page ). “rom the point o view o the 
eonomy as a whole it is a ta pai to a oreign rm an reqires a transer o real 
inome rom one ontry to another * * *. Any ontry mst lose i it grants monopoly 
privileges in the omesti market whih neither improve nor heapen the goos availa-
ble, evelop its own protive apaity nor obtain or its proers at least eqivalent 
privileges in other markets. o amont o talk abot the ‘eonomi nity o the worl’ 
an hie the at that some ontries with little eport trae in instrial goos an 
ew, i any, inventions or sale have nothing to gain rom granting patents on inventions 
worke an patente abroa eept the avoiane o npleasant oreign retaliation in 
other iretions. In this ategory are agriltral ontries an ontries striving to 
instrialise bt eporting primarily raw materials.” (pages  & ).* * * “Most 
ontries have little i anything to gain eonomially rom granting patents to oreign 
rms; an they o so partly bease the stom is ol an rmly establishe, partly 
bease o the pressres o veste interests an partly bease the ieals o ‘interna-
tional o-operation’, ‘non-isrimination’ an similar laable sentiments have been 
infential in shaping the thoghts o lawyers an statesmen.” (p. ).

. he athor is here onsiering the eet on the eonomy o the instrially ner-evel-
ope ontries, o the grant o patents to oreigners who work their inventions abroa an se 
the patents merely as a means o ensring a monopoly o importation. here have not been 
wanting ompetent eperts who epress a similar view even in regar to the more avane 
ontries. hs loy . aghan, says speaking o the position o Patents in Ameria—
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“It is a ontravention o or patent law an an eonomi injstie to the Amerian 
manatrer to allow a oreigner to take ot a patent in this ontry merely or the 
prpose o reserving the nite tates as a market or his patente prot whih is 
manatre abroa elsively. It means the elsion o all other wol be inven-
tors an ompetitors rom the instry overe by the patent an at the same time, 
the biling p o the instry in other ontries, all to the etriment o the nite 
tates”— [.. aghan on ‘ppression an on-working o Patents’ with speial 
reerene to the ye an hemial instry, Amerian onomi eview ol.  (e. 
) page  at page ].

on-working of patents of foreigners detrimental in two respects

. I shall net proee to onsier the ost to the ontry, partilarly an ner-evelope 
ontry like Inia, o the grant o these patents whih the patentee has no intention, o work-
ing in this ontry. hese patents may be broaly lassie ner two heas: () where a 
partilar invention is not patentable ner the laws o the patentee’s home ontry bt it 
is patentable ner the Inian Patents At; () where an invention is overe by patents in 
several ontries o whih Inia is one bt the manatre is arrie on either in the home 
ontry o the patentee or in some other ontry otsie Inia where he has obtaine patent 
protetion.

. A well-known eample ner the rst hea where an invention is not patentable in the 
patentee’s home ontry bt is patente in Inia relates to patents or meiines an rgs 
taken ot by wiss nationals in Inia. Where the sbstane is new bt the proess by whih it 
is proe is not new, no patent an be obtaine in witzerlan, whereas a laim or a new 
prot mae by the proess whih is not novel bt is merely esribe in the speiation 
may be patente in Inia. he reslt o the grant o an Inian patent to any wiss rm in sh 
irmstanes wol be to eliminate the ompetition o other wiss rms rom the Inian 
market. hese rms, however, have reeom to ompete with eah other in the wiss market 
bt the benet o this ompetition wol not be available to the Inian onsmer. As in most 
o the ropean ontries, the law oes not permit the patenting o hemial prots, bt 
allows only the proesses or manatring those prots to be patente, the sitation or 
this ontry is greatly aggravate.

. In the seon type o ases liste above, a patent is applie or an obtaine or the 
same invention in several ontries o the worl. his is one in orer to ensre an eport 
market to the proer as state by Mr. angner in the passage I have alreay qote. As 
the right grante by a patent or an artile inles the elsive right to import the patente 
artile rom abroa (sbjet to general import restritions, i any), the ontry selete by the 
patentee beomes the sole sore on whih the importing ontry has to epen or meeting 
its reqirements. his ats etrimentally in more ways than one. In the rst plae, the eist-
ene o the patent prevents the importation o the prot manatre by the same or simi-
lar proess rom a ontry whih might oer the artile at a lower prie. In this onnetion it 
might be pointe ot that where the same patentee manatres the same artile in ierent 
ontries, the prie o the prot might not be the same in eah ontry, an besies there 
is nothing to prevent a patentee rom selling the same artile at ierent pries in ierent 
markets base on loal onitions as to eman, the availability o alternative prots et.
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. he above is on the assmption that in the several sores, there is patent protetion 
or the artile. Bt this might not always be the ase. Where the invention is not protete by 
a patent in any partilar manatring ontry, the prie ierential is likely to be more. 
In reent times there have been many instanes o this type o prie ierential, owing to 
the inventions in western rope, the nite Kingom an ..A. not enjoying patent pro-
tetion in the oviet an the ast ropean ontries, the inventors not having applie or 
patents in the latter onries. Most o the patents grante in Inia to oreign nationals are to 
those belonging to the .K., the Commonwealth ontries, ..A. an the western ropean 
ontries who o not seek patent protetion in the oviet an the ast ropean ontries. 
Conseqently this ontry is eprive o getting in many ases goos, even thogh they are 
essential or instrial protion or or the health an saety o the ommnity at heaper 
pries rom available alternative sores, bease o the patents protetion grante in Inia.

.     

hat safeguards are necessary in ndia against patents of foreigners

. In the present eae ner the impat o the national plans that have been ormlate 
or the eonomi plit o the ontry an the raising o the stanar o living o its people, 
the onservation o oreign ehange is a matter o prime importane. In the ontet o this 
nee, it wol be seen that any inrease in the prie o the patente prots importe into 
the ontry mst to that etent be a isavantage to the nation’s eonomy. his apart, there 
is also the ator that by reason o these patents, or ontry is eprive o the benets o 
importing rom that ontry, payment in whose rreny wol be the least brensome to 
Inia. e to the eistene o the grants, this ontry has no hoie as regars the rreny 
to be pai or the importation bease this epens not on or hoie bt on the loation o 
the patentee’s manatory or the ontry rom whih the patentee hooses to import or sale 
in Inia.

. I have alreay set ot the onsierations whih are sai to onstitte the qi pro qo 
or the grant o the patent monopoly, namely; () the working o the invention within the 
ontry so as to reslt in the establishment in the ontry o a new instry or an improve-
ment o an eisting instry whih wol protably employ the labor an apital o the 
ontry an ths inrease the national wealth, an () islosre to the pbli o the inven-
tion an the manner o its working so that on the epiry o the lie o the patent the pbli 
are enable to work the invention themselves an in ompetition with eah other. Where the 
patentee has no intention o working the invention in this ontry either bease he onsiers 
that this is not protable or bease he preers to epan the protion in his home ontry 
so as to ahieve there greater eieny an more protion or is otherwise not intereste 
in working the invention in Inia, the grant o the Inian patent might ten to improve the 
eonomy o the patentee’s home ontry bt oers little avantage to s. nless thereore the 
law provies or measres to be taken to ompel the patentees to work the invention within 
the ontry, an these measres are eetive to ahieve their prpose, the soial ost involve 
in the grant o the patent is not oset by any benet to the ommnity. As regars the possi-
ble avantage whih might reslt by islosre it shol be note that most o the inventions 
patente by oreigners in this ontry are also patente abroa an the theory thereore that 
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bt or patent protetion the invention wol have been worke in seret an that the pbli 
wol have been eprive o the knowlege o the invention has no relevane in the ase o 
the large majority o patents grante in Inia. As neither o the above onsierations seems 
to be present in the ase o patents grante to oreign nationals whih are not worke in this 
ontry the ost to the ommnity by the grant o the patents is nrelieve by any positive 
avantage by way o an inrease o tehnial skill or o national wealth.

s the atent system necessary in ndia?

. aving mae this appraisal o the eet o the Patent system in Inia, the net qestion 
is whether the system shol be ontine. With all the haniaps whih the system involves 
in its appliations to ner-evelope ontries, there are no alternative methos or ahiev-
ing better reslts. At present there is no ontry in the worl that oes not aopt the patent 
system o rewaring inventors’, ‘whatever ierenes in etail there might be in the laws o 
the varios ontries e to loal onitions or historial reasons. witzerlan whih or 
long resiste the aoption o the Patent system aopte it in Jne  an has ontine it 
ever sine. ollan aopte the system in  bt as a reslt o the ree-trae ieas whih 
prevaile in the mile o the th entry the aw was repeale in  an the ontry 
was withot a patent system. In , however, a Patent aw on nearly the same lines as 
that whih prevaile in Germany was aopte. hogh there has been some ontroversy as 
to whether the th instry sere a set-bak as a reslt o the abrogation o the Patent 
aw in , there is no ispte that the ontry has ahieve a onsierable tehnologi-
al avane sine the introtion o the Patent system. It is, however, not possible to relate 
the instrial avane o any ontry to the Patent system or any provision ontaine in it, 
bease there is no way o showing what wol have happene i at the same perio in a 
ontry’s history a ierent system or ierent provisions ha obtaine.

. ven in a ontry whih has aopte a soialisti eonomi system sh as the .... 
the law makes provision or the grant o patents in the same manner as in the rest o rope. 
Bt along with patents, the .... has a system o athorship ertiates—whih broaly 
approimate in the .K. terminology to patents enorse with the wors “lienes o right”. 
very inventor has an option to apply either or patents or or athorship ertiates, thogh 
in respet o ertain inventions, an inventions evolve by the se o ailities aore by 
the tate or tate agenies, only athorship ertiates are allowe. Besies, a patentee may 
onvert a patent into an athor’s ertiate provie no liene has been grante. here are 
elaborate proeres or the etermination o the royalty or remneration payable to holers 
o athor’s ertiates. Besies these two types o patent grants—the tate also remnerates 
inventors by the grant o ash awars on the inventor making over the invention to the tate. 
In regar to all these, however, I will only repeat what the wan Committee sai “We have 
little inormation as to how the system ntions in atal pratie.”

. I nee only a that a patent system on the same lines as is on in Western rope 
also prevails in the other oialist ontries o astern rope, like Czehoslovakia, Polan, 
ngary as also in Ygoslavia.

. A system thereore whih has been niversally aopte, an whih the eperiene o 
the worl or well over a entry enitely avors, annot be isare withot the weighti-
est o reasons, an I see none sh.
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. I onsier that the Patent system is the most esirable metho o enoraging inventors 
an rewaring them an thogh at present Inian inventors take a very small share in the 
benets o that system, with the inreasing emphasis on tehnial eation an the nm-
ber an qality o the researh instittes that have been establishe in the ontry, together 
with the rapi instrialisation that is proeeing, one may look orwar to a time when the 
Inian researh worker an inventor will take ll avantage o the patent law. Besies, the 
serity an immnity rom ompetition whih patent protetion aors are very neessary 
inements or the working o an invention. rther, the Patents system has been working 
in Inia or over a entry. here is thereore sient jstiation or the retention o the 
patent system.

hat changes are necessary in the ndian law

. he preise provisions o the Patent law, however, have to be esigne, with speial re-
erene to the eonomi onitions o the ontry, the state o its sienti an tehnologial 
avane, its tre nees an other relevant ators an so as to minimise i not to eliminate 
the abses to whih a system o patent monopoly is apable o being pt.

. Bearing in view the matters I have set ot above, I wol reommen the retention o 
the patent system, bt that it shol be improve—

 () by ening with preision inventions whih shol be patentable an by renering 
npatentable ertain inventions, the grant o patents, to whih will retar researh, 
or instrial progress or be etrimental to national health or well-being;

 () by epaning the sope o “antiipation” so as to omprehen not merely what is 
known or pblishe in this ontry, bt also what is known or pblishe otsie 
Inia;

 () by proviing remeies or the evils whih Inia, in ommon with other ontries, 
eperienes rom oreign owne patents whih are not worke in the ontry, bt 
whih are hel either to blok the instries o the ontry or to sere a monopoly 
o importation;

 () by proviing speial provisions as regars the liensing o patents or inventions 
relating to oo an meiine;

  () by proviing remeies or other orms o abse resorte to by patentees, to sere a 
more etene monopoly or a monopoly or a longer ration than what the stat-
te grants.

here are several other matters o proere an etail whih are no obt o importane bt 
whih o not reqire to be mentione at this stage. hese latter have been ealt with in their 
appropriate plaes.
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. RRC   B  :  
R CC BC,   C C

hat is patentable invention

. he matter that stans at the threshol o the enqiry is as to what shol be the sope 
o patentable inventions in this ontry, bearing in min the eonomi position o the on-
try, the egree o sienti an tehnologial progress ahieve an other relevant ators.

. ner the Inian Patents an esigns At, , the test o patentability o an invention 
is rnishe by the ormla—is it a “manner o new manatre”—a phrase oming own 
rom the .K. tatte o Monopolies, ( Ja,  h. ,), an ontaine in the sessive 
.K. Patents Ats. hese wors have been the sbjet o innmerable eisions an thogh 
several general priniples have been evolve, there is still a onsierable area o nertainty. 
he Patents nqiry Committee sggeste that the term “invention” might be ene in 
eat terms so as to be apable o appliation to etermine with preision whether a laim to 
an “invention” was within the statte or not. hey however reraine rom attempting sh 
a enition themselves. he ilty, however, in any enition is e to the irmstane 
that what is terme “sbjet matter” or “obviosness” is “always the most nertain isse in 
patent ases epening as it oes pon the temperament an eperiene o the Jge” (errell 
on Patents, th ition, page ). he eisions are thereore eisions epenent on one’s 
eeling, eah Jge viewing the invention against the bakgron o his own eperiene. he 
philosophy o this el o hman ativity has been the sbjet o isssion an investigation 
at the hans o German Patent lawyers, bt even they let the task o ening ‘invention’ as 
beyon the realm o the pratial.

hat inventions should be non-patentable

. Positing ‘invention’—nerstoo in the sense generally attribte to that term—there 
is onsierable avantage in the statte speiying with larity whih ‘inventions’ alone are 
patentable an whih ‘inventions’ shol not be patentable. his wol () eliminate ambig-
ity an () presribe in preise terms inventions or whih patents shol be rese in the 
interests either o national eonomy or national health or well-being.

. Clase  o the Bill [vide Appeni C] seeks to lay own the egree o patentability o 
ertain inventions an what shall be npatentable. I have sggeste a rerat o that lase 
into two parts setting ot in the rst those inventions whih are niversally or almost niver-
sally not patentable an these omprise the lass o inventions or whih patents are not now 
grantable ner the Inian Patents an esigns At, , an in the seon those inventions 
as regars whih I have sggeste a hange in the law.

. I have eplaine the etails o the matter in ategory () in the notes to that lase an 
this oes not all or any omment at this stage.

. I have, however to eplain the ratio o the hanges in the law whih I wol reommen 
in regar to those in the seon part an in partilar regaring—

 (a) patents or hemial inventions; an

 (b) patents or inventions relating to oo an meiine.
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Beore oing so, however, it is onvenient to eal with one reommenation o the Patents 
nqiry Committee whih is implemente in the Bill. he Patents nqiry Committee sai—

“Invention shol be given a wier meaning than in the present At, so as to inle 
inventions onerne with proesses or testing materials even thogh they i not 
reslt in the manatre o any artile”.

In sggesting this as a reorm to be aopte in the Inian At, the Committee ha in min the 
views o the wan Committee epresse in paragraph  o their nal report, whih ran—

“he term ‘manatre’ implies the making o something, an ilty has been 
eperiene in applying it to sel instrial evies where nothing tangible is mae, 
sh as proesses or testing material or perormane in the orse o manatre. 
he reslt has been that many sh inventions o nobte instrial vale have been 
rese the grant o etters Patent bease they annot be legitimately regare as any 
‘manner o manatre’. We thereore reommen that the enition o ‘invention’ be 
amene in sh a way as to make it lear that any new metho or proess o testing 
applie or the prpose o improving or ontrolling manatre may be treate as 
oming within the epression ‘manner o new manatre’.”

. his reommenation was aepte by the Parliament o the nite Kingom an the 
epression ‘invention’ was ene in etion  () o the .K. Patents At o  so as to 
inle ‘any metho or proess o testing appliable to the improvement or ontrol o man-
atre’. he Patents nqiry Committee sggeste a enition o ‘invention’ in the Inian 
enatment on the same lines an this reommenation has been aopte in the enition 
o manatre’ ner Clase (j) (ii) o the Patents Bill, . his etene sope o the 
enition o ‘invention’ oes not n a plae in the nite tates, whih is withot qestion 
the ontry most avane in the matter o instrial protion an nobtely where the 
largest nmber o patents are applie or an obtaine among all the ontries o the worl, 
nor in Germany where the rate o invention might be sai to be net to the ..A. When the 
ean Committee in Astralia onsiere the revision o the Astralian Patents aw, they i 
not think it neessary to epan the enition o ‘invention’ in the Astralian enatment on 
the lines whih were reommene by the wan Committee or se in nglan. imilarly in 
the other leaing Commonwealth ontry o Canaa, in their Patents At, revise ater , 
this provision oes not n a plae an in at the .K. is the only ontry where inventions 
whih onsist o metho or proess or the testing o materials or or ontrol o manatre 
are regare as patentable. Beore a provision o this sort is aopte as part o the law o this 
ontry, one has to asertain its eonomi impliations. It oes not nee mh argment to 
establish that i the sope o patentable invention were wiene the persons to benet wol 
be mostly inventors in the highly avane instrial ontries an or the se o these inven-
tions whih are not sbjet to patents in any ontry o the worl other than in the nite 
Kingom, the instries in Inia wol have to pay a ta in the shape o royalty.

. I am thereore against the aoption o this proposal o the Patents nqiry Committee 
an wol aoringly reommen the eletion o sb-lase (ii) o Clase (j).

Inventions relating to hemial sbstanes an or oo or meiine et.

. Another reommenation mae by the Committee whih is also on in the Bill 
was “that inventions relating to sbstanes prepare or proe by hemial proesses or 
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intene or oo or meiine shol not be patentable eept when mae by the invente 
proesses or their obvios eqivalents” [vide paragraph: (b) o the eport]. his reom-
menation gres as Clase () o the Bill reaing—

“he ollowing shall not be patentable ner this At:—

* * * * * * *

() a sbstane prepare or proe by a hemial proess or intene or oo or 
meiine other than a sbstane prepare or proe by any metho or proess o 
manatre partilarly esribe in the omplete speiation o the invention or by 
its obvios hemial eqivalent.”

“Explanation.—In relation to a sbstane intene or oo or meiine, a mere 
amitre reslting only in the aggregation o the known properties o the ingreients 
o that sbstane shall not be eeme to be a metho or proess o manatre”.

In sbstane the langage aopte in Clase  o the Bill, whih I have etrate is a repro-
tion o etion A() o the .K. Patents an esigns At,  as it stoo when it 
was repeale by the .K. Patents At,  as a reslt o the reommenations o the wan 
Committee.

. It wol be onvenient to onsier the two matters ealt with by this provision 
separately:—

 () he preise egree an etent o patentability to be permitte in regar to inven-
tions o hemial prots in general; an

 () the law etermining the patentability o inventions relating to oo an meiine.

roduct claims for chemical substances not recommended; history of the law.

. As regars inventions relating to hemial prots, or prots proe by hemial 
proesses, I am learly o the view that the interests o the ontry wol be best serve by 
onning patentability to the proesses by whih the prots are obtaine an to eny pat-
ents to the prots either per se or in the qalie manner sggeste in the Bill.

. he reasons or this reommenation are base on () the history o the law relating 
to patents regaring hemial inventions in rope ring the past nearly  years an the 
lessons to be erive thererom; () the eperiene o other ontries somewhat similarly sit-
ate like Inia; an () the isavantages to an nerevelope ontry o permitting prot 
laims or sh inventions.

. he history o the law relating to patentability o hemial prots in rope is briefy 
as ollows: A speial rle negativing prot laims or hemial sbstanes was rst intro-
e into the German Patent aw o . Beore , Germany ha no nie patent 
law, the onstitent states eah having a law o its own with namental ierenes both 
as regars the sbstantive provisions as well as the proere or obtaining patents. At that 
time, the renh patent law was onsiere the moel generally ollowe in rope. ner 
the renh statte o , patents were grante to hemial prots per se, i.e. withot 
reerene to the proesses by whih the prot was obtaine. he renh hemial instry 
was onsiere somewhat bakwar an there were sientists an researh workers who were 
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inline to attribte this onition to the renh Patent system thogh there were others who 
iere rom this view. he ormer view was strongly hel by German sientists an man-
atrers, their theory being that the grant o a patent to a hemial prot per se ha a 
eaening eet on researh sine it prele attempts to arrive at the same prot by other 
alternative proesses, whereas i patentability was restrite to novel proesses, it stimlate 
researh in regar to other alternative methos or proing the same prot. his view 
on general aeptane an beame one o the basi eatres o the German Patent aw o 
 whih or the rst time nie the law o the entire German mpire. It mst, however, 
be mentione that thogh ner the German law patents were grante only or the proesses 
o manatre o hemial prots, the protetion aore by the law etene to the 
prots mae by the patente proess. In other wors, a patent or a proess was inringe 
not merely by the se o that proess, bt also by the vening o the prot reslting rom 
sh se. he rise o the German hemial instry ates rom  an in the orse o 
the net  years it ame to opy the oremost position in rope. his phenomenon was 
attribte by ate observers in great part to the provision o the German Patent aw o  
whih onne patent grants to proess laims, an ths let an open el or researh in new 
methos o manatre. r. Ing observes:

“* * *his patent law gave an immense impets an ai to the evelopment o German 
instry. he at that in Germany heneorth hemial proess only, not however 
hemial prots as sh, were patentable, ths leaving an open el or the searh 
or new methos o manatring known hemials, was o great avantage to the 
hemial instry. ehnial progress in general was ostere by the eellent mental 
shooling whih the ombine eamination an opposition proeeings gave to inven-
tors”. (r. an Ing: “A rvey o the Prinipal ational Patent ystems”, page ).

. he reslts ahieve by German instry an eonomy by this system o patent pro-
tetion or hemial prots le to its aoption by most ontries o the worl—in at at 
present the nite tates o Ameria, the nite Kingom an some ommon wealth on-
tries (an even here Canaa is an eeption) are among the ew ontries in the worl whose 
patent laws oner patent protetion or hemial prots as sh.

. he system o onning the patentability o inventions relating to hemial prots 
or sbstanes to proess laims, whih originate in Germany, is the law that now obtains in 
most ontries o the worl. hs, to mention a ew o the more important ones, in Astria, 
Brazil, Czehoslovakia, ollan, ngary, Japan, Meio, orway, Polan an the .... 
prots proe by hemial proess are not patentable thogh proesses or sh prots 
are patentable, o orse i they satisy the other tests o patentability, e.g. novelty, sbjet 
matter, et. he law as to patentability o hemial inventions in some o the ontries o the 
worl is set ot in the ootnote1.

1. aw relating to patentability o inventions or hemial prots.
Argentina.—aw o  as sbseqently amene. Chemial prots are patentable per se.
Austria.—Basi law o Jly .

bstanes proe by hemial proesses not patentable althogh proesses themselves may be 
patente.

Belgium.—Basi law—May .
Art. I—Chemial sbstanes patentable as sh.

Chile.—aw o  as sbseqently amene.
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. It wol be seen that some o these ontries are now instrially avane an that 

Art. —All kin o hemial preparations an artiles an ombinations are not patentable, bt 
aoring to Art. () new proesses or the preparations o hemial prots an new methos o 
etration an separation o natral sbstanes are patentable.

Czechoslovakia.—Patents aw o.  o .
e. ()—Inventions or prots obtaine by hemial proesses are not patentable bt enite 

proesses or obtaining the artiles are patentable.
Denmark.—Patent At o st eptember  as sbseqently amene in eember .

e. —Prot laims or inventions relating to hemial sbstanes are patentable.
(hogh on a sperial reaing o the Patent aws o enmark, hemial prots are patent-

able; aoring to anish pratie, however, they are not patentable, sine new hemial prots 
are looke pon in anish law not as inventions bt only as isoveries. Claims however have been 
allowe in some ases or hemial prots only to the etent that the appliant an show one or 
more els in whih the prot onerne an be se in pratie—(ee observations o the anish 
Government to the proposal to amen Artile  o the Paris Convention at isbon in , ol. I o 
the Proeeings o the isbon Conerene, page ).

Finland.—aw o Patents—st Jan. .
Chemial prots as sh are not patentable bt manatring proesses are patentable.

France.—Basi aw—th Jly .
Chemial prots are patentable

German Empire.—aw o .
o patents grante or hemial prots; bt proesses or manatring sh prots 

patentable.
Germany (eeral epbli).—aw o Jly , .

bstanes prepare by hemial proesses are not patentable bt spei proesses or their man-
atre are patentable—alloys are treate otsie the lass o hemial prots an are patentable.

Germany (emorati epbli).—Patent aw o th eptember .
Art. —Patents or sbstanes o hemial origin not grante bt speial proesses o manatre 

patentable.
Holland.—Patent aw o th ovember .

Part I—Art. —Patents are not grante or hemial prots; alloys, glass an ement are not 
patentable. Proesses or proing sh prots are allowe.

Hungary.—Patent aw o Jly , as sbseqently amene.
Artiles proe by hemial proesses are not patentable thogh proesses themselves might be 

patentable.
Italy.—aw o April .

Prot laims are permitte or hemial inventions.
Japan.—Basi aw o.  o  as sbseqently amene.

bstanes manatre by hemial proesses are not patentable bt the proesses or their 
manatre are patentable.

Mexico.—aw o st Janary .
Art. ()—Chemial prots per se not patentable bt new proesses se in obtaining these 

prots are patentable.
Norway.—At o , with sbseqent amenments.

he orwegian At eles rom patentability inventions relating to hemial ompons 
althogh proesses themselves are patentable.

Poland.—At o Marh  as sbseqently amene.
Claims or prots obtaine by hemial proesses are not patentable bt speial proesses se 

to obtain sh prots are patentable.
Spain.—aw o Jly , .

ner Art. () hemial prots are not patentable as sh. owever, proesses, apparats or 
mahine or proing sh prots are patentable.

Sweden.—At o  as sbseqently amene.
Inventions relating to hemial ompons are not patentable bt speial proesses or mana-

tring them are patentable.
Switzerland.—Patents At o .
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this law has ome own rom a time when they were not so avane. It is also interesting 
to note that the Peoples’ epbli o China reently enate a Patents aw that ollows the 
.... pattern an reses patents or hemial prots bt grants it or the proesses by 
whih the prots are proe.

Restricting patents to process claims encourages invention; provision in some 
foreign statutes.

. It is still the eperiene o these ontries that a system whih provies or the resal 
o patents or hemial prots while permitting the grant o patents or new proesses o 
manatring sh prots, is the one whih enorages researh an ailitates invention.

. At the reent onerene at isbon o the International nion a sggestion was mae by 
some o the member nations whose patent laws permitte the patentability o hemial pro-
ts, that an Artile shol be inserte in the International Convention as settle at Paris, 
reqiring the members to amen their patent laws by granting patents or hemial prots. 
his proposal was oppose by a large nmber o the elegates an was ltimately lost. he 
ollowing reasons given by the Government o Czehoslovakia, a ontry whose elegates 
oppose the move, is typial generally o the grons o opposition to the new Artile:—

“o grant patents o invention in respet o hemial prots wol not promote the 
evelopment o the hemial instry. he elsive right to prohibit the manatre 
o a protete prot wol at as a brake on rther sienti researh whih, in 
view o the right, ol not lea to the evelopment o new manatring proesses 
inepenently o the wishes o the patentee o the new prot. or eample, where 
the manatring proess evelope by the inventor o the new prot prove to be 
neonomial, the patent o invention grante in respet o the prot wol prevent 
the eploitation o a better manatring proess invente by another person.

or the above reasons we are not in avor o the propose new Artile  quater”.

. he observation o the ngarian Government to this proposal was on the same lines—

“* * * We o not agree with the proposal onerning the patentability o hemial 
prots. I this proposal were aepte it wol hiner tehnial progress, bease 
the protetion o the prot itsel might restrit the work o inventors in the tre”.

. he Government o Ygoslavia observe—

“* * * the problem o the patentability o hemial prots as sh an the protetion 
o the proess or their protion shol be assesse rom the point o view o the 
eonomi interest o eah tate o the nion, an it learly ollows that the eision on 
this qestion an its reglation belong to the omain o national law.

Chap. I, Part I: e. —Patents shall be rese or the ollowing— *** Inventions o hemial 
sbstanes are npatentable bt hemial proesses or obtaining them are patentable.

U.S.S.R.—oviet Patent aw o Marh , .
Chapter I: Para : Athor’s ertiate an patents are not isse or any hemially obtaine pro-

ts bt only or new methos o preparing these prots.
Yugoslavia.—rinane o ovember  & aw o eember, .

bstanes proe by hemial means are not patentable bt new proesses or their mana-
tre may be patente.
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Apart rom that, we are in no way onvine that, in aepting the priniple o patentability 
o hemial prots, one wol be ontribting to instrial evelopment an to work in 
the el o sienti researh; on the ontrary, we think that the protetion grante to these 
prots as sh wol present, not only a brake pon, bt an obstale to their protion 
by new proesses.”

. Beore however passing rom this topi, it is neessary to mention one matter. Aoring 
to the German law an the law o most o the other ontries—barring ..A. an a ew 
others—a patent or a proess aors protetion to the patentee not merely against the se 
o the proess by others bt also against the sale o the prots proe by sh proess.

istory of the aw relating to chemical atents in the .K.

. ine a reerene has been mae to the .K. law on the sbjet an Clase () in the 
Bill is erive rom etion A() o the .K. Patents Ats, -, it wol be sel to 
avert to the history o the law in relation to the patenting o hemial sbstanes in that 
ontry.

. In the nite Kingom, the law as to patentability o hemial prots was or a 
longwhile a matter o great nertainty. he test o patentability in that ontry was whether 
the invention was a “manner o new manatre” within the meaning o the tatte o 
Monopolies. or over two entries sine the passing o that statte, laims to prots per 
se were onsiere not allowable, bt as it appears that no appliant ha soght a patent or 
a prot ring the perio, there was no enite eision on the qestion. errell in the th 
ition o his work on Patents () smme p the law as regars this point ths—

“* * * obts have been epresse as to whether a patent an be grante or a new 
prot irrespetive o the manner in whih it ha been broght into eistene. It 
is sbmitte that sh a grant wol be wholly invali, sine it wol not be or a 
manatre at all. or eample, a new metal might be smelte rom some well-known 
mineral, whih metal might possess etraorinary qalities, an beome inispensable. 
A vali patent ol be obtaine or the proess o smelting, i novel in itsel, whih 
wol probably reeive a wie onstrtion so as to over any sbstantially similar pro-
ess. Bt i some one isovere a vein o the metal in a pre state reqiring no smelt-
ing, the person who ha atally rst isovere the metal, an patente the proess 
o smelting, ol not have a patent to prevent the owner o the vein rom selling the 
proe o his mine. he same remarks apply to a hemial prot”.

here were, however, some observations whih sone the other way—see or instane the 
speeh o or avey in the Acetylene Illuminating Coy’s case2 —bt these were only by way 
o obiter an were also epressly issente rom in later jgments o the ose o ors (see 
per Lord Shaw in British Thomson-Houston Co. Ltd. vs. Charlesworth, Peebles Co.3).

. his was the onition o the law or rather the nerstaning among the lawyers, 
when the Patents Amenments Ats o  an the onsoliating Patents an esigns At o 
 were passe. hose enatments were, as I shall be eplaining later, passe to meet the 
threat o German ompetition to Britain’s instry, partilarly in the hemial el. hese 

2.  PC  at .
3.  PC  at .
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enatments mae provision or the omplsory liensing o patents, an or the revoation 
o patents or non-working. o attempt was, however, then mae to make any stattory 
hanges in the law regaring the patentability o hemial inventions presmably bease it 
was assme that the law in the .K. i not ier very mh rom the law in Germany on 
that point. In this onnetion it is neessary to bear in min that rom a very early ate, it was 
rle athoritatively that a patent or a proess protete not merely the se o that proess 
bt also the sale o the prot mae by that proess. As alreay state this was epressly 
provie in the German Patents aw o  an this was opie in the law o several other 
ontries, bt whether or not there was a spei provision to that eet in the statte, the 
law was hel to oer that protetion. his ha been hel to be the law in nglan rom as 
early as  (Minter v. Williams4). In Elmslie v. Boursier5, whih was the rst ase in whih 
the point was seriosly arge an eie, James .C. reste the rle on the rights onerre 
on the patentee by the etters Patent, an state,

“he obtaining rom abroa an selling in this ontry an artile manatre aor-
ing to the speiation o a patent is a violation o the privileges grante by the etters 
Patent”.

his was epane by Kerry C. B. in Wright v. Hitchcock in pholing the laim o the 
Patentee—

“*** When a man has patente an invention another might merely rossing the han-
nel an manatring abroa an selling in onon........artiles mae by the patente 
proess wholly eprive the patentee o the benet o his invention” (Per Kelly C. B. in 
Wright v. Hitchcock6).

An, in Von Heyden v. estat7, the Cort o Appeal, whose jgment was elivere by 
James .J., arme Elmslie v. Boursier. he heanote o the report o this ase rns—

‘Where a patent has been grante in nglan or a proess or proing more heaply 
a hemial prot whih was previosly known, the importation an sale in nglan 
o this sbstane mae abroa aoring to the patente proess is an inringement o 
the patent”.

. here is, however, all the ierene between the grant o a patent or a prot an 
the grant o a patent or a proess—even thogh the proess patent onerre an elsive 
right on the patentee to ven the prot mae by the patente proess. In the latter ase, 
the proess has to possess the patentable harateristis o novelty an sbjet matter an 
thereore, as pointe ot earlier, the grant o a proess patent oes not hiner the evoltion o 
new proesses or proing the same prot, sbjet, however, to the otrine o hemial 
analoges.

. he jgment o or avey in the Acetylene case8 in whih appeare an obiter whih 
avore the view that prots proe by hemial proess ol be a “manner o new 
manatre” provie o orse the prot was new was renere in , an within a 
eae thereater ame the rst Worl War. Germany was no obt eeate bt her ins-

4.  A &  .
5.    q .
6.     .
7. ()  C .
8.  PC .
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trial potential was by no means shattere. he reslt was that the ear o German penetra-
tion in nglish instry, partilarly the hemial instry, by means o patents owne by 
German nationals i not isappear.

.K. mendment ct of 1919

. arly in , a ommittee known as the aw Amenment Committee was onstitte 
ner the presieny o or Parker to sggest a reorm o the British Patent law so as to 
strengthen it against this anger. he Committee’s reommenations reslte in the Patents 
Bill o , whih, however, thogh introe in the ose o Commons, was not pro-
eee with owing to the pressre o other bsiness in the ose.

. A Bill, in terms almost iential with the lapse Bill o , was introe into the 
ose o Commons in  an this ltimately beame the Patents Amenment At o , 
whih reeive oyal assent at the en o that year.

. he major amenments eete by this legislation inle () an epansion o the 
grons on whih omplsory lienes ol be obtaine, () speial provisions ealing with 
the patentability o inventions relating to artiles o oo an meiine an or the grant o 
omplsory lienes or working sh patents, an () speial provisions regaring patents 
or inventions relating to hemial prots. I shall be reerring in some etail to the rst 
two matters later, bt what is o relevane to the present isssion is the last one. he law 
enate in regar to patentability o hemial inventions was ontaine in etion  o the 
Amening At whih introe etion A () into the Patents an esigns At, , 
reaing as ollows:—

“A. () In the ase o inventions relating to sbstanes prepare or proe by 
hemial proesses........the speiation shall not inle laims or the sbstane 
itsel, eept when prepare or proe by the speial methos or proesses o man-
atre esribe an laime or by their obvios hemial eqivalents:

Provie that, in an ation or inringement o a patent where the invention relates 
to the protion o a new sbstane, any sbstane o the same hemial omposition 
an onstittion shall in the absene o proo to the ontrary be eeme to have been 
proe by the patente proess.”

. In the notes on the lases o the Bill prepare by the Boar o rae, the prpose o 
this provision was eplaine ths—

“his lase relates to hemial prots an sbstanes intene or oo or mei-
ine an onnes the patentee in his speiation to laims or what he has atally 
invente, namely, the sbstane as proe by the proess he has isovere; an not 
the sbstane generally by whatever proess it may be mae. his amenment will 
bring the law o nglan into greater agreement with the law o the majority o oreign 
ontries (inling Germany) an prevent or giving a wier protetion to oreign 
hemists than or own hemists reeive.

It rther provies or the grant o lienes in respet o inventions or the pro-
tion o oo or meiine in orer to give the pbli the benet o sh inventions, an 
prevent monopoly”.
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. or Parker, however, who is state to have atally rate the Bill, eplaine as ol-
lows the origin o this provision to lariy the law. Aressing the Institte o Patent Agents 
in Janary , the learne or eplaine the prpose o the orresponing lase in the 
inrtos Bill o  in these terms—

“here was an ol ontroversy as to whether one ol get a patent or a proess an 
at the same time or the prot o the proess. e ha always maintaine, in sh 
isssions on Patent law as he ha taken part in, ring the orse o his proessional 
areer, that one ol not, bt he knew there were other people who took a ier-
ent view. In the ase o a hemial patent or a rg whih might be represente by a 
hemial ormla, the patentee wol esribe the proess an the ormla, an i it 
was new, there was no obt he ol get a patent or the proess. Bt ol he get or 
the prot? he prot might be sh that another man by another an absoltely 
ierent proess might evolve the same prot, an i an inivial ol get a patent 
or the prot he wol have a monopoly o that prot, an no one else ol make 
it even by qite ierent means whih might be eqally ingenios an beneial to the 
pbli. It was an open qestion whether in irmstanes o that sort a patent ol be 
obtaine or the prot as well as or the proess”.

ection 38 of the .K. ct, 1919 construed

. he origin o the lase an its terms were ths e to two irmstanes: () o lariy 
the law an remove the nertainties that srrone the sbjet o patents or hemial 
sbstanes in a manner whih wol not be mh o a epartre rom the law as generally 
aepte beore that ate;

() o approimate the law to that whih prevaile in Germany. he granting o patents 
or prots per se wol have reslte in an avantage to the German hemists or it wol 
be mainly they that wol have benete rom the etene patentability. otwithstaning, 
thereore, the somewhat omple phraseology employe in etion A (), the intention 
thereore was that a hemial invention in orer to qaliy or patent protetion shol be an 
‘invention’ as ene in the At, i.e., shol possess novelty an sbjet matter in the ‘pro-
ess’ by whih the prot was obtaine.

. his was ahieve by the stattory reqirement that a laim to the prot wol 
be allowe not per se bt only “when prepare or proe by the speial methos or pro-
esses o manatre described an claimed”. hese wors were eplaine by ir rnest 
Pollok, .G. (later or anworth, M..) in isposing o an appeal against an orer o the 
Comptroller resing an appliation in the ollowing passage:—

“What is the meaning to be plae pon the wor “speial” in the sb-setion? It is 
lear to my min that it oes not merely mean “speie in the speiation”. he 
ientity o the metho or proess reerre to with what is ontaine in the speia-
tion is siently esignate by the wor “esribe”. or o I think that the wor 
“speial” iniates, as has been sggeste, some partilar treatment whih wol not 
be eetive in the absene o speial iretions. he speiation—i it is to be o any 
servie —mst always ontain iretions whih are to be ollowe with preision. In 
my jgment the wor “speial” is introe, in aition to the wor “esribe”, in 
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orer to onnote that the partilar metho or proess set ot in the speiation mst 
ontain the essentials o a vali patent—novelty, a manner o new manatre—a 
proess whih proes by its own hemial reation a new sbstane. It mst be a 
metho, or proess, whih has sh attribtes that it is the proper sbjet o a laim or 
letters patent, one that has some intrinsi harateristis whih are the invention o the 
inventor an or whih a patent may be properly an legitimately laime an grante”. 
(M’s application,9).

. his interpretation was epressly arme by him sitting in the Cort o Appeal in 
Sharp and Dohme Inc. v. Boots Pure Drug Company Limited.10 where he sai (p. )—

“* * * rther onsieration o the wor “speial” an o the proviso to the setion 
onrms my opinion as to the interpretation o the setion whih I gave when oliitor-
General. [ee M’s Appliation11]. he setion was intene to give the serity o a 
patent to sbstanes in respet o whih a metho or proess was esribe in the spei-
ation, “that has some intrinsi harateristis whih are the invention o the inventor 
an or whih a patent may be properly an legitimately laime an grante”.

. he sope o etion A was onsiere also by ir homas Inskip, .G. in ..I’s 
Appliation12, where he sai: “It is well known that it was esigne to prevent the appropria-
tion by a patentee o ertain sbstanes in sh a way as to prele other eplorers in the 
same el rom evising improvements in the preparation or the qality o the sbstane in 
qestion. he terms o the sb-setion whih I have qote prohibit laims or the sbstane 
itsel eept within strit limitations”. In a later passage (p. ) he state: “he istintion 
between proess laims an prot laims may be a ne one an ilt to raw, bt in my 
opinion it is one that mst be remembere. etion A (), is not, as I rea it, esigne to 
prohibit or restrit bare proess laims, an i every laim or a proess were to be regare 
as a laim or a sbstane prepare or proe by the proess laime, the sope o etion 
A (), wol be nly etene”.

argant Committee Report and the .K. mending ct of 1932

. he year  was a year o great epression whih was refete in a all in the nmber 
o appliations or patents in the nite Kingom—it ell by over  ompare to . 
here was also the eample o the ..A. he meteori rise o the Amerian Chemial ins-
try ates rom the en o the irst Worl War when it was release rom the eaening eet 
o the German owne patents in that el being ealt with as enemy property. As alreay 
mentione the ..A. grante patents to hemial prots per se. he impat o the avane 
o Ameria together with the eeling that Britain ol hol its own against German invention 
were ators that avore the grant o a more etene monopoly. More than all argant 
.J. ha in  in the Sharp and Dohme case13 —I have qote earlier a passage rom the 
jgment o anworth M..) epresse himsel ths as to the meaning o etion A():—

9.  PC  at .
10. (- PC ).
11. ()  PC .
12.  PC  at .
13.  PC .
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“It wol seem, on priniple, that, in the ase o a patent or a sbstane, jst as mh 
as in that o any other patent, there mst be an element, a ‘sintilla’, o invention in 
onnetion with the proess an the material, at any rate, in combination an this 
wol appear to be in aorane with the impliations o etion A.” (he italis 
are mine).

hese wors meant that i the prot was new, the proess nee not possess the sintilla o 
invention viz., novelty an patentable sbjet-matter an that a laim or a new prot as 
mae by the proess esribe might be patente even thogh the proess i not onstitte 
an invention.

. A epartmental Committee to sggest esirable improvements to the Patents an 
esigns At was appointe in  ner the Chairmanship o ir Charles argant. n the 
report o this Committee (whih sbmitte its report in ), the Patents an esigns At, 
 was amene by an Amening At o . In their report the Committee sai:

“Prior to the At o , it was stomary or British speiations ealing “with the 
manatre o new hemial sbstanes to inle laims or the sbstanes them-
selves inepenently o the atal proess o manatre. An, thogh the weight o 
athority may have been against the valiity o sh laims, there was not any reporte 
eision to that eet an the sbjet was not ree rom obts, whih it was very esir-
able to remove, partilarly in view o the nmeros laims o this lass mae in the 
British speiations o German inventions in relation to ye-sts”.

* * * *

“viene was given to s that, althogh the provisions o the setion have in at 
been o onsierable vale in enoraging the evelopment o British Chemial ins-
try, ilties have arisen rom the interpretation plae in a eision (In the matter 
of M’s Application for a patent14) o the aw er on the wor ‘speial’ in the phrase 
‘the speial methos or proesses o manatre’.”

* * * *

“It was sbmitte to s that sh a limitation was not ontemplate by the ramers 
o etion A, that the ambigos woring o the setion has involve onsierable 
nneessary epense to appliants or patent, an that the presene o the wor ‘spe-
ial’ has le in some ases to the resal o patents or inventions or the protion o 
new sbstanes, when sh sbstanes were proe by proesses whih might be sai 
to ontain no eatres o sbstantial novelty in themselves. he noial eviene on 
this sbjet was that the ilty wol be overome, an the sb-setion re, by 
eision o the wor ‘speial’ or “alternatively (thogh this was not qite so aeptable), 
by the sbstittion or it o the wor ‘partilar’ ”. (paras ,  an ).

It wol be seen that i the Boar o rae eplaine the objet o the amenment introe 
by etion  o the Amening At o  whih inserte etion A (), in the Patents an 
esigns At,  (vide para.  ante) was to ahieve an approimation to the law in relation 
to hemial patents in Germany, the wor “speial” was esignely se to esignate novelty 
an an inventive step in the proess. Bt as I sai earlier, British instry was onsiere to 
have siently avane by  to jstiy a more etene patent grant.

14.  PC .
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his reommenation o the argant Committee was aepte an etion A (), was 
amene so as thereater to rea:

“A (). In the ase o inventions relating to sbstanes prepare or proe by 
hemial proesses, the speiation shall not inle laims or the sbstane itsel, 
eept when prepare or proe by the methos or proesses o manatre par-
tilarly esribe an asertaine or by their obvios hemial eqivalents.”

. he reslt o the eletion o the wors “speial” an “laime” an their sbstittion by 
the wors “partilarly esribe” was that thereater a laim or a prot was not reqire 
to be base on a speial proess laime an that it was sient i the metho o preparing 
or proing the prot was merely esribe in the speiation. It was not reqire that 
the metho esribe shol be new or show an element o invention. In other wors, prote-
tion ol be ha or a new prot even thogh the metho esribe or its protion was 
not “a manner o new manatre”. he esription o the metho in the speiation was 
ths ree to a ormality an it beame the pratie in rawing p a speiation to over 
all known an possible alternative proesses or obtaining the prot so that in eet, ater 
, the setion pratially reognise the patentability o a prot per se, i it was new.

Removal of the limitation as to product claim recommended by the wan 
Committee.

. he eet o this provision in the ontet o maintaining the avane o the nite 
Kingom in the el o hemial instry was the sbjet o onsieration by the wan 
Committee. his Committee reommene the eletion o setion A (), an sggeste 
that no istintion nee be mae between prots whih were the reslt o hemial pro-
esses an o other proesses an that in both ases laims or prots shol be patentable 
per se. everal argments were rge beore the Committee or this hange in the law. he 
rst was that in the ase o a new sbstane, the real invention onsiste in the protion 
o the sbstane, the proess by whih it was proe being in most ases only those whih 
were well known. I the novelty onsiste in the prot, the argment ran, there was no 
point in proteting the novel sbstane only in onjntion with a proess whih was ol an 
well-known.

. It was pointe ot that i a laim to a new prot was amissible, even thogh it 
was obtaine by a proess whih was ol an well known, there was no meaning in the law 
reqiring the esribing o the well known proess as a onition o the allowane o the 
prot laim.

. he seon objetion was that the eistene o this limitation was not o any real se 
sine i all the well known methos o proing a prot were esribe in the speia-
tion it wol virtally amont to a laim or the sbstane itsel partilarly when taken in 
onjntion with the phrase “or its hemial eqivalents” orring in the sb-setion.

. astly, it was pointe ot that the epression “obvios hemial eqivalents” was vage 
an le to ilties o interpretation an that taking into aont the evelopments in the 
els o physis an hemistry, there was onsierable ilty in ening what a “hemial 
proess” was.
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he Committee epresse themselves ths:

“We are impresse by the argments whih have been avane in spport o the 
proposal or removing this limitation on the laiming o new sbstanes proe by 
hemial proesses, an we reommen that this limitation be repeale.”

. he aeptane o this reommenation has reslte in the eletion o the provision in 
setion A () rom the .K. Patents At, . he history o setion A in the .K. At 
o  to  set ot above shol se to show that the orm o laim introe by the 
.K. At o  was the reslt o a striving to epress a ompromise between the plasible 
interpretation o the epression ‘manner o manatre’ in the .K. Ats as inling laims 
or hemial prots an the German rle restriting hemial patents to proess laims; on 
the other han the .K. Amenment At o  was a shit in the other iretion being an 
approah thogh gare to the Amerian moel o patents etening to laims or prots 
per se, refeting the progress mae by the British Chemial Instry in the inter-war perio. 
o sel prpose will thereore be serve by the aoption in the Inian Bill o a provision 
on the lines o setion A o the .K. Ats —.

ractice of the ndian atent office regarding patents for chemical products.

. o appreiate the eet o amening the law as sggeste in lase () o the Bill, it 
wol be onvenient to reer to the position as it eists ner the Inian Patents an esigns 
At, . As “invention” is ene in setion () o the At to mean “any manner o new 
manatre” the obts epresse in the .K. as regars the patentability o prots per 
se to whih I have alreay averte wol appear to srron this enition. he pratie o 
the Inian Patent e oes not appear to have been niorm. Mihel in his pplement to 
“he Prinipal Patent ystems o the Worl” reers to a patent grante by the Inian oe 
in whih prot laims were allowe, thogh a lose eamination o the partilar spei-
ation shows that it is apable o being rea as a laim to a prot as mae by a proess 
esribe. I however nerstan rom the Controller that in eet the Inian Patent pratie 
proees on the basis o setion A () o the .K. At o  as amene in . o that 
pratially lase  () o the Bill makes little or no hange in the law save that what was 
merely a pratie o the Patent e is soght to be given stattory ore.

. As the wan Committee pointe ot, this orm o laiming or new prots, was in 
eet to rener sh prots patentable per se; only the speiation as regars the proess 
ha to be rate so as to satisy the statte, an that as many proesses as ol be thoght 
o ol be “esribe”.

Recommendation for adoption in ndia; claims for chemical substances not to be 
patentable.

. he qestion is whether sh a system is esirable or aoption as part o the law o 
an ner-evelope ontry like Inia. In onsiering this, I have not omitte, to take into 
aont—
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() the at that a large nmber o those who answere the qestionnaire isse by 
me, as well as those who orware memorana to the Patents nqiry Committee 
avore a provision on the lines o setion A () o the .K. At o  an

() the sb-ommittee o the Pharmaetial evelopment Conil whih met 
me at Maras, by a majority sggeste the aoption o setion A () o the .K. 
At partilarly or pharmaetial hemials. In this onnetion I wol only 
a that the ew who answere my qestionnaire an those who mae representa-
tion to the Patents nqiry Committee as well as the Pharmaetial evelopment 
Conil were not in avor o granting patents or prots per se an onsiere 
that sh a law wol nly hamper researh in the ontry.

. I have onsiere the matter with the tmost are an have reahe the onlsion that 
the hemial an pharmaetial instry o this ontry wol be avane an the tempo 
o researh in that el wol be promote i the German system o permitting only proess 
laims were aopte. In this onnetion I will reall the remarks o r. an Ing as to the eet 
o the aoption o the German Patent aw o  on German hemial instry. I wol 
aoringly reommen that the relevant provision in lase  might rn:

“o patent shall ater the ommenement o the At be grante in respet o inventions 
laiming sbstanes proe by hemial proesses inling alloys bt eling 
glass.”

with a proviso permitting the patenting o laims to proesses. I have in my rerat o lase 
 an the notes to that lase eneavore to eplain the etails o my reommenation.

. Beore however passing rom this topi it is neessary to eal with an objetion that 
has sometimes been raise to the epression “a sbstane proe by a hemial proess” as 
too vage to be se in a statte an that this vageness was itsel a gron or the grant o 
patents or sbstanes per se. It is tre that the evelopment o moern physis has somewhat 
blrre the borers between physis an hemistry bt nevertheless there is no obt that or 
all pratial prposes the borer oes eist. he aepte view in moern hemistry is that it 
ol not be preiate o a proess that it is a hemial proess, nless a hemial reation 
takes plae an a hemial reation reqires that a hemial inivial or inivials shol 
reat so as to proe another hemial inivial or other hemial inivials (see per or 
vershe M.. Anglo Levy Patent15). I o not, thereore, onsier that any onsion wol 
be ase by the se o these wors in the statte. here is, however, one matter whih is 
reqire to be mentione in this onnetion. In the ase o alloys an glass, it is a matter o 
some obt whether the proesses by whih they are proe might be terme as hemi-
al proesses. In several ontries inventions relating to alloys an glass are treate as ot-
sie the general lass o hemial ompons, e.g., West Germany an witzerlan. n the 
other han, in ollan or instane alloys are not ele rom the sope o the restritive 
provision as to patenting o hemial prots. aving regar to the present state o metal-
lrgial instries in Inia an the rgent nee or the evelopment o this el o instrial 
ativity, I onsier that the law in relation to the patentability o alloys shol be plae in the 
same position as that in regar to other hemial inventions o whih it really orms a part. 
In regar to glass however, I see no objetion to patents being grante or the prot itsel.

15.  PC .
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atents for inventions relating to food or medicine; restrictions in other 
countries.

. o ar I have been ealing with patents or hemial sbstanes regarless o the se to 
whih these prots ol be pt. he net matter to be onsiere is in relation to patents 
or artiles o oo an meiine. Barring the ..A. there are ew ontries in the worl that 
o not have speial provisions as regars the patentability o inventions in respet o artiles 
o oo an meiine or as to the liensing an working o patents in this lass.

. he patent laws o every ontry in rope ontain speial restritions on the patenta-
bility o artiles o oo an pharmaetial prots. he renh law o  whih permit-
te the patenting o hemial prots as sh, however onne patents or artiles o oo 
an meiine to proess laims. Belgim in its Patents law o  aopte the renh moel. 
he German law o  enie patents to artiles o oo, meiinal prots, thogh pro-
esses or their preparations were patentable. he wiss aw was reently amene in  
an ner it inventions o meiine inling meiinal mitres an orms o meiine an 
inventions o oo prots are not patentable, bt the proesses or manatring meiine 
or oo are patentable. he law in ween an in pain is similar an so is the law in Japan. 
As I sai earlier, in none o the ontries o rope are patents grante or prot laims or 
artiles o oo or meiine an in a ew (enmark or artiles o oo an Italy ner the law 
o  or meiinal prots) even laims or proesses or proing them are npatent-
able. or the law o these an other ontries see the note below:16

16. Law relating to patentability of inventions for medicine and foodstuffs
Argentina.—aw o  as sbseqently amene. Meiines an pharmaetial ompositions 

inling oo, beverages are not patentable bt proesses or their preparation are patentable.
Austria.—aw o . Artiles serving or hman norishment, meiines an isinetants not patent-

able. Proesses or proing them are patentable.
Belgium.—Basi law—May . oosts an meiines or men an animals not patentable bt 

proesses or their protion, patentable.
Chile.—aw o  as sbseqently amene. Art. —Beverages an oos or men or animals, all 

kins o meiaments an pharmaetial an meiinal preparations not patentable bt proesses or 
their preparation are patentable.

Czechoslovakia.—Patents aw o.  o . Inventions relating to oosts an meiaments not 
patentable bt the proesses or their protion are patentable.

Denmark.—Patent At o -- with sbseqent amenments. Inventions o meiaments, artiles 
o oo an all eible, rinkable, smokable or sh like artiles whih annot be onsiere artiles o oo 
an whih are sally onsme or the sake o pleasre an o proesses in onnetion with the pro-
tion o artiles o oo are not patentable bt proesses or the protion o meiaments are patentable.

Egypt.—aw o.  o .
Inventions relating to oosts an pharmaetial preparations are not patentable. he proesses or 

these prots however are patentable.
Finland.—aw o Patents, st Jan, . Meiinal prot laims are not patentable bt proesses or 

proing them are patentable.
France.—Basi law—th Jly .
Pharmaetial ompositions an remeies, vaines, sera an biologial prots are not patentable bt 

proesses or proing the same are patentable (Art. ). oosts however are patentable per se.
German Empire.—aw o . Artiles o oo, meiine not patentable bt proesses or proing 

them patentable.
Germany (eeral epbli).—aw o Jly ,  as sbseqently amene. Artiles o oo an or 

onsmption whether or norishment or enjoyment an meiines are not patentable bt enite proess 
or preparing them patentable.

Germany (emorati epbli).—Art. () (aw o th eember ). Inventions o vitals, lry 
goos or meiaments are not patentable bt speial proesses o manatre are patentable.
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. In every ontry where its laws impose restritions on the grant o patents in respet o 
hemial inventions by onning patentability to the invente proesses, there is a similar or 
even greater restrition on the grant o patents to inventions in relation to artiles o oo an 
meiine. here is nothing srprising in this bease most o the pharmaetial preparations 
are the prots o hemial proesses. Bt what is more to the point is that even in a large 
nmber o ontries in whih per se prot laims or hemial sbstanes are allowe, the 
laws permit only laims or proesses so ar as artiles o oo an meiine are onerne.

Holland.—Patent aw o th ovember . o speial laws with regar to oosts an meiines 
bt as no prot laims are allowe, the reslt is that only proesses or proing oo or meiine are 
patentable.

Hungary.—Patent aw o Jly  as sbseqently amene.
Meiines are not patentable, also inventions relating to oo or men or animals are not patentable, bt 

proesses by whih sh artiles are mae are patentable.
Italy.—aw o April . (Italian Patents Ats are governe by speial laws.)
ner the law as prevaile till , proesses or the preparation o meiines were patentable thogh 

prot laims were not allowe bt sine that ate even the proesses or the manatre o meiines 
are not patentable.

Japan.—Basi law o.  o  as sbseqently amene. oo, rinks, stimlants or meiine or 
methos o presriptions thereo are not patentable bt proesses or proing them are patentable. (Art. 
).

Mexico.—aw o st Janary .
[Art. ()]. Patent appliations relating to oo, rgs an meiines are not allowe by the Meian 

Patent aw nless the prots in qestion have been registere by the Meian Boar o ealth. In so ar 
as these artiles o oo et. are mae by hemial proesses, the prots wol not be patentable an even 
or the proess to be patente, registration o the Boar o ealth wol be neee.

Norway.—At o  with sbseqent amenments. he law prohibits the granting o patents to mei-
aments an oosts per se. Inventions relating to proesses or proing sh artiles are patentable.

Poland.—At o Marh  as sbseqently amene. Claims or inventions relating to meiines or 
artiles o oo are not patentable bt proesses or obtaining the same are patentable.

Roumania.—aw o Jan,  as amene.
Inventions relating to artiles o oo or o norishment or men or or animals, pharmaetial om-

pons or meiine or isinetants or insetiies are not patentable. It is not lear whether even proess 
laims are prohibite.

Spain.—aw o Jly , .
Pharmaetial an meial ormlae as well as ormlae relating to hman or animal oo are not 

patentable bt proesses themselves an apparats or obtaining these are patentable.
Sweden.—At o  as sbseqently amene. Inventions relating to artiles o oo an rgs are not 

patentable per se, bt speial proesses or their manatre are patentable.
Switzerland.—Patent At o .
Patents or inventions relating to oos, animal oosts an beverages an inventions o meiines 

an inventions o proesses or the manatre o meiines other than by hemial methos are rese 
bt hemial proesses an methos or the manatre o sh prots are patentable (setion ).

U.S.S.R.—oviet Patent aw o Marh , . Chapter , Para : Athor’s ertiates only are isse 
or meial an oo preparations prepare by other than hemial means. Patents may be isse only or 
methos o preparing these prots.

Yugoslavia.—rinane o ovember  an aw o eember . Prot laims o inventions 
relating to meiines or artiles o oo or man or animal are not patentable bt new proesses or their 
manatre may be patente.
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istory of the aw as to patents for food and drugs in the .K.

. In the .K., when the Patents an esigns Amenment At o  introe etion 
A() that sb-setion ontaine the same restrition as to patenting o sbstanes intene 
or oo or meiine as applie to sbstanes prepare or proe by hemial proesses.

. he origin o this provision in the .K. Patents an esigns Amenment At,  was 
to implement an nertaking given to her allies in the Worl War I by Great Britain promis-
ing to bring the provisions o her Patent law into aor with what prevaile in laws o those 
ontries—rane, Belgim an Italy. or Parker in aressing the Chartere Institte o 
Patent Agents (I have alreay etrate another passage rom this aress), sai:

“....ome i not all o or Allies ha in their Patent aws provisions whih ele, 
at any rate in the ase o meial prots an oo, patents or the prot as well 
as the proess. hat lase was introe in orer to bring nglish law into line..... 
here might be many objetions to the orm in whih the lase was pt, bt that was 
its raison d’tere. In rane, an he thoght also in Italy, there were provisions whih 
prevente an inivial rom getting a omplete monopoly, at any rate with regar to 
artiles o oo an srgery, it being elt that they were so important to the tate that 
in matters o that sort the inventor oght not to be benete at the ost o the tate. I 
the Institte ol rame a lase whih wol be aeptable to themselves an wol 
also meet the wishes o or allies in moiying or Patent law so as to bring it more into 
aor with theirs, he ha no obt it wol be very sel.”

A slightly ierent eplanation o the origin o this provision was oere by the argant 
Committee.

“ring the War it beame apparent that Great Britain was sering rom a lak o 
meiine an rgs, many o whih were the sbjet o patent rights in this on-
try. n the other han, it was on that in many ropean ontries (e.g. rane, 
Germany, witzerlan) sh sbstanes were not apable o protetion ner the patent 
laws o those ontries. In this state o things it was onsiere epeient to moiy 
to some etent the monopoly onseqent on the eistene o patent rights in regar to 
sh sbstanes.” (para ).

. Besies sb-setion () o setion A enate speial provisions or the grant o om-
plsory lienes or sh artiles, the etails o whih I shall reserve or onsieration a little 
later. he speial provisions regaring the patentability o these “sbstanes” nerwent the 
same moiation as the other “sbstanes” inle in setion A () by the amenment 
eete by the .K. Patents & esigns Amening At,  with however a provision eny-
ing patents or amitres an proesses or amitre o sbstanes intene or oo or 
meiine an nally when the restritions on patenting o sbstanes prepare or proe 
by hemial proesses were remove by the .K. Patents At,  the same rle was applie 
to artiles o oo an meiine. he only remnants o the previos law in respet o these 
sbstanes were two: () the provision in setion  o the .K. Patents At o  regaring 
the grant o omplsory lienes ner patents or these inventions whih was virtally a on-
tination o the provision in setion A () as introe in ; () the ontinane o the 
ban on laims or amitres an the proesses or preparing amitres slightly etene 
to over ases o sbstanes capable of (not merely as ormerly intended for) being se or 
oo an meiine (setion () () o the .K. At o ).
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Restriction to process claims in respect of patents for food and medicine 
recommended.

. I have mae this igression to eplain the history o the law in the nite Kingom 
or pointing ot that the egree o patentability o inventions relating to artiles o oo an 
meiine has generally been more restritive than in regar to patents or hemial inventions 
in general an never more etensive.

. he reason or this state o law is state to be that the enial o prot laims is ne-
essary in orer that sh important artiles o aily se as meiine or oo whih are vital to 
the health o the ommnity shol be mae available to every one at reasonable pries an 
that no monopoly shol be grante in respet o sh artiles. It is onsiere that the resal 
o prot patents wol enlarge the area o ompetition an ths reslt in the protion o 
these artiles in sient qantity an at the lowest possible ost to the pbli.

o rener even the proess npatentable is I onsier not in pbli interest as the grant o 
elsive rights to the proess whih an inventor has evise wol aelerate researh in 
eveloping other proesses by oering an eonomi inement to the isovery o alternative 
proesses leaing again to a larger volme o manatre at ompetitive pries.

he eample o the rest o the worl is o nobte vale an not to be isregare with-
ot sbstantial reasons espeially as ner the patent laws o these ontries, whether they 
are instrially highly evelope or still nerevelope, whether their eonomy be apitalist 
or soialist, laims or proesses or inventions relating to artiles o oo or meiine have 
always been hel patentable. he ontinane o this system ring the long perios o time 
an varie onitions ol only be eplaine by its being helpl in rthering the ontries’ 
eonomi an other progress. he only eeptions are—Italy whih hange its aw in  
by whih even proess laims or meiine were not allowe thogh artiles o oo were 
otsie this ban—an enmark whih, while permitting the proess laims or meiaments 
enie the same or artiles o oo. We have little knowlege o the ators whih le to the 
hange o the aw in Italy, an possibly it is too early to evalate its eets on that on-
try’s progress in the pharmaetial instry. I wol, thereore, reommen that no patents 
shol be grante or laims or artiles o oo an meiine as sh bt that proesses or 
proing them shol be patentable.

. I onsier that to maimise the benet, inventions relating to artiles o oo an 
meiine—an in the last ategory I wol inle insetiies, ngiies et.—shol not 
be patentable as sh bt that, as in the ase o sbstanes proe by hemial proesses 
laims or the proesses or their protion shol alone be patentable i they satisy the 
other tests or patentability.

. C  

nticipation

. I have so ar ealt generally on the patentability o inventions with partilar reerene 
to inventions o hemial sbstanes an o artiles apable o being se as oo or meiine. 
here is a relate topi o onsierable pratial signiane, namely, what shall onstitte 
the element o novelty so as to qaliy or the grant o a patent, whih reqires attention.



    R  

Digitised and typeset by CC nline® (). The surest way to legal research!M

 Qestions as to antiipation or lak o novelty as epriving an invention o patentabil-
ity ome p or onsieration at or stages: () ring the eamination o an appliation or a 
patent; () as a gron pon whih an appliation may be oppose; () in proeeings or the 
revoation o a patent; () in sits or inringement where the valiity o a patent is ispte 
by the eenent. or all these prposes ner the provisions o the .K. Patents At, , 
regar is ha to prior pbliations, prior knowlege an prior se, all restrite to the nite 
Kingom [vide setions (), () (b), () (e), () an () o the .K. Patents At, ].

. he rat bill pratially aopts these provisions in the rame o the lases ealing 
with these several matters.

resent ndian aw as to anticipation

. ner the Inian Patents an esigns At,  what onstittes an antiipation is 
not ealt with learly. Invention is no obt ene as “any manner o new manatre” bt 
what preisely eprives a “manatre” o novelty an partilarly where the previos pbli-
ation oght to take plae, is not speie in any o the provisions. etion () () o the At 
enmerates as one o the grons or opposition to the grant o a patent, that the invention 
has been pblily se or has been mae pblily known in any part o Inia while sb-lase 
() (e) reers to the invention being pblishe in a oment available to the pbli in Inia. 
Bt when one trns to setion  the relevant gron or revoation rns:

“()(d). “that the invention was not, at the ate o the patent, a manner o new 
manatre or improvement.

(e) that the invention oes not involve any inventive step, having regar to what was 
known or se prior to the ate o the patent;”

knowlege or se not being qalie by reerene to knowlege or se within Inia. his is 
obviosly apt to give rise to ilties o interpretation.

atents nquiry Committee’s recommendation

. he Patents nqiry Committee reommene that there shol be a omplsory 
searh or novelty as in the .K. beore appliations or patents were aepte (para ). 
hey however ae that the sope o the omplsory searh shol be limite to Inian pat-
ent speiations pblishe ring ty years preeing the ate o the appliation or sine 
 whihever was later. hey observe: “We onsier that as regars patent literatre a 
searh o reors or ty years is sient to establish the novelty o an invention an this 
is also the law in nglan.” ealing with what shol be treate as novelty the Committee 
reommene [paragraph  ()] that “novelty shol be etermine on the basis o prior 
knowlege or prior ser in Inia,” an that “Patent speiations an oial abrigements 
thereo shol not be taken into aont i they are more than ty years ol” [paragraph 
 (g)].

. I shall rst eal with the qestion as to whether it is wise or proper that only pbli 
knowlege or pbli se in Inia shol be taken into aont or etermining antiipation.
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he history of the law as to anticipation in the nited Kingdom

. he rle that or the prposes o onstitting antiipation pbli knowlege shol be 
onne to knowlege within the ontry is a peliar eatre o the .K. Patent system. he 
nglish Patents law has been the reslt o historial growth starting rom the th entry 
onwars. It originate in the esire to stimlate the growth o new instries. In an early 
leaing ase Darcy v. Allein17 it was state “he reason whereor sh a privilege given in law 
is bease the inventor bringeth to an or the ommonwealth a new instry”. It thereore 
i not matter whether sh an instry was pratise otsie “the Commonwealth” or not. 
In the th an th entries thereore the rial test was whether there ha been a prior 
ser within the realm (vide astings Patent ). By the en o th entry there was a 
graal shiting in the emphasis on prior user within the realm as the sole test o antiipation. 
ot merely the pratie o the invention within the realm bt pbli knowlege o it within 
the realm was hel to eprive an invention o novelty. or Blakbrn eplaine the position 
ths in Pateson v. Gas Light & Co.18:

“he onsieration or a patent is the ommniation to the pbli o a proess that 
is new....It is not neessary that the invention shol be se by the pbli as well as 
known to the pbli. I the invention an the moe in whih it an be se has been 
mae known to the pbli by a esription in a work whih has been pblily irlate 
or in a speiation ly enrolle it avois the patent thogh it is not shown that it ever 
was atally pt into se.”

When the several Patent Ats whih ha been passe rom  onwars were onsoliate 
in the Patents an esigns an rae Marks At,  this position was let ntohe an 
the later enatments o  to  provie in epress terms or novelty being etermine 
with reerene to pbli knowlege in the nite Kingom.

. A provision on these lines has not been protive o any inonveniene or mishie 
in the .K. bease the libraries o the Patent e an several other pbli libraries in that 
ontry like the library o the British Msem, the Boleian library an the libraries attahe 
to the major niversities obtain promptly every item o valable sienti literatre pblishe 
anywhere in the worl so that in pratie a patent grant oes not isse in the nite Kingom 
where the invention is one whih has been pblishe in any part o the worl.

ecessity to remove geographical limitation as to anticipation under the ndian 
law.

. In Inia however the position as regars the availability o books an literatre in 
pbli libraries is not the same as in the .K. Pbli libraries are ew an most o them are not 
well eqippe with regar to sienti literatre, whih isses in great volme in the leaing 
instrial ontries o the worl. It wol thereore be apparent that a rle on the lines o the 
.K. enatment wol at nairly an be ontrary to pbli interest sine sh a rle wol 
enable a person to obtain a vali patent in this ontry in respet o an invention, inorma-
tion in regar to whih is beore the ate o the appliation available in oreign pbliations. 
n the other han, a provision removing the geographial limitation wol take note o the 

17. ()  Co ep .
18.  Appeal ases .
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at that the worl has shrnk in size, thanks to the rapi means o ommniation, an will 
prevent those who visit oreign ontries or get aqainte throgh oreign perioials with 
the inventions whih are pblishe abroa, rom obtaining patents on the basis o the inven-
tion being “novel” in this ontry. It has sometimes been sggeste that as it takes time or 
oreign speiations to beome pbli in this ontry, there is some avantage in enabling 
oreigners to obtain patents on the basis o those pblishe speiations. I onsier this, 
however, as withot ore. I, as sggeste, the patenting o an invention, althogh pblishe 
abroa beore the appliation is le in Inia, is nevertheless sel an is in the interests o 
the ontry sine it wol reslt in an earlier islosre o the invention, it has to be borne 
in min that the oreign speiation ontaining omplete etails o the invention is bon 
to reah this ontry very soon, ater the ling o the Inian appliation an the invention 
wol then beome available ree or se o the pbli, whereas i a patent were grante or 
sh an invention the pbli will or a perio o  years be eprive o the right to se the 
invention withot payment o royalty. I am setting ot the etails o the preise provision 
whih I wol sggest being aopte in relation to the etermination o novelty in my notes 
to the appropriate lases.

. In passing I might observe that the rle restriting antiipation by prior pbliation 
to oments pblishe within the ontry prevails only in the .K. an the Commonwealth 
ontries an even here Canaa is an eeption to this rle. n the other han in most o the 
other ontries19** o the worl there is no similar geographial limitation as regars the plae 
where the antiipator in matter shol be pblishe. In these ontries prior pbliation in 
any part o the worl is regare as antiipation epriving the invention o novelty an there-
ore o patentability. In this onnetion it is o interest to note that Japan, whih till reently 
ollowe the .K. rle that only antiipatory pbliations within the ontry wol eprive a 
patent o novelty, has amene her law this year etening antiipatory pbliations to those 
pblishe anywhere in the worl.

. I onsier that it is not in the pbli interest that an invention whih is pblishe 
abroa beore the ate o the orresponing appliation or a patent in Inia shol qaliy 
or the grant o a patent an that it is neessary to provie that pbliations whih shol 
onstitte antiipation shol inle pbliations in Inia an elsewhere, beore the priority 
ate. In these pbliations I wol inle both pbliations in the orm o patent speia-
tions as well as other sienti literatre. he aminer in the Patent e might natrally 
not have aeqate ailities or etermining novelty on the basis o pbliations abroa bt 
i the law were that sh oreign pbliations also onstitte an antiipation, an opponent 

19. 
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who objets to the grant o a patent ol ite the oreign pbliation as epriving the inven-
tion o novelty an similarly even i a patent were grante it ol be revoke on the same 
gron an sits or inringement ol be resiste on that gron. I have mae the nees-
sary hanges in lase () (ealing with eamination), lase () (objetions an orers 
at the eamination stage) an lase  whih I have rerate proviing or an opposition 
to the grant, to give eet to this reommenation. his wol neessarily aet the ontent 
o pbli knowlege in lase  (ealing with revoation o patents) an lases  an  
(antiipations) .

eletion of the “fifty years” rule as to anticipatory documents recommended.

. he other matter that remains to be onsiere is the reommenation o the Patents 
nqiry Committee that there shol be a limitation o  years as regars oreign speia-
tions ollowing in this respet the .K. Patents At, viz., that no aont shol be taken o 
speiations, pblishe more than  years beore the ling o the omplete speiation in 
qestion. his limitation o time originate in nglan in the Patents At o  aepting 
the reommenation o the Committee presie over by ir war ry. he basis o their 
reommenation was that it wol one to pratial onveniene an wol limit the ost 
o the Patent e eamining sta; an the perio was e arbitrarily, taking however 
these ators into aont. Consierable opposition was voie beore the ry Committee by 
the Patent Agents against the Patent e being empowere to eamine appliations with 
reerene to novelty an when the Committee was presse by the instanes o patents being 
seale or inventions whih were the sbjet o vali prior grants, they arrive at the  years 
rle as a ompromise between onfiting opinions. We have now travelle be beyon that 
stage an eamination not merely or novelty bt also obviosness has beome the stanar 
proere in ontries aopting the eamination as istingishe rom the eposit system. 
In illstration o the eet o the  years rle in the .K. I might reer to a eision o the 
Cort o Appeal in Page v. Brent Toy Products Ltd.20. he ase no obt trne on whether 
an amenment to the eene in the ation, whih was or inringement o a patent, ol be 
allowe an other tehnial points, bt what is relevant to the present isssion is as regars 
the patente invention itsel. he invention relate to improvement to toy biling bloks an 
ha been grante in . he amene eene soght to be pleae was that the patent 
was invali bease the speiation was virtally a opy o an earlier ..A. speiation o 
. his was isallowe prinipally or the reason that the pblishe Amerian speia-
tion was over  years ol an thereore the patentee was protete. I o not see any avan-
tage to the pbli by the grant o a patent monopoly to sh antiipate inventions. I wol 
also a that the  years rle oes not obtain otsie the .K. an a ew Commonwealth 
ontries sh as Astralia an ew Zealan. I reommen the eletion o this limitation 
o time whih is inorporate in the Bill. In regar to Inian speiations, I have restrite 
antiipation to those pblishe sine --, or the very pratial reason that speiations 
o earlier ate were not printe.

20.  PC .
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nticipation by prior use to be restricted to use in ndia.

. I have so ar ealt with pbliations by oments. Antiipation by pbli se however 
stans on a ierent ooting.  orse there are several ontries in whih even pbli se 
otsie that ontry, that is anywhere in the worl, is ople with pbliations o inven-
tions in printe oments or etermining antiipation. he aoption o that rle might in 
my opinion ase onsierable amont o inonveniene an harship. I am aware that there 
is some logi in having the same rle in regar to antiipation by pblishe oments an 
antiipation by pbli se. Bt logi mst yiel to pratial realities an taking the latter into 
aont, I wol reommen that pbli se to onstitte antiipation be onne to se 
within Inia. In reommening this orse I have in min the ilties o proo—neessity 
to take ot ommissions to oreign ontries or eamination o witnesses to prove sh se 
an the ost an inonveniene whih that wol entail. rther, it is only in very rare ases 
that there wol be pbli se in any ontry withot there being a pbliation o the same 
invention in a printe oment, be it in the orm o a patent speiation or other sienti 
or tehnial literatre.

“rue and first inventor” should exclude “communicatee” and “importer”.

. here is a topi losely allie to the rle as to what shol onstitte “novelty” in an 
invention to merit the grant o a patent jst now issse, whih it wol be onvenient to 
onsier net. his relates to the enition o the term, “tre an rst inventor”. In all the 
ontries o the worl otsie the nite Kingom an some o the Commonwealth ontries 
the epression is nerstoo in its literal sense as meaning the atal eviser o an invention. 
In the nite Kingom however it inles besies the atal eviser, two other ategories o 
persons, the “ommniatee” an “the importer” o the invention rom abroa. hogh the 
epression “tre an rst inventor” was not ene in the Inian Patents an esigns At, 
, the orm presribe ner the rles reognise “ommniatees” as persons entitle 
to le appliations as “tre, an rst inventors” an it is assme that “importers” are also 
inle in that epression. he Patents nqiry Committee reommene that “tre an 
rst inventor” shol be ene so as to inle “the importer” an “the ommniatee” 
rom abroa [Chapter III p.  ()]. he Bill implements the reommenation in inling 
the sggeste enition [vide lase (s)].

. he “importer-inventor” is an anahronism an a historial srvival even in the 
nglish law. Blano White eplains it ths:

“When the patent system was rst set p here, nglan was a very bakwar ontry, 
an the system was aime “perhaps primarily at enoraging the setting p here o 
instries alreay in eistene abroa” (ote , p. , “Patents or Inventions”)

. As regars the “ommniatee” rom abroa being onsiere as “the tre an rst 
inventor” the only se to whih this etene enition is now pt is to enable oreign inven-
tors to make appliations throgh their nominees (generally patent agents) in their own names 
“as the tre an rst inventors”, thogh sh “ommniatees” wol hol the patents when 
obtaine in trst or the ommniator. he “ommniatee-inventor” serve a real nee 
when appliations or patents ol not be le by assignees o the invention bt ater the 
alteration o the law to permit assignees to make appliations [vide lase () (b)] there 
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appears to be no prpose in retaining the system o “ommniatee-inventor”. Blano White 
remarks:

“In onseqene o the new provisions allowing assignment o the rights to patent, the 
real ierene between an assignee en a ‘ommniatee’ goes only to the beneial 
ownership o the invention. In e orse no obt the ‘ommniatee-inventor’ will 
beome a matter o history only; or the present he will remain o importane in on-
netion with appliation proere”.

(ote , page  “Patents or inventions” by .A. Blano White).

. here are more serios objetions regaring an “importer” o an invention as a “tre 
an rst inventor”. It is a historial srvival in the law o the .K. an one whih is bon p 
with the theory that it is only knowlege an se “within the realm” that onstittes antiipa-
tion. ven in the .K. “the importer-inventor” rle is apable o mishie an abse as seen 
rom a reent eision— In the matter of an Application by H.21.

. A patent or a gas mask whih was “isposable”, i.e. ol be thrown away ater a 
single se, was applie or in the ..A. on th Marh, . he appliant or the patent 
in the ..A. grante a liene to an Amerian ompany or the manatre o these masks 
on the st April, . ome manatre took plae ner this liene an one Mr. iggs in 
nglan having ome to know o this invention wrote to the liensee-ompany at the en o 
May  asking or a sample o the mask. Ater the reeipt o this sample, there was some 
orresponene abot the prie bt meanwhile on the th Jly,  iggs mae an appli-
ation in nglan or the grant to him o the patent or the manatre o this mask. his 
appliation was aepte an when the speiation was pblishe, opposition was entere 
by the liensees ner the Amerian patent. he gron o the opposition was that the appli-
ant ha “obtaine” the patent rom the opponents by asking or a sample rom them.

n the other han, the ontention o Mr. iggs was that he was the “importer” o the 
invention an that i there was any obtaining, it took plae in Ameria. he major part o 
the argment was thereore evote to the qestion, where i the “obtaining” take plae. It 
was ommon gron that i the “obtaining” took plae in Ameria, it wol not invaliate 
the appliation or be a bar to the grant o the patent, the appliant being in that event an 
“importer” o the invention; whereas i the obtaining was in nglan, the opponents wol 
see.

. ealing with the laim o Mr. iggs to be an inventor the Assistant Controller sai—

“* * * he reason or granting a monopoly to a person who brings in a new mana-
tre, whih he has not himsel evise, rom abroa is well nerstoo. he histori-
al bakgron o this aspet o the law is well-known. It is easy to grant that a man 
who nertook serios nanial an even personal risks by oreign travel in orer to 
benet the trae an instry o this ontry was eserving o rewar. Bt the posi-
tion beomes almost an absrity i a man, withot having “to seek ot an invention 
(bease Mr. iggs learly knew alreay something o the invention in sit), an, by 
merely writing a letter, laim rights, to the elsion o all others, in an invention to 
whih he has mae no other ontribtion. I he is entitle to o so it mst be on the 
ooting that his se o the international postal servies is eqivalent to a personal visit 

21.  PC .
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to a oreign ontry. ...... .... n these onsierations I wol have no hesitation at all 
in ning that Mr. iggs is not the inventor, by virte o being the importer o the 
invention an that he obtaine the invention rom the opponents in this ontry, were 
it not or the well-reognise pratie whereby a oreign inventor sens inormation 
abot his invention to a patent agent or other representative in this ontry an the 
agent applies or a patent here, as a ommniatee, an esribes himsel as the tre 
an rst inventor. he agent an only be the inventor on the basis that he has, by the 
mere reeipt o the inormation, importe the invention rom abroa. his is preisely 
the gron pon whih Mr. iggs lims to be the inventor an not an ‘obtainer’ within 
the meaning o the At.”22.

. eerring to the pbli interests involve i the appliation were grante, he observe:

“* * It was learly their (the Amerian liensees’) intention to make the invention avail-
able here by sale o the masks. I they i this withot patent protetion, the general 
pbli wol be ree to make, se an ven the invention. he islosre o the inven-
tion to Mr. iggs learly was a rst implementation o the pponents’ intention to sell 
the masks here. Mr. igg’s ation in seeking a monopoly or himsel, ar rom serving 
the pbli interest by introing a new invention, wol have the eet o rtailing 
rights whih the opponents apparently intene to make reely available.” (ibid page 
).

. A provision whih lays itsel open to sh nesirable reslts reqires to be omitte. 
Besies it is sarely onsistent with the rle that pbliation in any part o the worl on-
stittes antiipation whih eprive an invention o patentable novelty. hat eplains why 
the ontries whih aopt the rle as to novelty whih I have reommene o not reog-
nise “importer inventors”. I wol thereore reommen that the epression “tre an rst 
inventor” shol ele the “ommniatee” an “importer” inventor, the “ommniatee” 
bease it is sperfos an the “importer” on the gron o its being nesirable. As I sai 
earlier, the epression “tre an rst inventor” is se in the sense o the .K. law in the 
Inian Patents an esigns At, . In view o the eisting law it wol be neessary to 
make it lear that a hange is being mae an I wol aoringly sggest that the eni-
tion o “tre an rst inventor” in the Bill be altere by stating that “ommniatees” an 
“importers” are not inle in that epression.

. R R B   R:CR 
C  RC R RK

buse by non-working of patents.

. Beore ealing with the qestion o the inventions or whih patents shol be rese, 
I ha issse the problems whih other ontries have ha to srmont arising rom the 
non-working o patents, partilarly those o oreign nationals who were nwilling to work 
their patents in the ontry. I shall now proee to onsier the remeies whih these other 
ontries have aopte. In oing so I shall prinipally trae the history o the provisions in the 
nite Kingom as rnishing a sel preeent an also with a view to emphasise that even 

22.  PC , .
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instrially avane ontries are not immne rom this type o haniap an that similar 
measres have been taken in sh ontries to saegar the interests o their national eon-
omy. I shall then eal with the eetiveness o the remeies whih the other ontries have 
aopte an the measres I wol reommen or or ontry to ahieve the best reslts.

Compulsory working and compulsory licensing

. Inia is not niqe in having to ae this problem o patents or vital inventions being 
owne by oreigners who evine no esire to work them within the ontry. he problem is 
ommon to all ner-evelope ontries whih have aopte the patent system o rewar-
ing inventors. wo means or reressing this haniap have generally been aopte, namely, 
() omplsory working, with the revoation o the patent in the event o non-working, an 
() omplsory liensing on terms o royalty settle by an otsie athority where the parties 
o not agree. Mihel observes: “he omplsory working system originate in the renh 
aw o  an was aopte by pratially all the prinipal patent systems eepting that 
o nite tates at present. he important eatre o this system was the invaliation o the 
patent i the inventor aile to work his invention within two years rom the ate o the grant 
nless he ol jstiy his ination..... he reqirement o working the patente invention was 
originally a prereqisite to patent protetion in nglan an even in the nite tates. I, in 
the rther evelopment o the .. patent system, it was orgotten, the reason or this is to be 
on in the eonomi onition an a lea as to the tre tren may perhaps be taken rom 
the evelopment o the British patent system.”*

istory of the provisions in the .K. as to compulsory working and compulsory 
licensing

. “pto  nglan was so preominant in instry that everyone who anywhere 
in the worl ha mae an invention o any onseqene rst worke sh invention in 
nglan where he was able to n the neessary apital, the neessary spirit o enterprise 
an the neessary skille labor.”23 here was then no nee or any working reqirement in 
Great Britain an none was ontaine in her statte. o mh so that in the International 
Conerene on Instrial Property at Paris in  Britain was one o the ontries that sp-
porte the view that a provision or omplsory working was inonsistent with the prpose 
o the International Convention. “Bt soon”, to qote rom Mihel again, “these prereqisites 
or large sale instrial protion were also on in the nite tates an in Germany. 
In orer to prevent her instry rom alling behin that o the nite tates or Germany, 
Great Britain i not hesitate to emboy in her patent stattes the reqirement o working”. 
It was aopte in a moie orm irete merely to omplsory liensing in the Patents 
an esigns At o  bt at the trn o the entry there was sh a volme o opinion 
epresse against the haniaps rom whih nglish instry sere by reason o a large 
nmber o patents being owne by oreigners who were not intereste or ispose to work 
their inventions in the ontry, that a Committee ner the hairmanship o ir war ry 
was appointe in  to enqire into this qestion an sggest sitable remeies.

23. Mihel on “Prinipal ational Patent ystems” ol. I, Pages -.
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. In aorane with the Committee’s reommenations the Patents At,  was 
enate. etion  o that At or the rst time introe the priniple o revoation o a pat-
ent or abse o the monopoly by non-working or three years rom the sealing o the patent 
an the epression se to speiy this abse was “that the reasonable reqirements o the 
pbli with reerene to the patente inventions have not been satise”. he At lai own 
in terms the irmstanes when “the reasonable reqirements shol be eeme not be satis-
e”. ring the passage o the Bill in Parliament the provisions were warmly spporte by 
the several members, an I shall etrat a ew passages rom their speehes whih aor an 
iniation o their approah to the qestion.

ir William olsworth sai:

“Anything like omplsory liene given by a oreign patentee to manatrers in this 
ontry wol not meet the ase. he oreign patentee ats as a og in the manger, 
sens his patente artiles to this ontry, bt oes nothing to have the patente arti-
les manatre here. e ommans the sitation an so or instries are, ner 
or own law, starve in the interests o the oreigner...... hose who eel most strongly 
on this qestion think that there shol be nothing bt an absolte revoation o the 
patent i it is not worke in this ontry within two years an the ry Commission was 
o that opinion......he lase as presente in the Bill oes not ll the ieal whih was 
reommene by the Committee bt it goes a very long way in the iretion. At any 
rate it is an immense improvement in the present position an thereor it is aeptable.”

ir obert ei spporting this lase sai:

“I entirely agree.....abot the neessity o revoking patents grante in this ontry to 
oreigners who o not work them here. othing an be more absr or more otra-
geos than that a oreign patentee an ome here an get a patent an se it, not or the 
prpose o enoraging the instries o this ontry, bt to prevent or people oing 
what they otherwise wol o. o allow or laws to be se to give a preerene to 
oreign enterprise is, to my min, riilos.”

ir obert inlay ater reerring to the eminene o the members o the ry Committee, sai:

“he eisting provisions in reerene to patents taken ot by oreigners an whih are 
not worke ot here have been on to be absoltely inoperative. A patent is sp-
pose to be grante or the enoragement o manatre in this ontry bt ner 
the eisting laws, a large nmber o patents are taken ot by oreigners solely or the 
prpose o preventing enoragement o manatre in the ontry.”

Another member Mr. Whitley sai:

“Any one who is atively engage in ommere, espeially those who are aqainte 
with patent laws, annot help eeling how very mh we are behin other ontries, 
espeially rane, Germany an Ameria who are or hie ompetitors in the markets 
o the worl in the matter o patent laws. I ha hope that the Boar o rae, ater 
many years o onsieration o this qestion an the pressre pt pon it by the om-
merial ommnity, wol have taken a little more orage in reorming or patent 
laws. he ilty o ealing with oreigners to whom patents ha been grante in 
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this ontry or years past an who never intene to work their patents here is er-
tainly great.”

I shall en this with three etrats rom the speehes o ir Joseph awrene, Mr. Cripps an 
o Mr. Cawley.

ir Joseph awrene sai:

“We esire the enatment, i possible, o the Belgian Patent law, whih reqires om-
plsory working ater three years. We know in the ase o rane an Germany the 
priniple o omplsory working has been arrie ot harshly.”

Mr. Cripps was no less emphati. e sai:

“...he ilty in all patent laws is to reonile on the one sie the tre rights o 
inventors an on the other sie not to interere with general instrial interests...I qite 
agree that the same laws are applie to patents taken ot in this ontry by everyone 
whether or not he is a oreigner. othing ol be worse or this ontry than that 
oreign patents shol be protete in this ontry, while the instry is arrie on 
abroa. hat is the worst orm o protetion; an appears eeeingly har as regars 
varios instries in this ontry ... I hope that in tre the patent law o this on-
try will serve its proper prpose o enoraging inventors an will not be se or the 
improper prpose o preventing new instries being establishe in this ontry, an 
o proteting oreigners, who spply this ontry rom abroa with artiles, merely 
bease they have paper patents staning in their names.”

Mr. Cawley, a member rom anashire move an amenment to make the working provi-
sion more rasti an in oing so sai:

“t o every hnre patents grante in this ontry orty were not applie or in 
Germany an i applie or wol not be grante. he reslt was that Germans ame 
to this ontry, got patents, manatre the artiles in Germany an the British s-
tomer ha to pay very large prie or it bease it ol not be manatre here as 
the onsmer in Germany an get it at hal the prie o what the onsmer has to pay 
here.”

. he ribnal set p ner the At o  to eal with appliations or omplsory 
lienes was veste with isretion either to iret the grant o a omplsory liene or to 
revoke the patent i the reasonable reqirements o the pbli with respet to the patente 
invention ha not been satise. An attempt was mae to ene when this onition was 
llle—“i by reason o the ealt o the patentee to work this patent or to manatre 
the patente artile in the nite Kingom to an aeqate etent, or to grant lienes on rea-
sonable terms (a) any eisting instry or the establishment o any new instry is nairly 
prejie or (b) the eman or the patente artile is not reasonably met”—bt these wors 
were too vage an narrow to ahieve the objetive. Besies the epensive natre o the 
ribnal, namely the Jiial Committee o the Privy Conil, there were several proeral 
ilties in the way o appliants who omplaine o abse o monopoly rights an these 
several ators ombine to rener the provisions o the At ineetive.
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. he reslt was that the amenment o the Patent aw in  i nothing to mitigate 
the evil. In at no appliation was le ner these provisions an there was thereore nee 
or rther legislative measres. When the Patents an esigns At was revise in , new 
lases were propose whih soght to strengthen the provisions ealing with revoation or 
non-working an to epan the grons on whih omplsory lienes ol be orere. In 
introing this Bill in the ose o Commons Mr. loy George who was then the Presient 
o the Boar o rae, sai:

“he main objet o this Bill is to prevent laws rom being se or the hinrane 
an sppression o British Instrial evelopment. he objet o the patent laws is to 
rewar ingenity an by so oing to enorage invention an to promote British ins-
try. nortnately, however, they have been se in many respets to isorage the 
British inventor an to estroy the British instries.....t o , patents isse 
last year, , are oreign. I o not objet to them. Bt a goo many o these patents 
ha been taken ot not or the prpose o working ot the patents in this ontry, bt 
or prpose o preventing their being worke ....In the rst plae I propose to simpliy 
the proere o omplsory lienes. A seon metho is that any appliant an go to 
the Controller three years ater the granting o any patent an apply or the revoation 
o the patent on the gron that it has not been aeqately working within the .K.”

. pporting the measre Mr. Cawley sai:

“When the rst patent was grante in  it was stiplate that i the patentee aile 
to ree to pratie within three years his sheme o patents, the patent shall then 
lapse....In Germany i a patent was not worke within three years, it ol be revoke 
an elare voi. In rane i a patent was not worke within two years it ol be 
revoke. In at in pratially every instrial ontry inling Japan, patentees ha to 
work their patents, or to get them worke within a ertain time o their being grante, 
or the grant might be revoke. We were the only ontry in rope that allowe a pat-
entee to take his grant away an work it where he like, or sell it to whom he like. he 
reslt o this areless liberality was that oreigners ame here an got patents grante 
to them withot ever having the slightest intention o working them in this ontry......
In  we ha grante nearly  patents or monopolies to persons resiing otsie 
the ontry. In at more than hal the patents taken ot here an the most important 
ones ha been taken ot by oreigners. We grante a large nmber o patents abot 
, more than Germany i every year, althogh the poplation o Germany was 
one-thir greater than or own. ome o these patents were only taken ot or bloking 
prposes an were nsrplosly se when or manatrers wishe to make any 
artile whih wol ompete with a German protion. thers whih were o impor-
tane were taken abroa an were se to start instries there by new an improve 
proesses, an so spersee instries arrie on in this ontry....Althogh a patent 
laste only orteen years it was long enogh to establish the instries abroa, an 
one establishe there, with traine labor, eperiene an an organise system o 
istribtion, it was no easy matter to get it bak again...We got no quid pro quo or the 
monopolies we gave, bt we allowe the person to whom the monopoly was grante 
to proe his patente artiles solely abroa......hat Germany ha mae enormos 
stries ol not be enie.....he Chemial instry o Germany ha inrease rapily 
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an now amonte to something like  million pons per annm an part o that 
trae ha been taken away rom this ontry.....Most o the labor employe in these 
works was nskille labor, an was the very kin o work whih wol absorb or 
nemploye i we only insiste that there shol be a quid pro quo or the monopolies 
we grante an that they shol not be taken away an se to n work or oreign 
labor in oreign ontries at the epense o or ellow-ontrymen. a we sai 
to them, we grant yo a patent or monopoly or the sale o this artile, yo mst in 
trn manatre the artile here, we wol by now have mh larger works in this 
onty giving employment to a nmber o laborers, bt or patent laws as they are at 
present are benevolently ostering great instries in Germany to the etriment o the 
manatrers, onsmers an working lasses o this ontry. We ha been granting 
thosans o patents to oreigners an getting nothing in ehange We are now going 
to grant a monopoly bt i we o that, the ontry at least oght to have some re-
ompense or having one it. he patent oght not to be merely a prize to the inventor 
who applie or it. he ontry where the man was grante protetion oght at least 
to have some share in the benet. I a man obtaine a patent in this ontry he oght 
to manatre the goos here.”

. I have mae these rather long etrats bease they ontain reerenes to the law in the 
ropean ontries an this obviates the nee or any etaile esription by me o the law 
o these ontries as also to emphasise that the problem whih this ontry aes has oten 
been the lot o other ontries even thogh more instrially avane than orselves an 
that the soltion sally aopte to onter the ilties was the enatment o provisions 
or omplsory working an or omplsory liensing.

.K. cts of 1919 and 1949

. Beore I pass on rom this topi it wol be onvenient to make a brie reerene to the 
later history o the provisions in the nite Kingom, a ontry whih has serve as a moel 
or the law o or ontry. otwithstaning that German instry an thereore ompeti-
tion rom that ontry reeive a set bak as a reslt o her eeat in the Worl War I, the 
.K. Patents At o  was amene in  enlarging the grons on whih omplsory 
lienes ol be grante, an nally when the Patent aw was thoroghly revise in  
as a reslt o the reommenations o the wan Committee, ar rom the right to apply or 
omplsory lienes beoming restrite, there was a rther enlargement o these grons.

roposal for ree rade rea in urope

. hogh the .K. has been one o the major instrial ontries o the post-war worl, 
she lings with tenaity to the provisions regaring omplsory working ontaine in her 
Patents At. In , a proposal was mae or a ree rae Area in rope. he iea was 
that the member ontries o this nion shol have a ommon Instrial Property legisla-
tion, partilarly in the matter o patent laws, an one o the important matters whih was 
involve in this sheme was, that the working o a patent in one o the ontries o the nion 
shol be treate as a working o it or the prpose o the national laws o all the other mem-
ber states. he ontries whih were intene to be inle in this area were the nite 
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Kingom, Germany (eeral epbli), rane, Italy, Belgim, ollan an embrg. he 
patent laws o eah o these ontries ontain provisions or omplsory working o the 
invention within eah o them an provie or the revoation o the patent in the event o the 
non-working at the en o the perio speie in their respetive laws. he .K. i not agree 
to this proposal. In a memoranm on this sbjet ealing with the eonomi eet o the 
setting p o sh a ree rae Zone with the provision otline above the Boar o rae is 
reporte to have sai:

“he pratie o granting limite monopolies or new inventions is niversally regare 
as not only a legitimate ntion o a tate to provie the inventor with the means an 
opportnity o obtaining some rewar or his enterprise bt one that is o enite vale 
to the instrial an eonomi evelopment o that tate. Qite learly this seon 
objet wol be vitiate i the eman or a patente artile in the ontry in whih 
protetion ha been obtaine were met wholly or mainly by importation o that artile 
into that ontry....ne sggestion that will be pt orwar is that working o a pat-
ent in one ree rae Area ontry shol be eeme eqivalent to the working o the 
orresponing patent in others. h sggestion wol reqire the proonest on-
sieration in the light o the international pratie o volntary ross-liensing o pat-
ents. arge instrial onerns with onsierable holings o ropean patents wol 
nobtely benet i the sggestion were aopte. hey wol be able to onentrate 
large sale protion at home an istribte their manatres to the other ontries 
within the Area ner the protetion o their patents in those ontries. In assessing 
the etent o this benet it wol o orse be neessary to take into aont the loss 
o royalties they now reeive rom the varios ontries as liensors o their patents. In 
eah ontry however a large setion o instry is engage in working patente inven-
tions as liensees o patents owne by oreigners. o what etent this obtains in the 
.K. is impossible to say bt it mst be qite onsierable. I thereore working in one 
ontry were regare as working in the others, the eet on .K. liensees wol be 
serios sine the lienes wol in most ases be terminate an, thereater the eman 
or the goos mae therener wol be met by importation.”

isbon Conference of the nternational nion

. More reently, in , at the isbon Conerene o the International nion there 
was a proposal spporte by the ..A. to introe into the International Convention an 
artile reqiring the member ontries to amen their patent laws so as to orbi revoation 
o patents or non-working, leaving omplsory liensing as the only penalty or abse o 
monopoly. his was oppose by pratially all the instrially-less avane ontries an 
was lost. he rkish Government opposing the move sai:

“* * *We merely pt orwar the observations qote in a passage o the Ats o the 
Conerene o onon, , page —

“he Polish, Czeh, panish an Ygoslav elegations insist on the importane or 
ontries whose instry is ner-evelope o the ontination o the santion o 
revoation o the patent or non-working, in view o the at that in these ontries the 
nmber o patents taken ot by oreigners is ar greater than that o patents grante to 
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nationals an that oreigners are always inline not to work their patents to the etri-
ment o national instry an employment.

“bviosly, the present tet, while reating an eetive monopoly, wol strengthen 
the position o states that are highly evelope instrially. hat is why the ontries 
whose eonomi sitation is not so satisatory will also insist on the non-aeptane o 
the new tet; as is well known these same ontries showe no interest in the onon 
amenment........

“he instrialise states, withot being epose to serios ilties, have gaine 
greatly rom the possibility o monopoly given them by their patents. Will the less 
instrialise states thereore never have the right to benet rom these avantages?”

What, however, is even more pertinent is that the .K. Government joine these opponents 
observing—

“* * * We are in some obt whether the time is yet ripe to abolish ompletely the 
power to revoke patents on the gron o ailre to work.”

Criticism against compulsory licensing and compulsory working provisions 
answered

. Patents mst he enable to ll their prime prpose, viz., being worke in the on-
try, an as early as possible ater they are grante. Where this is inapable o being ahieve 
the law mst enable a patent to be revoke. he history o other ontries an partilarly o 
the .K. whih I have set ot earlier rnishes a valable preeent, an aors giane or 
the orse to be aopte. It has rther to be borne in min that ompare to the position o 
the .K. vis-a-vis Ameria an Germany in -, Inia is toay mh less instrially 
avane ompare to the major instrialise ontries, an her laws in respet o ompl-
sory working an omplsory liensing have aoringly to be broaer base.

Beore isssing the preise hanges whih are neee to improve the law, it is neessary 
to reer to one or two matters in onnetion with the sbjet o the eetiveness o ompl-
sory liensing to onter the evils o nworke patents. he ..A. is perhaps the only on-
try in the worl whih imposes no restritions on her patentees by way o omplsory lienses 
or omplsory working an her instrialists an patent lawyers onseqently most oten 
inveigh against sh restritions on the sore that they are improper inrations o the rights 
o patentees an are besies etrimental to the interests o the ontry itsel whih imposes 
sh restritions. In this onnetion it is neessary to bear in min a ew ats. he ..A. is a 
ontry with immense wealth, a sper abnane o natral resores, a large srpls spe-
lative apital available or investment in new ventres an highly speialise an iversie 
tehnial skill so that the ontry oers ieal onitions or establishing new instries. he 
reslt is that the proportion o patents grante in that ontry to those that are not worke 
there bt are worke elsewhere is very small. Besies o the nmber o patents, grante every 
year,—an now this is near the si igit mark—barely abot / are grante to oreign 
nationals—the lowest among all the ontries o the worl. rthermore, any teneny on 
the part o oreign patentees to work their invention abroa an import their prots into 
the ontry is ontere by high tari walls. n the other han, her instries benet by a 
large eport market. he ..A. an thereore oer s no parallel an the ritiism o some 
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o the Amerian patent speialists as to the inavisability by any restritions being impose 
on patentees have to be nerstoo in the light o this bakgron. ven otsie the ..A. 
there are some ritis who view with isavor any restritions on the rights o patentees—
an these are nationals o the more instrially avane ontries—an assert that the 
provisions or omplsory liensing an even more the provisions or omplsory working 
have an averse eet on the eonomy an instrial progress o the ontries aopting 
them an in any event are ineetive to ahieve any sel reslt. he at that espite these 
ritiisms, provisions or omplsory working an liensing have been retaine in the laws 
o almost every ontry in the worl inling most o the instrially avane ontries 
aors a sient retation o those theorists.

. It has sometimes been asserte that i the law o a ontry ontaine rasti provi-
sions in the matter o omplsory liensing an omplsory working, it wol have sh a 
ampening eet on inventors, that the rate o invention wol appreiably iminish whih 
wol be refete in the nmber o appliations or patent grants. Bt this is harly borne ot 
by ats an it is sient to reer to the gres o appliations or patents ring the years 
immeiately ollowing the enatment o sh legislation in the .K. an in Inia. Appeni 
A able () ontains the gres o appliations or patents in the nite Kingom ring the 
perio  to . otwithstaning the rasti provisions introe by the legislations 
o  an  in the matter o omplsory liensing an revoation or non-working, the 
nmber o appliations le show no imintion. I might also mention that in his eport or 
the year , Mr. emple ranks, the .K. Comptroller General, ater reerring to the provi-
sions or revoation ontaine in setion  o the .K. At o , sai:

“It may be ae in onlsion that the operation o the setion has apparently not 
iminishe the appliations or patents whih nmbere , ring , the high-
est nmber bt one yet on reor.”

he gres o appliations or patents in Inia sine  when the Patents an esigns At, 
 was amene epaning the grons or omplsory liensing on the lines o the .K. 
At o , set ot in Appeni A able (i), an the gres o the patents or inventions in 
relation to rgs grante sbseqent to  when setion CC was introe, set ot in 
Appeni A able (), shol se to ispel any apprehensions on this sore.

. Another argment avane is that omplsory lienses are ineetive an the small-
ness o the nmber o appliations or the relie is ite to show that the provision satises 
no real nee, an ahieves no prpose. It is nobtely tre that the nmber o appliations 
or omplsory lienes have been ew in the nite Kingom, an I will a in Inia also 
[vie Appeni A able ()]. his eatre was rge beore the wan Committee as a gron 
or ropping the provision. he Committee, however, as alreay state, reommene not 
merely the retention o the system bt its strengthening by broaening the grons on proo 
o whih lienes ol be grante. hey attribte the paity o appliations or relie ner 
the statte to the ollowing or main reasons:

() he eistene o the provision or omplsory lienes in the statte book might have 
ha the eet o ining patentees to volntarily grant lienes on reasonable terms with the 
reslt that there was no neessity to approah the Comptroller or the Cort or relie ner 
those provisions. In this onnetion, I may mention that in his Annal eport o the .K. 
Patents e or  the Comptroller General observe:
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“It seems also neessary to a, that while the revoation o a patent is the only iret 
reslt ontemplate by the setion, there are many iniret reslts whih may be 
epete to ollow. he ases alreay trie show that, even when the patentee oes not 
manatre himsel, orers have been given to British rms an lienes oere or 
the manatre or arrying on o the artile or proess in orer to meet the reqire-
ments o the setion. It seems probable also that the mere eistene o the setion an 
o the power to revoke has tene to bring abot the establishment o manatories in 
this ontry, an an inrease employment o British labor.”

() otwithstaning the with o the langage in whih the onitions jstiying the grant 
o omplsory liene was ohe, in the Patents At o  to , the orts ha plae 
a narrow interpretation pon some o these phrases with the reslt that the provisions ease 
to be apable o being invoke in a large nmber o ases or whih Parliament ha intene. 
he remey whih the Committee sggeste was to alter the langage o the provisions so 
as to pt beyon obt the intentions o the egislatre an also to wien the sope o the 
grons on the basis o whih the relie ol be aske or, ths ontering in this respet 
those eisions.

() ery many o the inventions overe by the patents whih were not worke within 
the ontry or were not worke to an aeqate etent, the working in the ontry being 
merely a mok working—ol not be eploite merely on the basis o the inormation on-
taine in the speiations. hey reqire in aition a onsierable amont o knowlege 
o other tehnial etails as to working whih are omprehene in the ompenios epres-
sion ‘know-how’. he Committee was o the opinion that in the absene o the imparting o 
this ‘know-how’, the patent ol not be eonomially worke, an as there were no means 
by whih the Comptroller or the Cort ol insist pon the ommniation o this ‘know-
how’ to the liensee, the grant o omplsory liene was really withot se. he Committee 
thoght that this was responsible or the very small nmber o appliations or omplsory 
lienes, bt ol not oer any soltion to the problem reate by the npatentable ‘know-
how’ staning in the way o working o the omplsory liensing provision o the At.

() he last o the grons whih they onsiere as being responsible or the small nmber 
o appliations or omplsory lienes was base on the provisions o the rae Marks At. 
It was eplaine that patentees who ha been working their inventions abroa, partilarly 
o German nationality, ha been vening their goos ner trae marks whih have beome 
well known in the market an that the appliants or omplsory lienes thoght that they 
ol not sesslly ompete with the goos o the patentee vene ner their several 
trae names. he Committee, thereore, sggeste that the provisions o the rae Marks At 
might be eamine with a view to eliminate this haniap to liensees.

Changes recommended in the ndian law

. I shall proee to onsier these or ators in the light o the onitions in this 
ontry an set ot the proposals I wol reommen to rener the provision or omplsory 
working an liensing eetive. I will premise the isssion by enorsing an emphasising 
the observations o the wan Committee that the onept o ‘abse o monopoly’ as the js-
tiation or the provisions in regar to omplsory working an omplsory liensing is too 
narrow. In the wors o Akerman, “he omplsory liense has aqire a positive ntion 
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in serving the general interest o the ommnity, in itsel, an inepenently o an abse on 
the part o the patentee. he onession o a liene is no longer the santion or the ailre o 
the patentee to live p to his obligations bt the orm ner whih the ommnity epresses 
its right over the invention.” (Casimir Akerman ’ obligation ’eploiter et la liene obliga-
tion en matiere e brevetes ’invention. Paris ; pages - ite by Penrose ibi at p. 
). In other wors, these provisions thogh they might nobtely operate to onterat 
ases o eliberate ‘abse’, mst, on the other han, be viewe as a neessary ajstment o 
the patent system to the emans o an ner-evelope eonomy. here is no niormity 
in the eonomi problems whih onront ierent ontries at any time or even the same 
ontry at ierent perios o its history an aont has thereore to be taken o the atal 
onitions in the matter o evising the preise ajstments whih are neee to retiy the 
imbalane whih the patent system is apt to proe i let nontrolle.

. he omplsory liensing provisions in the Inian Patents an esigns At,  
as originally enate remaine almost a ea letter, or reasons eplaine by the Patents 
nqiry Committee, whih I nee not repeat. n the reommenation o that Committee, 
the At was amene so as to bring it almost into line with the orresponing provisions in 
the .K. At o . hese amenments whih were eete in  have been in ore or 
over  years, an the interval shol be sient to permit an appraisal being mae as to 
their eetiveness, their eets an the manner in whih they might be remeie so that pat-
ent grants might ll their tre prpose, viz. promote national eonomy.

. As alreay state the nmber o appliations in Inia or omplsory lienes have 
been very ew [vide Appeni A able ()]. It is possible that the enlargement o the grons 
an the proeral ailities aore by the amenment eete in  have tene to 
ine patentees to grant volntary lienes on reasonable terms to those esiros o tilising 
the patent an ths obviate the nee or appliations to the Controller. o statistial inor-
mation is available as regars the patents whih have ths been liense an so the eay 
o this gron mst be a matter merely o srmise. In this onnetion one matter is worth 
mentioning. I the possibility o the grant o a omplsory liene ats as an inement to the 
grant o a volntary liene on reasonable terms, it stans to reason that this inement or 
pressre mst be greater i the grons on whih the liene ol be grante were enlarge, 
or i otherwise the obtaining o the liene were mae easier by sitable moiation o 
the ajetival law. In this ontet the observations I have etrate earlier rom the Annal 
eport by the .K. Patent oe or  appear very apt.

Revocation for non-working

. his brings me to the at that neither the Inian Patents an esigns At, , as now 
in ore, nor the Patents Bill o  ontains any provision or the revoation o a patent or 
non-working. he .K. Patents Ats have sine  onsistently arrie a provision enabling 
the revoation o a patent in the event o non-working (vide setion  o the .K. Patents 
At, ), I have alreay rawn attention to the attite o the .K. Government at, the 
isbon Conerene in  regaring the abanonment o this provision. hogh the Inian 
Patents an esigns At,  as originally enate ontaine a provision or revoation, as 
a relie alternative to the grant by a omplsory liene, the onitions stiplate on whih 
alone these relies were available were sh as to rener the provisions wholly ineetive. he 
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Patents nqiry Committee in sggesting the reorm o the law by moelling the setions on 
the lines o the .K. At o  inle, a provision or revoation [vide the Committee’s 
rat o setion ()]. When, however, these reommenations were implemente by enat-
ing At II o  the relie by way o revoation was omitte an this omission has 
been ontine in the Bill. In the qestionnaire whih I irlate I mae enqiries regaring 
the esirability o a provision or revoation an the majority o those who answere this 
qery avore sh a orse, the opposition being almost onne to either oreign patentees 
or their proessional avisers. I onsier that it is very essential that there shol be a provi-
sion or the revoation o the patent in the event o ontine non-working an in the notes 
on the relevant lases I have issse the preise orm this shol take.

. I a ontry with the instrial progress o the .K. is nwilling to rop the provision 
as to revoation or non-working in her law, the nee or sh provision in the irmstanes 
o or ontry reqires no elaborate argment. Besies sh a provision has other avantages 
to whih I shall avert in e orse.

xpansion of grounds for compulsory licensing

. he seon reason ae by the wan Committee or the paity o appliations 
was that the onitions whih ha to be establishe to obtain a liene were somewhat nar-
row, besies the phraseology employe to signiy them being ambigos with the reslt that 
on the onstrtion aopte, the benet o the provision ol be invoke in very ew ases. 
hey reommene a rerat o the grons whih was sbstantially aopte in the At o 
. ight years have passe sine that At has been in operation bt even ring this perio 
the nmber o appliations have not been very nmeros. he rst reason alreay issse, 
namely, that a stattory provision or omplsory liensing might ine volntary grant 
o liene, might in part aont or this eatre, bt as I shall point ot in etail later, the 
Corts have also been inline to ollow in some respets the earlier eisions as regars the 
onitions to be establishe beore an appliant ol see. I have thereore, thoght it 
neessary to sggest moiation o the langage o the onitions to overome this eet 
(vide notes on lases  to ).

. Apart rom hanges o a rating harater, there are two matters o signiane 
whih I onsier have to be taken into aont in raming provisions sitable or this ontry, 
viz. () elimination o the reqirement as to ommerial working, an () epansion o the 
gron or omplsory liensing so as to enable an eport market to be reate.

est of Commercial working in the grounds for licence to be omitted

. he rst o the grons on whih a omplsory liene or enorsement ol be 
obtaine ner setion () (a) o the .K. At o  [vide lase  () o the Bill]—is 
“that the patente invention, being apable o being ommerially worke in Inia, has not 
been ommerially worke therein or is not being so worke to the llest etent that is rea-
sonably pratiable”. his oes not appear to have always been the law in the .K. When 
the provision appeare in setion  o the .K. Patents At, , it enable a patent to be 
revoke “i the patente artile or proess was manatre or arrie on elsively or 
mainly otsie the .K.”, an in sh ases the Controller ol orer revoation “nless the 
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patentee prove that the patente artile or proess was manatre or arrie on to an 
aeqate etent in the .K., or gave satisatory reasons why it was not so manatre or 
arrie on”. Constring this setion, Parker J. observe:

“***It was sggeste that i a patentee ol prove that an instry in, a patente 
artile or one on a patente proess ol not be arrie on in this ontry or as 
protably as it ol be arrie on abroa owing to ierene in the ost o material or 
labor, or other loal onitions, he wol have given a satisatory reason within the 
meaning o the setion. I o not think this sggestion is entirely orret. Certainly the 
at that persons who were arrying on the instry in this ontry wol make smaller 
prots than persons arrying it abroa wol, in my opinion, be no satisatory reason 
at all. I an oneive, ases in whih a patentee having obtaine a patent may n it 
impossible to work it in the nite Kingom bease o the natre o the invention, or 
bease o the loal onitions whih prevail here, bt not in other ontries, althogh 
these ases mst, I think, be rare an may be eeeingly ilt to prove. he etra 
ost o labor or material may well be onter-balane by sperior skill or in other 
ways. Bt it an never, in my opinion, be sient or a patentee, eening himsel 
ner the setion to prove that he annot now start an instry with any hane o 
prot. he qestion really is: ol he have one so i he ha se his monopoly airly 
as between home an oreign trae, or i he ha evote the time an money whih he 
has epene in eveloping a oreign instry to eveloping a home instry? It may 
well be that having evelope the instry abroa an given oreigners several years’ 
start, he may n it ilt, i not impossible, to evelop the instry on the same 
lines here, an yet sh an instry might well have arisen bt or the preerene he 
has given to oreign ontries. It was also sggeste that the setion only ontemplates 
revoation, i revoation wol lea to the establishment o a new instry or the r-
ther evelopment o an eisting instry in this ontry, so that i the patentee ha by 
an abse o monopoly seee in preling the possibility o sh establishment or 
evelopment, his patent oght not to be revoke. I issent entirely rom this sggestion. 
I see no reason why the setion shol not have been intene to penalise a patentee 
who has abse his monopoly an by a revoation o the patent, this ontry beomes 
at any rate ree rom restraint on its trae whih is oppose to the spirit o its ommon 
law”—(In the matter o an appliation or the revoation o atshek’s Patents,24).

. etion , was, however ompletely revise when the .K. Patents an esigns At 
was amene in  an etion () (a) as then revise ran—

“I (at any time ater the epiration o or years rom the ate o the patent) the pat-
ente invention (being one apable o being worke in the nite Kingom), is not 
being worke within the nite Kingom on a ommerial sale, an no satisatory 
reason an be given or sh non-working.”

he other alternative grons whih were set ot in etion  as amene all proeee on 
the basis that the invention shol be apable o being worke in the nite Kingom, to 
sstain an appliation or omplsory liene, an thereore to an appliation or revoation.

. When the wan Committee revise the onitions whih might broaly be terme an 
abse o monopoly, they retaine the reerene to the possibility o ommerial working [vide 

24.  PC  at .
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etion () (a)] an sggeste a new provision [vide etion () (b)], pratially restoring 
the provision o the  At ner whih the working o the invention abroa an the sp-
ply o the .K. eman by importation jstie a revoation o the patent. etion ()(b) 
o the .K. At,  rns:

“(b) that a eman or the patente artile in the nite Kingom is not being met on 
reasonable terms, or is being met to a sbstantial etent by importation.”

It is possible that this gron on its langage might be available even in ases where the pat-
ente invention was not apable o being worke in the ontry. Bt in eet the onept that 
the invention mst be one apable o being worke within the ontry was broght in by the 
onsieration whih the Comptroller has been irete to take into eet ner etion () 
an in partilar para (b) whih reas:

“(b) the ability o any persons to whom a liene wol be grante ner the orer to 
work the invention to the pbli avantage.”

. he reslt is that notwithstaning the wie langage o etion ()(b), neither a 
omplsory liene nor an enorsement, either at the instane o a person intereste or a 
government epartment; is obtainable in the .K. nless the invention is apable o being 
worke within the ontry an the Comptroller an reasonably ontemplate some person 
as willing to work the invention on a ommerial sale. It ollows thereore, that as a patent 
may be revoke only i, ater two years sbseqent to the granting o a omplsory liene, 
the onitions set ot in etion  obtain, no patent ol be revoke whih is not apable 
o being worke in the ontry. In other wors, sh patents ol be tilise to sere solely 
a monopoly o importation, besies operating to blok researh an instrial ativity in the 
relevant el.

. Bearing in view the instrial progress o the nite Kingom, the nmber o inven-
tions o whih it ol be preiate that they were inapable o being worke within that 
ontry mst inee be very ew. Bt the same ol not be sai o Inia. I thereore the law 
in this ontry permitte patents to be maintaine on the register, regaring whih it ol 
be asserte that they ol not be worke with prot in this ontry, so as to aeqately meet 
the eman or the patente artile, we wol have a nmber o patents whih were worke 
abroa an whih the patentees tilise merely to sere a monopoly o importation.

I thereore onsier that the test o apability o being ommerially worke within the 
ontry as a onition or the grant o relie ner the omplsory working provisions shol 
be roppe.

Redraft of clauses in Chapter  explained

. In the rerat o the lases in Chapter III o the Bill I have soght to ahieve this 
omission o the test o ommerial working by the ombine operation o three provisions: 
irst, by eleting the reerene to the invention being apable o being ommerially worke 
in Inia in the relevant lase setting ot the onition on whih a omplsory liene or 
omplsory enorsement ol be obtaine.

. eonly, an this is more vital, by proviing or the grant o a omplsory enorse-
ment where the Controller is satise that the reasonable reqirements o the pbli with 
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respet to a patente invention have not been satise by manatre in Inia,—an this 
inles (a) where atally the invention is not ommerially worke in the ontry, an (b) 
where the eman or the patente artile is met to a sbstantial etent by importation. rom 
abroa—withot any reerene to whether o not any person in the ontry is willing to work 
the invention.

. hirly, by making a provision enabling a patent to be revoke whih is not atally 
worke aeqately within the ontry ater two years rom the grant o an enorsement, 
whether or not a liene is grante in prsane o the enorsement.

. I nee only a that ner etion  o the .K. At, , whih provies or the 
revoation o patents or non-working, that relie an be ha only i two years have passe 
ater the “grant o a omplsory liene ner etion ” an the onitions set ot in 
etion () persist even ater sh a grant.

. A qestion might be aske why inventions whih are inapable o being worke in the 
ontry shol not be renere npatentable. his, however, is not easible bease, rstly, 
it wol, i onteste, involve ompliate enqiries o a kin whih it wol not be possible 
or the Controller to ont; seonly the ontry is progressing instrially an an inven-
tion that ol not be worke at the ate o the ling o the omplete speiation, might be 
worke ater the lapse o  or  years rom then; an lastly, it wol not be possible to prei-
ate o any invention at the time when the appliation or patent is mae that it was absoltely 
inapable o being worke in the ontry. hat is why I onsier that renering npatentable 
o inventions whih might be inapable o being worke in the ontry, is neither pratiable 
nor esirable.

round as to non-supply of export market

. he seon matter in respet o whih I wol sggest a variation rom the law in 
the .K. is as regars the prpose whih the “working o the invention” oght to ahieve, in 
orer to onstitte the working ‘aeqate’. In the nite Kingom, on the reommenation 
o the wan Committee, it is provie in the Patents At o  that a omplsory liene 
ol be grante i by reason o the resal o the patentee to grant a liene on reasonable 
terms, “a market or the eport o the patente artile manatre in the .K. is not being 
spplie” [vide etion  () () (i)].

his is sbjet to the restrition ontaine in etion () proviso (b), whih rns—

“Provie that—

 (a) ***

 (b) an orer shall not be mae ner this setion or the enorsement o a patent on 
the gron that a market or the eport o the patente artile is not being sp-
plie, an any liene grante ner this setion on that gron shall ontain 
sh provisions as appear to the Comptroller to be epeient or restriting the 
ontries in whih the patente artile may be sol or se by the liensee;”

hese provisions might be on aeqate in a ontry where the lines o eport are alreay 
lly iversie, bt, where, as in this ontry, an eport market has in several possible lines 
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yet to be starte, this wol not obviosly se. In ealing with the tet o the relevant 
lase, I have sggeste an epansion o the onition so as to omprehen the starting an 
the epansion as well as the spply o an eport market in the patente artile manatre 
in Inia. I my reommenations on these two matters are arrie ot together with the rat-
ing hanges to whih I have alreay reerre, I onsier that the provisions wol enable the 
ahievement o the proper prpose o patent grants.

Know-how

. he thir reason assigne by the wan Committee or the paity o appliations or 
omplsory lienes was that ew inventions ol be worke or worke ommerially with 
the esription an instrtion ontaine in the patent speiation, withot the knowlege 
o the tehnial “know-how” an as the patentees were not inline an ol not be om-
pelle to impart the “know-how” the omplsory liensing provisions were renere inee-
tive withot the o-operation o the patentees. his ator is obviosly o greater signiane 
in this ontry than in the .K. bease here, owing to the omparatively less tehnologial 
knowlege, liensees are less able to evise methos by themselves or working an invention. 
peaking o the role o know-how in renering ineetive provisions regaring omplsory 
lienes, Penrose observes—

“* * *it is allege that withot the “know-how” many patents ol not be worke. I 
this latter allegation is tre, it mst mean that the islosre o the invention (whih is 
legally reqire in orer to obtain a patent an is sppose to be sient to enable 
others to apply the new invention) has been insient. triter laws regaring islo-
sre may be esirable, even proviing, perhaps, that to obtain a patent a patentee mst 
be prepare to instrt a liensee in the se o the invention i neessary.” (Page ).

. In my rerat o lase  o the Bill ealing with omplete speiations, I have eneav-
ore to strengthen the law as to the islosre whih a patentee shol make o the methos 
o working the invention. Bt this tohes barely the ringe o the problem. At the time when 
patents are applie or an omplete speiations le, inventions are most oten worke 
only on an eperimental basis or in pilot plants. arge sale working ommenes only there-
ater an it is only at that stage that tehnial ilties are srmonte an eieny in 
methos o protion ahieve. It is in that proess that “tehnial inormation” ompeni-
osly alle “know-how” is gathere an this is perete by rther eperiene. It is bease 
o this reason that even the llest islosre in the speiation o everything that the paten-
tee knows on the ate o his appliation is insient to ahieve the most eient working o 
the invention rom the inormation ontaine in the patent speiation.

. he qestion thereore still remains how to sere or the liensee the “know-how” 
an the spplementary tehnial inormation neee to work the invention eiently. It is 
nobtely tre that patentees are nwilling to impart tehnial “know-how” to liensees 
who are ore on them an that this onstittes a real haniap to the sess o provisions 
or omplsory liensing. It wol be notie that Mrs. Penrose sggests a provision in the 
law by whih the patentee is ompelle to instrt liensees.

. In the qestionnaire isse, I enqire i they wol avor a proposal by whih 
it was mae a onition o every omplsory liene that the patentee shol impart 



    R  

Digitised and typeset by CC nline® (). The surest way to legal research!M

“know-how”—enore either by the withholing o royalties or by the revoation o the 
patent. he majority o the replies reeive epresse the view that the provision wol be 
nworkable.

. I entirely agree that there are grave pratial ilties in the iret enorement o a 
rle reqiring the imparting o “know- how”. . In the rst plae as the inormation is npb-
lishe an seret, there annot be any hek on whether the “know-how” imparte is what 
all that the patentees possesse. eonly, as the essene o “know-how” is that it is seret, 
its etails an the etent to whih it ha been imparte to a liensee annot obviosly be the 
sbjet matter o ajiation by the Controller or a tribnal o appeal. rther sine “know-
how” is an asset o the patentee, qite istint rom his patente invention, it wol be njst 
to insist on the ommniation o the “know-how” withot rther separate remneration. In 
view o these an similar onsierations, I have reahe the onlsion that it is not easible, 
however esirable it may be, to inle the imparting o “know-how” as a term whih the 
Controller might impose in rawing p a omplsory liene.

. I then the iret enorement o a provision or imparting “know-how” is not easi-
ble, the net qestion is whether this reslt ol be ahieve by other means. It is rom this 
aspet that I onsier the provision or revoation or non-working or inaeqate working, 
to be o vale. I a patentee is working an invention aeqately in the ontry, he lls the 
prpose or whih he was grante the monopoly an normally he is not interere with in his 
eploitation o the patent. It may be assme that he wol be eriving a reasonable prot 
rom his ventre an he annot thereore omplain. Where he oes not work the invention 
himsel, he might grant lienes volntarily to others to work the invention an in those ases 
it might be epete that it wol be part o the bargain that the liensee shol have the 
“know-how” imparte whether or a separately stiplate payment istint rom the royalty 
or the se” o the patente invention, or or a onsoliate royalty payment. hese ases 
present no problem.

. It is only when the patentee neither works himsel nor throgh liensees, that the 
nee or omplsory liensing arises. I the stattory onitions are establishe, the liene is 
grante an so long as the liene is in ore the patentee is assre o his royalty payments. I 
the invention annot he worke by the liensee “withot rther instrtion rom the patentee 
there wol be inaeqate working notwithstaning the liene, an hene the onitions 
or the revoation o the patent wol be satise. o avoi this ontingeny an ensre the 
ontinane o the royalty payments, it wol be to the interest o the patentee to spply the 
liensee with sh aitional instrtion in his possession as to enable the latter to work the 
invention aeqately. As it wol be to the interest o the liensee also to work the invention 
an erive prot thererom, it may be epete that the patentee an the liensee wol arrive 
at a satisatory arrangement as regars the payment to be mae or the “know-how” so that 
the patent is maintaine in ore. his aors a rther reason why I onsier that it is essen-
tial to enat a provision or the revoation o a patent in the event o ontine non-working.

. My reommenation in avor o revoation o a patent even where a patent is 
enorse “lienes o right” i within two years ater the enorsement no steps are taken to 
ommene the working o an invention, wol, I believe, ine patentees to start the work-
ing themselves or to persae others to o so, with a promise o ooperation by imparting the 
“know-how” in an eort to save their patent rights.
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escribing patented article by reference to a registered trade mark

. he last o the reasons ae by the wan Committee tohe on the haniap re-
ate by the trae marks ner whih patentees vene their prots not being available or 
the liensees. he Inian rae an Merhanise Marks At,  has mae a istint hange 
in the law rom what it was ner the rae Marks At, , the latter having inorporate 
the provisions o the .K. rae Marks At,  whih was the sbjet o omment by the 
wan Committee. etion () (b) o the .K. rae Marks At,  enate that it was an 
inringement o the rights o the proprietor o a registere rae Mark, or a person to se 
the same “in a ase in whih the se is se pon the goos or in physial relation thereto or in 
an avertising irlar or other avertisement isse to the pbli, as importing a reerene to 
some person having the right either as proprietor or as registere ser to se the trae mark 
or to goos with whih sh a person as aoresai is onnete in the orse o trae.” his 
obscure clause was onstre by the Cort o Appeal in Bismag Ltd. v. Amblins Ltd.25 as 
renering the at o a eenant who se a ierent mark, bt in a trae irlar laime 
that his goos were eqal to an ha the same therapeti vale as the plainti’s prot, the 
latter being reerre to by its trae name, an inringement o the plainti’s mark. etion () 
(b) o the .K. rae Marks At,  was opie in etion () (b) o the rae Marks At, 
. Bt in the rae an Merhanise Marks At,  this lase has, aepting my re-
ommenation in that regar [ee para  o the eport on the revision o the rae Marks 
At], been omitte [vide etion ()]. he reslt is that thogh the patent liensee ol not 
se the same or a eeptively similar trae mark o the patentee in the orse o trae, nless 
he were a registere ser, he might by reerene to the patentee’s trae mark se sh epres-
sions as “as goo as” or “a sbstitte or” or “mae by the same patente proess as”, I on-
sier that this has in great part remove the ilty to whih the wan Committee reerre.

Recommendation to set up special overnment nit to obtain information as to 
the working of patents

. Besies the above it was represente to me by ertain Inian liensees o patents hel 
by oreigners that Inian instrialists were nwilling to make appliations to the Controller 
or lienes or ear o inrring the ispleasre o the oreign patentees whih might take 
the orm o retaliatory ation in those els in whih they were then ollaborating. It was 
thereore sggeste to me that provision should be made for licences being rst obtaine by 
Government the Inian manatrers being thereater invite to work these lienes.

. I onsier, however, that thogh nobtely an appliant or a omplsory liene 
oes inr a ertain amont o oim at the hans o patentees in general—an there is noth-
ing nnatral abot it either—the egree o oim an the npleasant onseqenes o this 
ispleasre have been rather eaggerate. I or the maintenane o a patent in ore the law 
reqires that the invention shol be aeqately worke in the ontry the patentees wol 
be as anios as liensees to ensre aeqate working in their own interests. Besies, the 
provision mae or appliations by the Central Government or enorsements o patents with 
the wors “lienes o right” on whih being orere the patent wol be available to any 
one or being liense oght to se to ispel the embarrassment elt in making appliations 
or omplsory lienes. In this onnetion there is one sggestion I wol make. hogh 

25.  C  CA.
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ner etion A o the Inian Patents an esigns At, , the Central Government has 
been veste with the power to make an appliation or the enorsement o a patent with the 
wors “lienes o right”, it oes not appear that the right has ever been eerise thogh 
the provision has been on the statte book or over  years. he epansion o the grons 
on whih omplsory enorsements ol be grante, an the provision enabling the Central 
Government to apply or the revoation o patents whih are not worke in the ontry, 
wol not serve the prpose or whih they are rame nless a mahinery is set p or ena-
bling Government to at in the matter.

. Clase  o the Bill enables the Controller to obtain inormation rom patentees 
regaring the working o patents. Besies the Government in aministering the Instries 
evelopment At,  are in a position to know in the several important instries she-
le to that At whether the ommerial working o a patent relevant to sh instry has 
been starte an i so what the qantm o working is. In these irmstanes i a wing o 
the Commere Ministry whih eals with patents is entrste with the task o obtaining 
inormation as regars the working o patents, the Central Government wol be in a posi-
tion to asertain rom the above an other sores the patents in regar to whih ation has 
to be taken by them. I wol aoringly sggest the setting p o a nit in the Commere 
Ministry or the above prpose. his nit might also have the ntion assigne to it o selet-
ing “approve persons” or the grant o lienes to work patente inventions relating to oo 
an rgs et.

. R   

nglish aw as to Crown use

. here is one other matter whih I onsier is intimately onnete with the topi o 
omplsory working—the se o inventions by Government or their prposes. In [Feather 
v. Queen26] it was hel by the Cort o Qeen’s Benh that in the orinary orm o etters 
Patent the Crown was not prele rom sing a patente invention withot the assent o or 
payment o ompensation to, the patentee. It was however hel that this was onne to the 
Crown an i not eten to ontrators who were entrste with the task o manatr-
ing an spplying artiles or Crown se [Dixon v. Small Arms Coy.27]. his state o the law 
was however altere by etion  o the Patents et. At, . he “oers an athori-
ties aministering any epartment o the servie o the Crown, their agents, ontrators an 
others” were empowere to se inventions “or the servie o the Crown” on terms to be 
settle beore han an in ealt o agreement to be settle by the reasry. he Patents 
an esigns At,  when originally enate arrie the provision in the same terms (vide 
etion ). his setion nerwent sbstantial moiation by the Patents Amenment At, 
, partilarly in two respets: () in ase o ispte as to the amont o ompensation the 
Cort was sbstitte or the reasry as the ompetent orm; () agreements entere into 
by the patentee with thir parties or the se o the invention were renere inoperative in so 
ar as they onerne the se or the prposes o the Crown. he “se” to whih the invention 
ol be pt was however still onne to that o “servie o the Crown”. he provision stoo 

26.   B an  .
27.  AC .
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in this orm when the position was eamine by the wan Committee. ne o the matters 
rge beore that Committee was that in the ontet o the wiene ntions o Government 
an the responsibilities whih a welare tate assme, the ol onept o the se being on-
ne to “servie o the Crown” whih in moern phraseology wol omprehen only the 
ativities whih were onte by the Government throgh its epartments, was too narrow 
an reqire to be epane. he Committee, however, pronone against this sggestion.

. In this onnetion it is interesting to note how strongly the .K. aheres to the view 
that Government shol not have the power to athorise the se o a patent eept or what 
has ome own historially as “Crown se”. In  the Government o the .K. introe 
in the ose o ors a Bill entitle “An at to make rther provision as to the se or the 
servie o the Crown o patente inventions” an “registere esigns”. he Bill soght to 
epan the sope o the provision in etion  o the .K. Patents At,  (orresponing 
to etion  o the Patents Bill ) by making it appliable, inter alia, to

Clase  (l) (b): “or the protion o rgs, meiines or applianes reqire—

 (i) by the Minister o ealth or spply to patients ner Part II o the ational 
ealth ervie At, , or in the eerise o ntions transerre to him 
by the ranser o ntions (Ministry o Pensions) rer, , or or sp-
ply to the orthern Irelan ospitals Athority or the orthern Irelan 
berlosis Athority or the prposes o any o their respetive n-
tions; (ii) by the eretary o tate or spply to patients ner Part II o the 
ational ealth ervie (otlan) At, , or in the eerise o ntions 
transerre to him ner the sai orer o ; or (iii) by the Minister o 
Pensions an ational Insrane or spply to patients in orthern Irelan 
in the eerise o ntions transerre to him by the sai orer o ;

 () or the protion o eqipment reqire by any Government epartment or 
spply to any athority or person ner the Civil eene Ats,  to , 
or the Civil eene Ats (orthern Irelan),  to ;

 () or the protion o ommniation eqipment reqire by any Government 
epartment or spply to re athorities or the prposes o the ntions o 
those athorities ner the ire ervies At, , or the ire ervies Ats 
(orthern Irelan),  to .”

he eplanatory memoranm to the Bill state:

“Clase  eals with permanent powers o Government to se patente inventions an 
registere esigns ‘or the servies o the Crown’ ner setion  o the Patents At, 
 an the orresponing provisions o the egistere esigns At, . bsetion 
() lists a nmber o speie prposes whih are to be treate as inle among the 
objets or whih inventions may be so se.

Paragraphs (b) to () o the sbsetion inle among the prposes or whih inven-
tions may be se ertain ntions o the Government in onnetion with the ational 
ealth ervies, Civil eene an the ire ervies in Great Britain an orthern 
Irelan, whih involve the protion o goos reqire or spply to members o the 
pbli or to loal or polie athorities.”
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. he Bill also ontaine provisions or ompelling the islosre o “know-how” in 
onnetion with the se o inventions or these prposes. he measre however met with 
mh opposition in the ose an it was withrawn

. he matter was thereater reerre to a Commitee ner the hairmanship o ir 
arol owitt an the terms o reerene to that Committee were very limite being onne 
to onsiering “whether the Crown shol have power to se in onnetion with eene 
ontrats npatente inventions an .. thereby to overrie ontratal obligations as to sh 
se” an on the reommenation o that Committee the eene Contrats At o  was 
enate. his enatment, as its name iniates, tohes only the se o inventions an tehni-
al inormation in onnetion with “eene ontrats”. he provisions in relation to the se 
o patents by Government or the prposes o the health an re servies were abanone.

Recommendation that “overnment use” might include use by corporations 
owned or controlled by overnment

. I shall be isssing this topi in more etail in the notes to Clase . In the rst plae 
I onsier that in onsiering what shol be eeme to be “Government se” the wiene 
onept o Governmental ntions in a welare tate shol be given e weight. Besies 
I o not see any sensible istintion between a tate ativity onte by a Government 
epartment an one whih is entrste to a state-owne or state-ontrolle Corporation 
or this prpose. argely it is onveniene whih itates or etermines whether a nation-
alise instry or ativity is onte iretly by a Government epartment or throgh a 
pbli Corporation speially reate or the prpose. he Minister in harge is ltimately 
responsible to Parliament or the proper ont o the aairs o sh Corporation an the 
at that the Government or the Minister oes not interere in the ay to ay management o 
the Corporation is in my opinion irrelevant or onsiering whether or not the Corporation 
is in trth an organ o the tate. his has more than an aaemi or theoretial vale in the 
ontet o the present trens o the eonomy o the nation. everal els o instrial ativity 
whih are essential to sere national well-being or whih are onsiere neessary to ahieve 
sel-sieny an provie gainl employment, are what might be terme long-range pro-
jets. In some ases they might not yiel immeiate prots so as to attrat private apital 
an in others, the amont o apital otlay reqire might be beyon private enterprise in 
this ontry; while in still others, onsierations o pbli interest or eonomi poliy might 
be the ators whih etermine that the nertaking be rn by the Government itsel. In all 
these ases in view o the reqirement or a speialise management o a ommerial pat-
tern, a tate-owne or a tate-ontrolle orporation may be set p to arry ot the ventre. 
hese instrial nertakings might have nee to se patente inventions. I the law were 
as in the nite Kingom, these pbli orporations wol have to apply or omplsory 
lienes or the Central Government or enorsement, an to see in this, three years 
wol have to lapse rom the grant o the patent an the stattory onitions or the allow-
ane o the appliation wol have to be establishe. I, as I state earlier, there is little or no 
istintion between an nertaking rn iretly by a Government epartment an one rn 
by a tate Corporation whose vital poliies are irete by Government an whose prots, 
i any, go to agment the tate revenes, it stans to reason that an nertaking arrie on 
by sh a pbli Corporation shol have the same rights as a Government epartment. I 
thereore reommen an epansion o the onept o “Government se” so as to inle 
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se by Government nertakings, the etails o whih I have reserve or isssion to my 
notes to the relevant lases (Clases  to ). his epansion wol enable these pbli 
orporations to se patente inventions on term o payment o reasonable ompensation as 
etermine by the stattory proere (vide Clase ) withot having reorse to the pro-
ere by way o appliation or omplsory lienes. I believe that in onjntion with the 
provisions as to omplsory liensing an revoation or non-working whih will speially 
assist what is terme the private setor an the propose epansion o the enition o the 
term “Government se”, whih will eetively assist “the pbli setor”, patent monopolies 
will be mae to sbserve national interests an will ease to be a haniap to instrial pro-
gress as they generally are, in an ner-evelope ontry.

tatutory fixation of royalties not feasible

. he qestion has been moote, whether there wol not be avantage in the statte 
laying own the priniples whih shol gie the Controller in ing the amont o royalty 
payable ner omplsory lienes, an in partilar, whether the At shol not speiy the 
maimm rate at whih these royalties ol be settle. In the qestionnaire isse by me, 
I invite opinions on the point an the very large nmber o those who answere this qes-
tion epresse themselves against sh stattory ation. wo points were rge against the 
proposal to  by statte the maimm rate o royalty: () that the reasonable perentage 
sally aepte or volntary liensing varie rom instry to instry an () that it was 
not easible to arrive at a rate whih wol be reasonable or lienes in respet o eah an 
every invention. I see onsierable ore in these objetions. here are large variations in the 
rates o royalty prevailing in ierent instries that it is not possible to  a niorm pre-
etermine maimm rate. h a pre-etermine rate wol have to be siently high to 
over those ases where owing to the amont o epense inrre in evolving the invention 
or the amont o prot that is erivable rom the eploitation, the normal rates o reasonable 
royalty are high. Bt sh a high rate wol operate nairly in the ase o those instries 
where royalties are sally lower. It was also impresse pon me that i the statte e a 
maimm rate, there wol generally be a teneny or the liensors to eman that gre 
an or the Controller to  it at or near that rate an I onsier this argment has ore. 
or these reasons I have thoght it not esirable to reommen that the statte shol  the 
maimm rate o royalty that ol be allowe by the Controller.

atters for consideration in fixing royalty

. he ation o reasonable amont o royalty payable or the se o the patente 
invention has to be arrive at on sh a large nmber o ators, epening on the ats o 
eah ase, that it is not pratiable nor even esirable that these shol be pt in a straight 
jaket. I have thereore ontente mysel with sggesting three prinipal matters or inlsion 
in the enatment in ing royalty: () that the royalty payable to the patentee or other person 
beneially entitle to the patent is reasonable, having regar to the natre o the invention, 
the epenitre inrre by the patentee in making the invention or in eveloping it an 
other relevant ators [vide lase () (a) (i)]. his is a slight epansion o the terms o the 
.K. provision () (b), () that the royalty mst be sh as to enable the liensee to work 
the invention with reasonable prot [vide Clase B () (a) (ii) ], an () that the patente 
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artiles are mae available to the pbli at reasonable pries. he seon ator is new only 
in the sense that it is not to be on in the .K. Patents At,  bt it appeare in etion 
() (a) o the Patents At, — whih ran—

“() In settling the terms o any sh elsive liene …. e regar shall be ha to the 
risks nertaken by the liensee in proviing the apital an working the invention bt 
sbjet thereto, the liene shall be so rame as—

 (a) to sere to the patentee the maimm royalty ompatible with the liensee 
working the invention within the nite Kingom on a ommerial sale an 
at a reasonable prot;”

he last ator is new an has been inle so that the onsmer who has ltimately to bear 
the royalty in the prie o the prot, is not eploite. I am not nminl o the at that 
these three elements wol pll in ierent iretions, bt i these are properly balane, I 
am onvine that a reasonable royalty an be etermine.

. R R  R   C

Compulsory icensing

. o ar I have been isssing the measres to be taken to ensre that patents grante 
in this ontry are aeqately worke in it, an this was regarless o the el o the inven-
tion overe by the patent. here are however ertain types o patente inventions whih 
owing to their importane to the health an well-being o the ommnity, reqire speial 
provisions or ensring the maimm o protion.

. When ealing with the sbjet o the restritions reqire to be impose on the 
patentability o ertain inventions, I ha pointe ot the prime importane to the ontry 
o inventions relating to artiles o oo an meiine, an in the latter ategory I inle 
insetiies, ngiies et. an reommene ertain speial provisions or the grant o pat-
ents or these inventions.

. I shall now proee to onsier the measres I wol sggest or ensring the mai-
mm tilisation o these inventions an their being worke at the earliest possible time ater 
the patents are seale, an I nee only a that these are aitional to the provisions or om-
plsory liensing, omplsory enorsement, an revoation or non-working whih apply to 
every patent grante.

. he provision or sering this, is in the .K. Patents At,  ontaine in etion 
, oming own in pratially the same orm rom —an whose ontinane was re-
ommene by the wan Committee. A provision in sbstantially the same terms has been 
introe into the Inian Patents an esigns At,  by At  o —etion 
CC. It has been eplaine by the ose o ors in Parke Davis v. British Drug Houses 
Limited28 that the basis o the setion is pbli interest an not “abse o monopoly” by the 
patentee an that onseqently the terms o setion  whih permitte the grant o ompl-
sory lienes at any time ater the sealing o the patent i not ontravene Artile  o the 

28.  PC .
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International Convention whih reqire that a perio o  years shol elapse rom the ate 
o sealing beore an appliation or omplsory liene ol be entertaine.

“pproved persons” for licensing to be selected by overnment

. he two basi eatres o the omplsory liensing provision in regar to patents or 
artiles o oo an meiine et. in the .K. an ner etion CC o the Inian Patents 
an esigns At,  are: () that no time nee elapse ater the grant o the patent beore 
the appliation or omplsory liene ol be le; () that the appliant is entitle to the 
grant o the liene withot proo o any abse “nless the Comptroller sees good reason not 
to grant the appliation”. hese wors eepting whih I have italiise are not very lear 
bt have generally been nerstoo to mean, that the appliant is entitle to the grant o the 
liene nless the Controller onsiere that the partilar appliant shol not or proper 
reasons be entrste with the privilege o working the invention. he vageness, however, 
o the phraseology, the wie isretion o the Controller an the at that the tness o the 
appliant ol be hallenge in the proeeings beore the Controller by the patentee have 
been state to be responsible somewhat or the reltane o persons to make appliations or 
omplsory lienes. I see some ore in this ritiism. he remey I wol sggest or meet-
ing this sitation is to vest the power o seletion o proper persons or working oo an rg 
patents in the Central Government who ner the Instries (evelopment an eglation) 
At,  ontrol the starting o new manatories. I the inivial or organisation to work 
some line o the pharmaetial instry has been selete by the Central Government (an 
at this stage the matter is eie ex parte by the Government,) sh an approve person 
wol be entitle to eman a liene rom the patentee an i they are nable to agree as 
to the terms thereo, the Controller eies the ispte an settles the reasonable terms o 
royalty et. I onsier this proere an improvement over the present setion CC an that 
it avois the inonveniene an nertainties that atten the obtaining o a liene ner that 
provision an wol reommen its aoption. I have set ot the etails o my proposals in the 
notes to an in the rerat o lase .

Revocation for inadequate working

. ne other reommenation I wol a in regar to these patents (or oo an mei-
ine et.) is a provision or enabling them to be revoke i they are not aeqately worke 
ater a reasonable interval ater they are seale. his is apart rom the general provision or 
revoation on the gron “that the reasonable reqirements o the pbli with respet to the 
patente invention have not been satise” within  years ater the grant o a omplsory 
liene or omplsory enorsement (Clase B). In the .K. ner the Patents At, , 
the ineetiveness o a liene grante ner etion  o that At (orresponing to etion 
CC o the Inian Patents an esigns At, ) to ahieve aeqate working o the inven-
tion oes not entail the revoation o the patent. In the irmstanes prevailing in Inia, I 
an visalise several inventions o prime importane to national health an well-being not 
being worke in the ontry an the patentee relying on the patent to sere a monopoly 
o importation. I the penalty or inaeqate working in the ontry o an invention ater 
an interval rom the ate o the grant sient to enable the patentee to work it himsel or 
instrt liensees siently to work here, were the revoation o the patent, the ontry 
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wol have one o two avantages —either an aeqate working by the patentee or those 
laiming ner him so as to maintain the patent an erive the eonomi avantages o the 
patent protetion or the elimination o a patent that serves no prpose eept to sere to the 
patentee a monopoly o importation. he sering o either o these prposes is esirable an 
that is the jstiation or my reommenation.

ummary of discussion and recommendations in regard to compulsory working 
etc. of patented inventions

. It will now be onvenient to smmarise the isssion an my reommenations in 
regar to the omplsory working o inventions: When ner-evelope ontries aopt the 
patent system as the metho o remnerating inventors an as the means or stimlating 
instries an tehnologial progress, it is on that a large majority o patents is obtaine 
by oreign nationals, partilarly rom the more highly instrialise ontries o the worl, 
with whih they have eonomi an trae relationships. he patentees work their inventions 
in their home ontries, where the working strengthens that ontry’s eonomy, or in some 
other plae whih aors them the hane o making the most prot, an tilise the patent 
protetion or sering to them a monopoly or the importation o the patente artile in 
the ontry granting the patent. ometimes these patents are se as a means o bloking 
instrial progress o the ontry granting the patent i that wol enhane the prot o the 
patentee; bt even when not so abse, the eistene on the register o sh nworke patents 
ases onsierable harm to the national eonomy o the ontry granting the patent.

. wo methos have sally been aopte by ontries whih have been ae with this 
problem o the patents grante in the ontry being owne by oreign nationals who have no 
interest or inlination to work their patents in the ontry. hese are:—

 () the granting o omplsory lienes in avor o those esiros o working the inven-
tion on payment o reasonable royalty etermine by esignate pbli athorities 
or orts, an

 () the revoation o patents whih are not aeqately worke within the ontry.

. Qestions have oten been moote as to whether the evies o omplsory liensing 
an revoation or non-working serve any sel prpose or ahieve the objet o sering an 
aeqate working o the invention within the ontry. It is a at that the nmber o applia-
tions or omplsory lienes or or the revoation o patents or non-working are very ew 
ompare to the nmber o patents on the register, an even to the nmber o patents whih 
are not worke. or prinipal reasons have been assigne or this phenomenon:

 () he mere eistene on the statte book o provisions or ompelling patentees to 
grant lienes ines them to grant lienes volntarily on reasonable terms.

 () he obsrity o the stattory langage o the onitions on the establishment o 
whih omplsory lienes ol be obtaine an the narrow onstrtion whih 
the orts have been inline to aopt o these onitions have tene to nlliy the 
intentions o the egislatre in esigning these provisions.

 () In moern times, very ew inventions ol be worke merely on the basis o the 
inormation ontaine in the patent speiations, withot the imparting o rther 
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tehnologial etails o working, omprehensively terme “know-how”, whih pat-
entees are sally nwilling to impart to liensees who are ore on them.

 () Patente prots are sally markete ner well-known registere trae marks 
whih annot be se or even reerre to by liensees in onnetion with the sale o 
the goos mae by them nless athorise by the patentee.

. he last o the above grons raises really a qestion as to the proper provision to be 
mae in the law relating to trae marks an I believe that the hanges mae in etion  () 
o the rae an Merhanise Marks At,  as ompare with etion (l) o the rae 
Marks At,  wol to a large etent overome the ilty pointe ot.

. he real ilties to be srmonte are in relation to grons  an  above. I have 
eneavore to solve them by—

 () enlarging, as ompare with the .K. an other Commonwealth ontries, the 
grons on whih omplsory lienes or omplsory enorsement o “lienes o 
right” ol be obtaine—

 (a) by eleting all reerenes to the invention being apable o being ommerially 
worke within the ontry,

 (b) by making it available even in ases where an eport market has to be reate 
or the manatre prot,

 () moiying the langage so as to obviate the narrow onstrtion o the eisting 
phraseology in the nite Kingom, an

 () proviing or the revoation o a patent in ases where a patent is not worke ae-
qately to meet the eman or the artile rom manatre within the ontry at 
any time ater two years rom the grant o a omplsory liene or two years rom 
the grant o a omplsory enorsement, the latter being a variation rom the law in 
the .K.

. In relation to patents or inventions in respet o artiles o oo an meiine, the 
Inian Patents an esigns At, , as amene in  introe sbstantially the same 
provisions as are on in etion  o the .K. At o . he vageness o the gron on 
whih the Controller may isallow an appliation or a omplsory liene ner this provi-
sion has been sai to ontribte to the hesitation to make appliation.

he main hanges I sggest to solve the problem regaring these inventions are:

 () o vest in the Central Government the ntion o hoosing those who might be 
entrste with the task o working these inventions, an to enable the persons so 
hosen to obtain lienes rom patentees on eman, any ispte as to the terms o 
the liene to be settle by the Controller.

 () o provie or the revoation o those patents whih are not worke in the ontry 
aeqately to meet the eman or the prot within a perio o  years rom the 
sealing o the patent.

. I onsier that these provisions wol (a) ine patentees volntarily to grant lienes 
reaily an on reasonable terms, (b) ine patentees even in the ase o omplsory lienes 
to impart “know-how” to the liensees in orer to prevent their patents rom revoations an 
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() enable the elimination o those patents whih no one is willing to work in the ontry bt 
whih hrt national eonomy by serving merely to oner a monopoly o importation on the 
patentee or otherwise hamper progress or blok the working o other inventions.

. he above eal with the provisions mae or ailitating the se o patente inven-
tions by inivials esiros o working them in the ontry. Besies these, however, the 
Government might have nee to se inventions or their prposes. In regar to this, aont 
ha neessarily to be taken o the epansion o the ntions o a welare tate in the el o 
instrial protion.

. I the tate or the pbli orporations throgh whih the tate arries on generally its 
instrial ativities, ha to resort to the omplsory liensing provisions beore it ol tilise 
patente inventions in its several atories, there wol be onsierable elay besies other 
inonvenienes. his I have soght to overome by epaning the onept o “the servie o 
the Crown” or whih inventions ol be se in the .K. At, an in the Bill. he reslt 
o the epansion wol be that the Central Government might i they onsier it neessary 
athorise any Government nertaking to tilise any patente invention withot reerene 
to the patentee, the ompensation thereor being etermine, in the event o ispte, by the 
igh Cort on reerene.

. R    B, RRC R 
RCC  C CB

. A proper patent law an partilarly that branh o it ealing with omplsory work-
ing, reslts rom the balaning o three ators: () the rewar to the inventor so as to stim-
late an aelerate invention, () ensring o reeom rom ompetition so that ventre apital 
wol be orthoming to eploit the invention an () the interest o the ommnity that 
inventions are worke in the ontry within as short a time as possible ater the grant, an on 
as ll an ample a sale as pratiable—an that i they are not so worke, bt are tilise 
to sere a monopoly o importation, they are promptly enable to be revoke. In the reom-
menations I have mae in relation to the topi o omplsory working, I have onstantly 
borne these ators in min an I onsier that my reommenations i implemente wol 
improve or patent law so as to minimise abse o monopoly rights an rener it a valable 
instrment or instrial avane.

. o ar I have been ealing with one type o abse o patent rights, namely, by non-
working in the ontry to blok instrial progress or to sere a monopoly o importation 
an the measres to onter that abse. here are two other types o abse resorte to in 
sing or working the invention within the ontry an these onsist () in sing patent rights 
as a lever to obtain a more etene monopoly or one or a longer ration than what the 
law allows, by the insertion o onitions in sales, leases or lienses in relation to patente 
artiles or proesses an () in the tilisation o patents or a grop o patents as a nles 
or the ormation o ombinations an artels aime at monopoly ontrol o protion an 
istribtion.
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tatutory provision against restrictive practices in the .K. ct of 1907.

. Beore ealing with these two types o abses it wol be onvenient to set ot in 
general terms the natre o the problems. It was hel by the Corts in nglan that sbjet to 
the rles evolve by the ommon law as to restraint o trae, patentees were entitle to impose 
any onition on the sale or lease o artiles manatre ner the patent. ome o the 
onitions whih were impose on the lessees et. inle the prohibition o the prhases 
o other npatente artiles rom sores other than that speie by the patentee, or the se 
o any other artile whih ol be tilise or a similar prpose, the se o the inventions o 
other patentees, stiplations reqiring the payment o royalties even ater the termination o 
the patent, an the reqirement to prhase solely rom the patentee both ring the lie o 
the patent an even aterwars npatente artiles neee or the se o the invention.

. his orm o abse beame so pronone in nglan that Parliament intervene an 
enate etion  o the Patents an esigns At, . tiplations in ontrats relating to 
the sale or lease o patente artiles an in lienes ner patents, reqiring the prhaser, les-
see or liensee to prhase npatente artiles rom the patentee or his nominee, or restrain-
ing him rom sing other patente inventions were invaliate. etion  also ontaine a 
provision or enabling the repiation o stiplations or the ontine payment o royalty 
even ater the termination o the patent [vide etion ()]. ring the passage o the Bill 
throgh the ose o ors, two provisos were, however, introe in the interests o the 
patentees whih greatly ree the eetiveness o the provision, [vide provisos to etion 
 () o the At o ]. or instane the rst proviso save rom the operation o the main 
setion, those ases where the patentee oere an alternative ontrat whih i not ontain 
the restritions regaring the prhase or se o npatente artiles. his provie an easy 
loophole an aoringly patentees oere alternate ontrats whih reqire the payment 
o sh eorbitant royalties as to leave no option to the lessees an liensees bt to aept the 
ontrat ontaining the restritive terms regaring the prhase an se o npatente arti-
les—(see wan Committee’s eon Interim eport page ).

British nited hoe achinery Case

. he natre o the problem whih the .K. ha to takle an the eetiveness o the 
provisions enate are ths esribe in an artile in the “onomist” (Janary , ) 
ths:

“* * * he present strtre o the patent law was bilt p at a time when ree ompeti-
tion between large nmbers o rms, many o similar size, was the rle, an when there 
were virtally no giants. * * * he At o  i ontain lases esigne to prevent 
some o the abses whih ha been ommon. Bt the whole o many instries ha 
beome so largely ominate by a ew onerns, an the poliy o instry so epen-
ent pon etrating novenante benets at the epense o the general ommnity, 
that nothing less than a raial overhal o the whole system o enoraging invention 
an sering the passing on o benets ol have been o any avail.

owever this may be, there is no lak o eviene that the eisting system ate 
as a enite enoragement to, an instrment o, monopoly. he ase o the British 
nite hoe Mahinery Company was a lassi at the time o the Patents Amenment 
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Bill, . hat is now a qarter o a entry ago, bt mahinery reently introe is 
lease ner almost iential onitions, while the terms o the nite hoe lease tie 
those who aepte it or twenty years, an ontrats ner these leases are believe 
to be still rnning. In ases o this type, a onern seres, by patent, the monopoly to 
make an spply a given mahine. his is not sol otright, bt lease to the ser who 
has the option o two orms o lease. ne leaves him ree to o as he will, the other 
whih is mh heaper ontains a nmber o restritive lases. ner the latter, the 
lessee mst work the mahines or the perio o the lease, whether he is, in at working 
at a prot or a loss. I he wishes to epan his bsiness he an only o so by taking over 
new mahines rom the same lessor, ths etening the perio or whih he is tie. All 
sbsiiary mahines mst be taken rom the same lessor, an i materials o a speial 
natre are involve in the operation o the mahines, they too may have to be pr-
hase rom the lessor. I improvements are mae in mahinery o the type onerne, 
bt these annot be spplie by the lessor, they mst not be inorporate; nor may the 
lessee make improvements or ajstments o his own. very resh lease protrats the 
perio or whih the nortnate lease is tie.

It may be aske why any instrialist ever aepts sh terms when there is an 
alternative, presribe by law whih is ree rom sh restritions. he answer is that 
the terms or ree se are so mh higher that it is virtally impossible to aept them, 
one a ompetitor has taken the other. hol no eisting nit in the instry be on 
siently sbservient to aept them, the soltion is not ar to seek. Grante that 
the lease is, or is the assoiate o, one o the moern mammoth onerns, money an 
always be on to set p a new ompetitor who is the servant o the lessor. It is o 
orse tre that this whole argment assmes that the mahines lease make it pos-
sible to proe goos either better or heaper than is possible withot them. hat is 
tre; an their general aoption is in the rst plae a benet to soiety. Bt it is lear 
that sh a system makes it relatively easy to sqeeze ot o eistene both all smaller 
ompetitors in the manatre o similar mahinery, an thereater all those makes 
o similar mahine prots who will not aept the lease… In the absene o eetive 
ompetition at an important stage in any train o instrial operations it is possible by 
abse o the monopoly onerre by the Patents At to restrain in a thosan ways the 
ativities o those who reqire the prot whih is the sbjet o the patent. ne that 
prot is essential or eient protions, those who reqire it an be mae to eal 
entirely with the owner o the patent to obtain spplies; to ispose o prots, or to 
sere servies, to any etent whih the latter esires. rther, the wol-be byer an 
be prevente rom entering pon any orse o ation whih is ispleasing or inonven-
ient to the patentee. he alternative to aepting his orers is to go withot the patente 
artile, whih may mean abanoning that partilar line o bsiness.”

o provision for avoidance of restrictive practices in the ndian ct

. he Inian Patents an esigns At,  whih was largely moelle on the .K. 
At o  i not however, ontain any provision or ontering this type o abse. he 
Patents nqiry Committee i not onsier this qestion an mae no reommenation as 
regars the esirability or otherwise o inling a provision on the above lines thogh the 
.K. Patents At,  (vide etions  an ) re-enate these with some alterations. he 
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Bill however, in lase  propose or aoption a part o the provisions in the .K. At, 
 (etion ) omitting etion  ealing with ontrats or payment o royalty et., ater 
the patent has ease. I onsier that lase  is essential or inlsion an in the notes on 
that lase I have sggeste the hanges that shol be mae to make the provision eetive. 
Besies, in the notes on lases I have reommene the inlsion o a lase on the lines o 
setion  o the .K. At,  or ealing with those ases where a patentee improperly 
attempts to eten the term o the patent monopoly. In the notes to the relevant lase (lase 
-A) I have set ot the rating hanges neee to obviate njst reslt, whih fow rom 
etion  o the .K. At, .

Cartels and monopolistic combinations

. he seon type o abse is more insiios an protive o greater harm to the 
pbli interest. In the early ays o the Patent system, the inventors who were reware by 
this grant o monopoly were those terme as lone inventors, inivials who spent their time, 
skill, energy an most oten their entire means in solving instrial problems in the hope o 
obtaining some rewar. In sh a sitation two onitions obtaine: () here was no ees-
sive onentration o eonomi power by the rewar ths obtaine, an () the rewar itsel 
was obtaine by the working o the invention whih was the only manner by whih it ol 
be pt to beneial se. hings, however, beame altere sine the th entry partilarly 
the latter hal. hogh the lone inventor has not altogether isappeare, it is not inorret to 
say that the sessl inventor o toay is one o a grop or a team working in the researh 
laboratories o mighty orporations. he grant o a patent monopoly or inventions mae by 
sh researh organisations or orporations has ha a mie eet. he immense wealth o 
these orporations has enable them to set asie large ns or organise researh or evolv-
ing inventions by means o trial an error. he reslt o this has been a very intensive researh 
ativity, a portion o the prot obtaine rom the inventions being ploghe bak or researh 
bease o its paying goo iviens. Besies inventions evolve by their researh teams, 
these orporations also aqire by prhase inventions o others in the el o ativity in 
whih they are intereste. his has also le to an eessive onentration o eonomi power 
in the hans o partilar inivials or grops, a power not always tilise in the interests 
o the ommnity.

. Bennett speaking o the role o International artels whose interloking arrangements 
threatene national serity ring the war says:

“ats islose ring Worl War II provie nmeros illstrations o the role that 
patents play in eeting international artels. ittle wol be gaine by rther o-
menting the tenenies that alreay have been iniate, bt the onfits o bsiness 
an national interest that reslt rom international artels base pon patents have 
reeive sh wie pbliity as to warrant onsieration.

he se o patents to obtain nationalisti avantages or war prposes was an isse 
in the syntheti rbber ontroversy o , whih beame a matter o great ini-
vial an national onern when the Japanese gaine their early military sesses 
in the natral rbber-proing regions o the Western Pai. he ontroversy was 
losely linke with agreements that provie or the interhange o patents relating to 
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syntheti rbber between an Amerian organization, the tanar il Company (ew 
Jersey) an its sbsiiaries, an the I. G. arbeninstrie o Germany.”

(Bennett: “he Amerian Patent ystem”, p. ).

nti-trust aws in the ...

. hogh it is possible that there might be artels an monopolisti ombines, whih 
eliminate ompetition in varios egrees, whih are not base pon patents, yet there is no 
obt that patent pools an ross-liensing have playe a vital role in the reation an mainte-
nane o sh instittions. It is thereore, not withot signiane that the rst Anti-trst law 
was enate in the nite tates. ner the herman At,  “every ontrat, ombina-
tion... or onspiray in respet o trae or ommere among the several states or with oreign 
nations” was elare illegal an every person entering into sh ontrat et. was elare 
gilty o misemeanor. he eisions on the At are volminos an I o not onsier that it 
is neessary nor possible within the ompass o a report ealing with the reorm o the Patent 
aw to eal with the etails o the Amerian Anti-trst law or pratie. he ..A. has also 
enate legislation ealing with other peliar orms o restraints on reeom o trae. he 
Clayton At, , soght to onter the evil o isrimination between ierent prhasers 
o the same ommoity an these provisions were strengthene an several orms o similar 
monopolisti praties were ealt with by the obinson-Patman At, .

aws against restrictive monopoly practices in Canada, rance, weden, the .K. 
and other countries

. here is legislation on similar lines in Canaa. ner the Combines Investigation At, 
 whih strengthene the provisions o the Criminal Coe it was mae an oene to be a 
party to an agreement or arrangement esigne to have the eet inter alia “o ing a om-
mon prie or a resale prie or o preventing the lessening o ompetition in or sbstantially 
ontrolling in any area, the protion, prhase or sale o any artile”. While the enatment 
o  was primarily onerne with olletive ation an with monopoly praties as sh, 
there was an amenment o this At eete in  by whih resale prie maintenane 
arrangements were prohibite, inling the resal to sell or the prpose o enoring resale 
prie maintenane. here are similar enatments in rane where the basi law ontaine 
in Art.  o the Coe apolean Penal was amene in  an again in  an . 
orway an ween have similar laws whih have been reently (-) amene to rener 
them more omprehensive. he .K. was really late in the el, her rst statte on the sbjet 
being o  [he Monopolies an estritive Praties (Inqiry an Control) At]. his 
however, has been greatly ae to an strengthene by the estritive rae Praties At, 
.

ppointment of Commission to inquire into monopolies and restrictive practices 
in ndia suggested.

. I have set ot these ats to emphasise that monopolisti ombinations an restritive 
trae praties are a niversal eatre o apitalisti eonomy an that speial legislation is 
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neee to protet the pbli rom these praties. he rle enate in etion  o the Inian 
Contrat At regaring ontrats in restraint o trae is mh too weak to toh even the 
ringe o the problem.

. I am however, not ealing with this matter in any etail or two reasons; rst, thogh 
patents might sometimes orm a onvenient nlei on whih monopolisti ombinations (an 
restritive praties whih are the onomitant o ombinations an to eetate whih the 
ombination might ome into eistene) are base, the problem annot be solve by any 
amenment o the Patents law bt only by ealing with it omprehensively so as to toh the 
maniol orms whih these ombinations might assme an in whih they ol operate. 
his has been the manner in whih legislation in other ontries has takle the problem an 
with reason. eonly, any soltion that is oere mst be relate to the preise maniesta-
tions o the ombination or restraint whih obtains in the ontry at present. here are no 
materials available on the basis o whih this inormation ol be gathere. It oes not nee 
any argment to establish, that withot an evalation o the evil, its natre an etent, the 
remey to onter it annot be evise.

. or these reasons I have not thoght it possible to make any reommenations in 
regar to this matter. I annot however pass rom this topi withot stating that I o not 
believe Inia to be an eeption to the general rle regaring the eistene o ombinations 
an restritive trae praties whih are ontrary to the pbli interest. In this onnetion I 
will with avantage etrat a passage rom a reent work on the sbjet. he athors observe:

“estritive trae praties are as ol as trae itsel. hey represent nothing more 
than the attempts o intelligent men to interere, to their own avantage, or that o the 
instry in whih they are engage, with the ree working o spply an eman an 
with the reslts o ompetition. As to praties, the avantages o ornering the market 
were known to the anient gyptians; papyri are in eistene whih show the eist-
ene o private monopolies in wool an loth, an a shele o merhanise whih 
ates rom abot  B. C. is known, whih shows an attempt to  pries as against 
those prevailing in ree ompetition. In Greek times the astronomer hales, having 
asertaine rom the stars that the olive rop or the orthoming season was likely to 
be partilarly opios, arrange some months in avane to hire all available olive 
presses, ths proving that philosophers, as well as aaemi eonomists, an ahieve 
eonomi inepenene......

Moreover, jst as the pratie o restrition is enemi in ommere, so the tate has 
rom the earliest time soght to interere by legislation with setional prot making. 
here are monments in Inia, ating rom some entries beore Christ, reoring 
reglations to prohibit merhants an proers rom making olletive agreements to 
infene the natral market pries o goos by withholing them rom trae: boyotts 
are mentione amongst other pnishable oenes as well as any intererene with by-
ing an selling o others, an throghot history sovereigns, onstittional or other-
wise, have attempte to repress private monopolies with one han while oten granting 
monopolisti privileges with the other.”

(Wilberore Campbell an lles “he aw o estritive rae Praties an 
Monopolies” —pages  an ).
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. I wol thereore reommen the appointment o a ommission to enqire into the 
eistene o monopolies in this ontry in the sense in whih the term is nerstoo in this 
el o the law an the prevalene o restritive trae praties whih are etrimental to the 
interests o the pbli generally an to sggest measres to remey the evil i on to eist. 
In the ontet o the large sale instrialisation o the ontry that is proeeing apae, I 
onsier that sh an enqiry wol be on to yiel ritl reslts an onstitte an assr-
ane to the general pbli that the eonomi avantages reslting rom the ontry’s avane 
are not being iverte to inivial aggranisement.

X.  RCR

roposal of the atents nquiry Committee to delete provision for opposition

. here is one matter relating to the proere or the grant o a patent whih is o s-
ient importane to be ealt with here an not be relegate to the notes on lases.

he Patents nqiry Committee sggeste a raial hange in the proere or obtaining 
a patent by the elimination o opposition proeeings. he reasons nerlying their reom-
menation to rop the provisions relating to opposition proeeings are set ot an issse 
in paragraphs  to  o their eport. Ater eplaining that the prpose o these proee-
ings is to ensre that as ar as possible an invali or eetive patent is not seale, they ae 
the ollowing matters as renering the hange esirable:—

 () he proeeing or opposition beore the Controller is not less epensive than the 
proeeing or revoation beore the Cort.

 () he eistene o opposition proeeings elays the grant o patents by reason o 
the neessary etension o time ase by sh proeeings. hey allate this 
as entailing a elay o at least nine months ater the aeptane o the appliation 
an a:—“I the opponents resort to ilatory tatis, that elay may be longer 
still. meros instanes have been broght to or notie where the opposition 
proeeings have lingere on or three years.”

 () tarting on the premises that opposition proeeings are mostly nsessl, they 
onle that the elay whih enses thereby ases sbstantial loss to the paten-
tees by reason o the at that their time an resores whih ol be onentrate 
on the evelopment o the invention are rittere away in meeting the hallenge o 
the opponents.

 () A rther reason ae is that as the grons pon whih the valiity o a patent 
an be qestione in a revoation proeeing are more etensive than in an opposi-
tion proeeing, the latter is nneessary as being not eetive to test the valiity 
o a patent.

 () hey also rge that as the eision o the Controller in an opposition proeeing 
i not onlsively establish the valiity o a patent bease the valiity o the 
patent might still be hallenge in revoation proeeings, opposition proeeings 
were o no sbstantial vale.
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 () astly they state that representations ha been mae to them that opposition 
proeeings were being invoke or the prpose o blakmailing the appliant by 
threatening him with epensive litigation.

. or these reasons, the Committee reommene that proeeings or opposition 
shol be replae by a proere by whih ater the aeptane o a speiation, an its 
being thrown open to pbli inspetion by avertisement, there shol lapse an interval o 
or months within whih any person intereste might inorm the Controller o any grons 
pon whih the grant o the patent might be withhel by him, an i ater onsiering the 
points set ot, he ame to the onlsion that the objetion was well-one, he ol rese 
the patent. his reommenation is set ot in stattory orm in Clase  o the present Bill.

Committee’s proposal retrograde

. aving onsiere the matter arelly, I have arrive at the onlsion that the pro-
pose step o eliminating opposition proeeings is retrograe an that it is neither in the 
interests o the patentees themselves nor allate to rther the progress o researh or 
instry in Inia.

. Beore ealing with the several reasons ae by the Committee a ew gres 
regaring the nmber o oppositions entere in relation to the nmber o appliations le 
might help to a proper appreiation o the problem. ring the eight years  to  the 
total nmber o appliations or patents in Inia were , an the total nmber o oppo-
sitions entere were jst . I shall isss the break p o these gres a little later bt 
the gres themselves might be sel to orret any impression that proeeings by way o 
opposition ha lent themselves to a sort o blakmail whih was being reely availe o to the 
great etriment o inventors seeking patent protetion.

atent systems classified—he xamination system and the eposit ystem

. here are two main systems relating to the grant o patents prevailing in the several 
ontries o the worl, the registration system an the eamination system. ner the regis-
tration system, the Patent e merely heks the ormalities o the appliations an reeives 
ees bt oes not garantee in any measre the valiity o the patent. his is the system whih 
is prevalent in rane an Belgim an in ertain oth Amerian ontries. he other is the 
eamination system. ner this system the Patent e eamines not merely whether the 
appliation an the speiation ormally omply with the reqirements o the law bt also 
nertakes a srtiny o the essential harateristis o the invention or whih protetion is 
laime partilarly in relation to novelty. ner the pre eamination system, the Patent 
e shol garantee the valiity o the patent, bt most ontries have aopte a moi-
e eamination system ner whih there is as thorogh an eamination as possible o the 
prime reqirements o an invention to jstiy the grant o a patent, bt leave it open to any 
intereste person to attak the valiity o a patent notwithstaning the grant. It is this type o 
eamination system that was introe into the German Patent aw by an Imperial eree 
o . his system is state by r. Ing as having greatly helpe the German instry by 
assring the patentees o a ertain egree o valiity sh that they were enorage to raise 
resores in starting the instry or working the invention.
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atent procedure in the .K.

. Great Britain starte with almost a pre registration system bt aopte the German 
eamination system in her Patents At o . hat enatment introe an eamination 
o speiations or ambigity, sieny o esription, isonormity an a ew other mat-
ters. ntil , the eamination by the Patent e i not eten to the novelty o the 
invention. he Patents nqiry Committee presie over by ir war ry sggeste this 
enlargement o the sope o eamination by the Patent e an in their report they ae 
the ollowing reason or their reommenation:

“We are o opinion that the grant o invali patents is a serios evil inasmh as it tens 
to the restraint o trae an to the embarrassment o honest traers an inventors.”

he Patents At o  provie or this eamination an its sope was rther enlarge by 
the Amening At o . “bviosness” or “sbjet-matter” was still otsie the sope o 
eamination ntil the Patents At o  to whih I shall avert presently.

. tate broaly an opposition proeeing onstittes an etension o the investigation 
nertaken by the aminer. o obt there are some grons open in an opposition pro-
eeing whih are not the sbjet o srtiny by the aminer, or instane the gron o prior 
pbli ser bt these are matters o mere etail. What I esire to emphasise is that the history 
o the patent legislation o the .K. shows that new matters or eamination, an neessarily 
or opposition have been ae rom time to time an there has never been any hange in the 
reverse iretion, o iminishing the sope o eamination or opposition. It is in the light o 
this history that I onsier the proposal o the Committee a retrograe one. I might at this 
stage reer to the etension o the grons o opposition in the .K. by the Patents At o  
by whih an objetion on the sore o “obviosness” or “lak o sbjet-matter” was broght 
in. his was base on the aeptane o the reommenation o the wan Committee. In their 
seon interim report the Committee reerre to the representations mae to them that the 
sope o the grons o opposition oght to be enlarge, to omprehen “sbjet matter”. 
hey aepte the ore o these representations an epresse themselves ths:—

“o grant a patent, even thogh it may be sbseqently revoke, or something whih 
qite obviosly possesses no inventive merit whatever, is prima facie ontrary to pbli 
poliy an ontrary to the prpose o the patent law, whose objet has always been to 
enorage genine inventions withot imposing ne restraint pon normal ins-
trial evelopment. Against this, it is rge by those who objet to any etension o the 
Comptroller’s powers in this iretion, that little or no harm is one by the ontinane 
o sh a pratie. We are not onvine o the trth o this plea. he eviene we have 
hear satises s o the at that people are eterre by the risk that legal proeeings 
or inringement may involve so serios an epense to the eenant as to eter him 
rom hallenging the patent. hs, an obviosly invali patent may at as a ormiable 
eterrent, an isorage a manatrer rom prsing researh, or rom aopting 
improvements in methos o manatre whih involve nothing more than the appli-
ation o the normal tehniqe an skill o those eperiene in the art.”

“he Patent es o the prinipal instrial ontries, partilarly those o the 
nite tates, Germany, ween an ollan have power to rese appliations or 
patents, whih, in their opinion, are laking in sbjet matter....everal witnesses have 
epresse the view that patents grante by the Patent es o ontries whih in 
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aition to making a wie investigation or novelty, take the qestion o sbjet-matter 
into aont have a higher valiity vale an thereore a better hane o ommerial 
eploitation than the patents grante in ontries where the qestion o sbjet matter 
is not onsiere.... Inientally it may be observe that the investigation or novelty, 
whih toay is an aepte an vale eatre o or patent system, was when rst pro-
pose beore the ry Committee o , strongly oppose by a nmber o witnesses 
as likely to be an epensive an angeros innovation....As a logial orollary to or 
reommenation that the Comptroller shol have power to rejet an appliation on 
the gron o lak o sbjet-matter, it ollows that he shol similarly have power to 
rese the grant o a patent on the same gron in opposition proeeings.”

bsence of opposition procedure in the ... atent law has led to difficulties

. he opposition proere whih originate in Germany an orme an ajnt as 
it were to the eamination system is the ommon eatre o the Patent laws o all ontries 
whih have aopte the eamination system eept the . . A. an Canaa (the latter ol-
lowing in essene the Patent law o the . . A.) in both o whih a highly ompliate “inter-
erene” proere obtains. peaking abot the ilties ase by the Amerian patent 
system, whih oes not make provision or opposition proeeings (the intererene proe-
re or whih the Amerian an the Canaian Patent Ats make provision being irete 
to etermine priority o invention an not the patentability, o the invention islose in an 
appliation), ossman says in his “Psyhology o the Inventor” at page :

“...Claims an patents are allowe whih shol never isse on aont o poor 
searhes by ineperiene eaminers. hese invali patents harm not only the inventor 
bt also the pbli or they may be the basis o epensive litigation osting thosans 
o ollars.”

ealing with the sggestion or the introtion into Ameria o a system o opposition 
proere as obtaining in Great Britain, Proessor o says: (Monopolies an Patents, page 
-):

“. . . . the soltion has been sggeste as lying in the giving to the Patent e o the 
power to entertain proeeings irete to obtaining the anellation o isse pat-
ents omparable to the opposition proeeings in Great Britain ... he nite tates 
ational esores Planning Boar has sggeste this reorm in its report: ‘he iss-
ane o many nmerite patents might be orestalle by the pbliation o appliations 
to make possible the hallenge o patents on grons that might otherwise be nknown 
to the patent oe.’ his sggestion was mae pon the basis o eliminating a great 
eal o the rshing epense whih attahes to patent litigation.”

pposition proceeding necessary in the public interests

. aking the several grons rge by the Patents nqiry Committee in avor o their 
reommenation to elete the provision or opposition proeeings, I eel nable to aept 
the sonness o any. As regars ost, the eperiene in other ontries where litigation osts 
are very mh larger than in Inia, points to the at an there oes not appear to be any 
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ierene o opinion on the point, that the osts beore the Controller are very mh less than 
beore the Cort. I have no reason to think that the position here is any ierent.

. In ases where an opposition is entere, the grant o a patent wol neessarily be 
elaye, bt the qestion is one o balaning the benet whih ares to the pbli rom a 
sessl opposition eliminating a possible invali patent an the inonveniene or harship 
ase to an appliant or a legally patentable invention not being qikly seale bease o 
an opposition. In onsiering this it has to be borne in min that ner the law the rights o 
a patentee start rom the pbliation o the omplete speiation thogh a sit or inringe-
ment ol not be le till the patent is grante. Ater setting o the one against the other, 
patent laws in most o the ontries o the Worl whih ollow the eamination system, 
have provie or an opposition as onive to pbli interests an I am nable to see any 
onition in Inia to militate against the appliation o this rle. I onsier that the views o 
the Committee were greatly olore by those assmptions none o whih I onsier well-
one—rst, that a very large nmber o appliations were oppose; seonly, that most, i 
not all, o them were nsessl an thirly, these oppositions were mala de, an that this 
proere has been tilise to blakmail bona de appliants, partilarly those with slener 
resores, the assmption being that the parties who raise the opposition were rih orpora-
tions who bloke the immeiate grant o patents by emaning improper onessions as a 
gron or withrawing their opposition. I o not n rom any o the memorana sbmitte 
to the Committee any representation regaring mala de se o opposition proeeings.

. I have sbjete the statistis o oppositions le ring the eight years rom  to 
 to a arel srtiny whih isloses the ollowing:

Year Total number of 
applications led

Total number of 
oppositions entered

Result of opposition proceeding

1 2 3 4

1950 1851 8 2*
1*

3
1
1

succeeded.
application for patent abandoned.
dismissed.
withdrawn
time barred

1951 2108 27 16*
1*

5
4
1

allowed wholly or in part.
application for patent abandoned.
dismissed.
withdrawn.
time barred.

1952 2272 18 14
7*

3
4

disposed of within the year.
allowed wholly or in part.
dismissed
withdrawn

1953 2235 12 11
3*
2*

3
1

disposed of within the year.
allowed wholly or in part.
applications for patent abandoned.
dismissed
withdrawn
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Year Total number of 
applications led

Total number of 
oppositions entered

Result of opposition proceeding

1 2 3 4

1954 2497 23 18
9*

1
8

disposed of within the year.
allowed.
dismissed.
oppositions to one set of cognate inventions 
withdrawn.

1955 2736 12 7
1*
1*

1
4

disposed of within the year.
allowed.
application for patent withdrawn.
dismissed.
withdrawn.

1956 3067 19 11
3*
3*

1
4

disposed of within the year.
allowed.
applications for patents abandoned.
dismissed.
withdrawn.

1957 3456 21 6
4*

2

disposed of within the year.
applications for patents abandoned.
withdrawn.

Total 1950-57 20222 140 102
55*

47

(oppositions disposed of).
(oppositions successful).
(oppositions unsuccessful).

* Successful oppositions.

. hese gres o not show that oppositions are entere mala de with a view to blak-
mail. Compare to the gres o oppositions entere an analyse aoring to the sess 
or ailre, the gres o not iniate that the right to hallenge at the opposition stage has 
been abse. he total nmber o appliations le or the eight years  to  were 
,. he total nmber o oppositions entere were .  o them were ispose o 
within the perio.  these  oppositions were sessl an  aile either bease they 
were rejete on the merits or were withrawn or ismisse bease they were le beyon 
the time allowe. I have also mae an analysis abot the ientity o the appliants an o 
the opponents onerne in these proeeings. It however aors no onrmation o the 
view that opposition proeeings have been resorte to by rih orporations with a view to 
blakmail poor inventors. I wol also a that the gres o oppositions entere whih the 
Committee have set ot in able  o Appeni I o their report at page  o not appear to 
len spport to the theory pt orwar by them.

. I the aim o the patent eamination is to ensre to some etent at least that pat-
ents shall not be grante where the invention in qestion oes not satisy the stattory tests 
o patentability, partilarly novelty, it is preerable to have the appliations rejete at the 
opposition stage, rather than grant patents an reqire that parties shol go throgh the 
proess o a petition or revoation to get the patents annlle. It is to be borne in min that 
the grant o a patent has a great restraining eet pon manatrers, a restraint whih is 
jstie only i the invention satises the stattory tests o novelty, sbjet-matter, an til-
ity an there is no great point in having merely a perntory eamination with a simlate 



    R  

Digitised and typeset by CC nline® (). The surest way to legal research!M

opposition an then having a patent on the register whih is allowe to ontine bease o 
the epenses involve in a petition or revoation or bease o the weakness o people in sb-
mitting to the eations o a patentee. It is essential that the pbli shol be gare against 
impositions by patentees who, bease the navoiable imperetions o the eamination are 
not remeie by an eetive opposition, manage to sere the grant.

. he at that the eision o the Controller on an opposition oes not onlsively 
establish the valiity o the patent is no gron at all or eliminating that proere. As or 
that, even a eision o a ort prononing a patent vali oes not bar the revoation o that 
patent in other proeeings. he argment thereore base on the eision o the Controller 
not being nal oes not lea anywhere. he way to look at it is this: eamination or nov-
elty et., is to see that those appliations whih eserve to he thrown ot are so ealt with 
pposition ais an seres a more etaile an inorme eamination. he benet to the 
pbli o the system is to be gage thereore by the nmber o appliations whih are rejete 
bease o opposition. I patents were hel invali by orts even ater they have passe 
throgh the test o opposition proeeings beore the Controller, it only shows the impere-
tions o the earlier enqiry an is no argment or eliminating all enqiry. n the other han, 
it is to the pbli interest that the eamination shol be strengthene by the appointment 
o a sient nmber o well qalie Patent aminers an strengthening the eamination 
sta an by inviting the ooperation o those who are intereste in the invention by enter-
ing an opposition an pointing ot to the Controller the eienies o the invention whih 
wol rener it npatentable. he hal-hearte opposition whih is envisage by the Patents 
nqiry Committee an whih is now on in Clase  really serves little prpose. I wol 
preer to enlarge the sope o the eamination beore the Controller an also o the grons 
o opposition to what they are ner the .K. Patents At o  instea o rtailing the 
provision as to opposition whih has been prevailing in the ontry p till now. he etails 
o the provision whih wol arry ot my reommenation I have iniate in the notes to 
Clase  (infra).

X.  R R  R  C  
R R R CRC   

resent aw in ndia

. I shall now take p or onsieration the hanges I wol sggest in relation to the 
law regaring patents relevant or eene prposes. he present law on the sbjet in Inia is 
ontaine in setion A o the Inian Patents an esigns At, . his setion, whih is 
iential in terms with etion  o the .K. Patents an esigns At,  was introe 
into the Inian Patents an esigns At,  by an amenment eete by At II o .

. ner the Inian Patents an esigns At,  when an assignment has been mae o 
an invention beore a patent ha been grante or it, the Central Government might “at any 
time beore the pbliation o the speiation ertiy to the Controller that in the interests o 
pbli servie the partilars o the invention an the manner in whih it is to be perorme 
shol be kept seret” (sb-setion ). I sh ertiate were isse, the speiations an 
rawings were to be kept in a paket seale by Government (sb-setion ). b-setion () 
enats:
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“ () o opy o any speiation or other oment or rawing by this setion 
reqire to be plae in a seale paket, shall in any manner whatever be pblishe 
or open to the inspetion o the pbli, bt, save as otherwise provie in this setion, 
the provisions o this At shall apply in respet o any sh invention an patent as 
aoresai.”

his is eetate by the eret Patent les, , whih provie that the appliation wol 
be sbjete to the sal eamination by the Patent e bt that the aeptane wol 
not be avertise. he speiation wol not be pblishe an onseqently no opposition 
wol lie against sh appliation. n aeptane o the appliation the patent will be seale 
by the Controller bt this patent will be entere not in the egister o Patents bt in a separate 
seret egister. he paket ontaining the speiations an rawings is irete not to be 
opene eept on the orers o Government ring the term o the patent (sb-setion ) an 
on the epiration o the term o the patent, the paket has to be elivere to Government (sb-
setion ). Patents overe by the serey iretions are not sbjet to revoation (sb-setion 
). Government may at any time revoke the serey iretions in whih event the patents will 
be overe by the rles appliable to other patents.

efects in the present law

. he above provisions ser rom two eets. () he provisions as to serey are 
attrate only to the ases o those inventions whih are assigne to the Government. In 
the ase o other inventions or whih appliations or patents are mae the provision as to 
serey iretions o not apply, even i the inventions be relevant in relation to the matters set 
ot in etion A an are thereore o vital importane or eene. () While the oials o 
the Patent oe are restraine rom islosing the inormation ontaine in the speiations 
in respet o whih serey iretions are passe to other persons, there is no similar restri-
tion impose pon those who have assigne the inventions to the Government. Both these 
eets were retie by provisions whih were in operation or the ration o the war in the 
shape o rle  ner the eene o Inia les . he same eets haraterise the 
.K. Patents an esigns At — an ring war time the provisions o the .K. At 
were spplemente by rle  o the eene (Patents, rae Marks et) eglations — 
rame ner the eene o the ealm At, . As these war time provisions both in Inia 
an nglan were sbstantially the same, it is sient to reer to le  o the eene o 
Inia les,  whih ran:

 “() or the prpose o this rle, the epression ‘Controller’ means the Controller o 
Patents an esigns appointe ner the Inian Patents an esigns At, .

 () Where, either beore or ater the oming into ore o the rinane, an appli-
ation has been mae to the Controller or the grant o a patent or the regis-
tration o a esign, the Controller, i he is satise that it is epeient or the 
eene o British Inia or the eient prosetion o the war so to o notwith-
staning anything ontaine in the Inian Patents an esigns At, , omit 
to o or elay the oing o anything whih he wol otherwise be reqire to 
o in relation to the appliation, an by orer, prohibit or restrit the pblia-
tion o inormation with respet to the sbjet matter o the appliation, or the 
ommniation o sh inormation to partilar persons or lasses o persons.
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 () o person shall, eept ner the athority o a written permit grante by the 
Controller make an appliation or the grant o a patent, or the registration o 
a esign in any ontry or plae not inle in is Majesty’s ominions an 
not being an Inian tate.

 () I, in the opinion o the Central Government, it is neessary or epeient or 
the eene o British Inia, or o the eient prosetion o the war so to o, 
the Central Government may by orer reqire any person to rnish to sh 
athority or person as may be speie in the orer, any sh inormation in 
his possession relating to any invention, esign or proess as may be speie 
in the orer or emane o him by the sai athority or person.

 () he right o a person to apply or, or to obtain, a patent in respet o an inven-
tion or registration in respet o a esign, shall not be prejie by reason only 
o the at that the invention or esign has previosly been ommniate to 
an athority or person in ompliane with any orer given ner sb-rle (), 
or se by an athority or person in onseqene o sh ommniation, an 
a patent in respet o an invention, or the registration o a esign, shall not be 
hel to be invali by reason only o the at that the invention or esign has 
been ommniate or se as aoresai.

 () In onnetion with the making, se or eerise o any invention or esign on 
behal o, or or the servies o the Crown (whether by virte o the Inian 
Patents an esigns At,  or otherwise), the Central Government may, by 
orer athorise the se o any rawing, moel, plan, speiation, or other o-
ment or inormation in sh manner as appears to the Central Government 
to be epeient or the eene o British Inia or the eient prosetion o 
the war, notwithstaning anything to the ontrary ontaine in any liene or 
agreement; an any liene or agreement, i an in so ar as it oners on any 
person, otherwise than or the benet o the Crown, the right to reeive any 
payment in respet o the se o any oment or inormation in prsane o 
sh an athorisation, shall be inoperative.”

. When the eene (Patents, rae Marks et.) eglations — lapse in 
nglan they were very soon replae by etion  o the .K. Patents At  bt there 
was no similar legislation eete in Inia when the eene o Inia les lapse in .

rovision in the atents Bill, 1953

. Clase  o the Patents Bill seeks to introe into the Inian legislation provisions 
on similar bt not iential lines as in etion  o the .K. Patents At, .

. here are two essential eatres nerlying the proere enniate by lase . () 
he eene epartment noties rom time to time the lasses o inventions whih are rele-
vant or the prpose o eene an the ty o the Controller is to eamine the general sope 
o the invention an to pik ot all those inventions whih appear to him to all within those 
lasses. () When the Controller is satise that an invention alls within the notie lasses, 
he has to make an orer ireting the appliant to keep the invention seret an inorm the 
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eene epartment o the appliation an o his having passe the serey iretion, seeking 
the orers o the epartment as to the ontinane or revoation o these iretions.

rovision as to notified classes desirable—.K., ustralian and ... enactments

. pinion has been epresse sggesting variations in respet o both the above mat-
ters. irst as regars the sope o the eamination o appliations whih oght to take plae 
in the oe o the Controller. he system o notiying “the lasses” whih are relevant or 
eene obtains in the nite Kingom an orms the eatre o setion () on whih lase 
 is base.

. he Astralian Patents At,  however eparts rom the nglish law an vests the 
isretion to hoose the appliations or the imposition o serey iretions in the Controller 
withot reerene to any “notie lasses”. etion  () o the Astralian At enats:

“he Commisioner may, i it appears to him to be neessary or epeient so to o in 
the interests o the eene o the Commonwealth by orer in writing ner his han 
prohibit or restrit the pbliation o inormation..”

. he Patent aw o the ..A. is on the same lines as in Astralia. he relevant wors 
o etion  o the ..A. Patents At are:

“Whenever the pbliation or islosre o an invention by the granting o a patent, 
…. might, in the opinion o the Commissioner, be etrimental to the national serity, 
he shall make the appliation or patent in whih sh invention is islose available 
or inspetion to the Atomi nergy Commission, the eretary o eene, an the 
Chie er o any other epartment or ageny o the Government esignate by the 
Presient as a eene ageny o the nite tates.”

. It has been state that the system o having “notie lasses” o inventions relevant 
or eene, is apt to rener the work o the Controller nearly mehanial to see i the title o 
the invention is sbstantially overe by the speie lasses an that ner that system the 
eene epartment is alle on to srtinise speiations whih have little vale or eene 
prposes, notwithstaning that tehnially the invention is in the “notie lass”. It is also 
sai that ner that system there is a possibility o inventions o real vale or eene esap-
ing the Controller merely bease the title o the invention oes not eatly t into the nomen-
latre o the lasses notie. A sggestion has thereore been mae that instea o having a 
system o “notie lasses” the matter may be let entirely to the isretion o the Controller 
to selet appliations whih in his opinion are relevant or eene.

. I am however o the opinion that even or this system to work satisatorily, the 
Controller shol have or his giane a speiation o lasses o inventions, whih in 
the opinion o the eene epartment are o relevane or the prpose o eene. Military 
siene an eene nees are nergoing rapi hanges an a ivilian oe like the Patent 
e annot be epete to be p-to-ate in respet o inormation relating to eene 
prposes, whih are sally gare by a veil o serey. I thereore onsier it essential that 
either the At or the rles shol make a provision or lasses being notie as relevant or 
eene whih shol be available or the giane o the Controller.
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Controller to be vested with discretion to include applications outside the 
“notified classes”.

. he net qestion is whether the Controller shol be restrite to the “notie 
lasses” in the matter o seleting appliations or the prpose o passing serey iretions. 
n the langage o Clase  as it stans, it looks as i he wol be so restrite. his is not 
esirable an the Controller shol have a isretion to pass serey orers even in the ase o 
those inventions whih thogh they o not all within the “notie lasses,” are nevertheless 
in his opinion relevant or the prpose o eene.

. Closely allie to this is the qestion whether in the ase o inventions alling within 
the “notie lasses” the Controller shol be veste with a isretion to selet those whih 
appear to him to be prima facie relevant or the eene or whether he shol mehanially 
pass serey orers in the ase o every invention alling within the “notie lasses”. aking 
into aont the har ship whih a serey orer might impose pon an appliant I onsier 
that it wol be in pbli interests i the Controller were veste with a isretion not to pass 
a serey orer in those ases where, notwithstaning that the invention is o a lass whih 
alls within the “notie lasses”, it oes not, in his opinion, appear to be relevant or the 
prpose o eene. rther, i this preliminary eamination is not one by the Controller in 
the Patent e, it wol neessarily have to be one in the eene epartment an I on-
sier that it wol be better in the pbli interest to eonomise the time taken in the eene 
epartment. his sggestion I am making taking into aont another reommenation I 
am making, namely, that the eene epartment may be veste with a power to iret the 
Controller to pass serey orers in respet o any invention in respet o whih he has not 
alreay passe any sh orer.

Controller to be vested with power to pass secrecy orders

. he seon point is as regars the oer or athority who shol be veste with power 
to pass the serey iretion. In nglan, Astralia an ew Zealan it is the Commissioner 
or the Controller o Patents who passes the serey iretion in the rst instane, whih is 
either onrme or ontermane by the eene epartment ater a rther an ller 
eamination, whereas in the ..A. an in Canaa the orer is passe only on the iretions 
o the Government.

. It has been sggeste that we shol ollow the Amerian moel an that the power 
to pass a serey iretion in the rst instane shol vest not in the Controller bt in the 
Government. I am however not satise that this wol be beneial or wol serve any se-
l prpose. It is very neessary or the serey iretion to serve its prpose, that it shol be 
passe an ommniate to the appliant at as early a ate as possible, ater the appliation 
is le, or ntil sh iretion is ommniate, there is nothing to prevent an appliant or 
a patent rom islosing his invention to other persons. he very objet thereore o a serey 
iretion might be rstrate i these iretions are not passe within a reasonable time ater 
the appliation is le. I appliations have rst to be sorte ot by the Patent e an then 
orware to the eene Ministry or srtiny an serey orers have to await this srtiny, 
it is apparent that sh proere wol take more time than i the Controller passe orers 
on his own initiative. here is also a rther reason or vesting the power in the Controller. 
Clase () orresponing to etion () o the .K. At makes provision or restraining 
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every person resient in this ontry who is possesse o a patentable invention ling his rst 
appliation or patent abroa withot the written permission o the Controller or where he 
les his rst appliation or patent in Inia rom making his oreign appliation within si 
weeks o the ling o his Inian appliation. ven i the perio o si weeks is enlarge, say 
to  weeks, it might be ilt in the normal orse o events or the Controller to selet the 
appliations an espath them to the eene epartment or the prpose o ning ot i 
they are relevant or eene an or the eene epartment to isse iretions or serey 
an these being ommniate throgh the Controller to the appliant or patent, all within 
that perio. he time lag wol be t own to a onsierable etent i the power to pass 
serey orers is veste in the Controller. Ater all it has to be remembere that any iretion 
or serey passe by the Controller is sbjet to onrmation or revoation by the Central 
Government an so long as this spervisory power eists, no great harm will be one by the 
imposition o a serey iretion in the rst instane by the Controller.

overnment to be empowered to inspect applications which are under secrecy 
orders.

. here is one other matter to whih reerene might be mae at this stage. ner Clase 
() (a) the Central Government is irete to reonsier the orers passe by the Controller 
perioially an revoke them i it onsiers that sh a serey iretion is no longer nees-
sary. his ntion ol not obviosly be properly isharge eept by a lose srtiny o 
the omplete speiations o the inventions. he Patents At however orbis the Controller 
rom islosing the speiation le by the appliant ntil it is lai open to pbli inspetion. 
his onfit or anomaly is avoie in the .K. by the onsent o the appliant being taken or 
the eamination o the appliation an speiation by the Government when a serey ire-
tion is passe by the Controller. he proere aopte in that ontry is or the Controller 
to orwar to the appliant along with the notie o the serey iretion a orm or his sig-
natre giving onsent to the Government’s inspetion o the appliation an speiation. As 
in the normal orse, the serey iretion passe by the Controller wol not be revoke 
nless Government were satise that there was no gron or it an sh an orer wol 
not be passe withot a omplete eaminition o the appliation an speiation, it is to the 
interests o the appliant that the Government shol inspet an eamine his appliation 
an the omplete speiation as early as possible. In the .K. thereore appliants invariably 
signiy their onsent to the eamination o their speiations by the government even r-
ing the perio when the serey orers are in ore. I onsier that this ormality o onsent 
is nneessary an that Government might be veste by statte with power to inspet these 
appliations an speiations. he sggestion i aopte wol be in line with the provisions 
o the Amerian an the Astralian Patents law.

overnment to be empowered to inspect any pending application

. I o not however onsier that “notie lasses” however ehastively rawn p 
wol over all inventions whih are o importane or eene an in regar to whih it 
wol be essential to make serey iretions. Apart rom the ategories omprise in the 
“notie lasses” not being ehastive, it is possible that the Controller might not inle 
all inventions otsie the “notie lasses” whih wol be relevant or eene. o plg any 
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loophole I onsier it avisable that the Central Government shol be veste with the power 
to all or any other appliation otsie those in regar to whih the Controller has passe 
serey iretions whih in their opinion might be o importane or military prposes an 
empowere to give iretions to the Controller to isse serey iretions even in respet o 
sh appliations. or these prposes Government shol have the same power to obtain an 
inspet any appliation an speiation even beore their aeptane as in the ase o those 
appliations or whih serey iretions have been passe by the Controller.

o hearing or appeal in respect of secrecy orders

. aking into aont the natre o the power an the prpose or whih the provision 
is intene an appliant or a patent wol not be entitle to be hear beore a iretion or 
serey is passe either by the Controller o his own motion or on the iretion o the Central 
Government an it wol also ollow that the orer wol not be sbjet to any appeal. It 
wol be a wholly aministrative proeeing onte entirely in pbli interest an there-
ore not sbjet to those sal saegars o hearing or o appeal as in the ase o other orers 
by the Controller.

. I have issse matters o etail an the rat o the lase I wol sggest or imple-
menting the above in the notes to Clase .

X. RR    C

malgamation of the atent and rade arks ffices and jurisdiction of the 
offices on zonal basis.

. he reommenation ontaine in my report on the rae Marks law revision to 
amalgamate the Patent e an the rae Marks e ner a “Controller-General o 
Patents, esigns an rae Marks” has now been implemente by the enatment o etion 
 o the new rae an Merhanise Marks At, .

ner the les mae ner that At, the hea oe o that registry is to be loate at 
Bombay with three branh oes at elhi, Caltta an Maras, eah oe having territo-
rial jrisition on a zonal basis. I reommen a similar set-p an a similar zonal istrib-
tion or the Patent e also. In aition to the present oe whih will beome the hea 
oe, there might be branh oes o the Patent e at all those plaes where there are 
oes o the rae Marks egistry an ombine with the eisting rae Marks es. 
he senior among the two oers in harge o the two setions might be entrste with the 
general aministration an veste with aministrative ontrol over the ministerial an other, 
non-tehnial sta o the ombine oe.

. Appliations or patents to be mae ater the ommenement o the new At shol be 
irete to be mae only at “the appropriate oe” within whose territorial jrisition the 
appliant has his prinipal plae o bsiness, an all rther orresponene in respet o sh 
appliations to take plae in that oe althogh there wol be a single All Inia egister 
an the patent grante wol have eet throghot the whole o Inia. All orers in respet 
o appliations or patents will be ommniate rom the appropriate zonal oe where 
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the appliation was le. he preliminary eamination o the appliation or patents an 
o any amenments thereto might be mae at the zonal oe, while searh or antiipation 
an etaile eamination ol onveniently be arrie ot at the hea oe o the Patent 
e. In this respet the provisions o the rae an Merhanise Marks les as regars 
the etermination o the appropriate oe, the istribtion o work between the ea an 
branh oes an the entries in the egister relevant to the topi o appropriate oe might 
with avantage be aopte mutatis mutandis in the ase o patents.

Controller-eneral and other officers

. he Controller-General will be the hea o the ombine organisation o both the 
rae Marks egistry an the Patent e. here will be a Joint Controller o Patents an 
esigns who will be in harge o the ay to ay aministration o the Patent e with 
responsibilities an ties similar to those o the present Joint egistrar o rae Marks, on 
the rae Marks sie. he Joint Controller will be assiste by epty Controllers, Assistant 
Controllers, aminers an other tehnial sta.

ncreased work and additional responsibilities

. In etermining the sta reqirements the ollowing matters have to be borne in 
min:—

() here has been a steay inrease in the nmber o appliations or patents an esigns 
ring the last ten years (see table below) an there is no reason to believe that this will not 
be maintaine; on the other han, with the instrial progress o the ontry, the nmber o 
appliations or patents rom both Inian an oreign inventors is bon to show a steeper 
inrease; () I my proposals or amening the provision in the Patents At as regars antii-
pation by pbliation in Inia or elsewhere are aepte an implemente, there will be an 
inrease in the work o the Patent e, an onseqently the strength o the amining 
sta wol nee to be inrease; () he epansion o the grons o opposition as ompare 
to those ner the Inian Patents an esigns At, reommene by me, i aepte, will 
reslt in a rther inrease o work in the Patent e: () he epane grons or the 
grant o omplsory lienes an the provisions or revoation or non-working ol also 
be epete to a to the work; () he propose branh oes o the Patent e wol 
reqire aitional eamining sta; an () Besies, I am reommening (see infra) that there 
shol be set p a speial setion, at the hea oe or preerably in one o the branh oes 
where more aommoation is available, whih wol eal with the work o abstrating or-
eign patent speiations or the prposes o irlating sh abrigements an igests to the 
niversities, Government laboratories an instrialists who may be intereste in researh 
bearing on the inventions islose in these speiations. In orer that that sheme may 
ntion properly it is neessary that the abstrating work shol be one as eiently an 
within as short a perio as possible by qalie tehnial sta.

. he ollowing table gives the nmber o appliations or grant o patents an registra-
tion o esigns le at the Inian Patent e rom — an the inrease in the volme 
o general orresponene ring this perio:—
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Year No. of Patent Applns. No. of Design Applns. Receipts Issues

1949 1,725 920 36,406 27,761

1950 1,851 1,245 44,366 25,807

1951 2,108 904 43,613 27,293

1952 2,272 1,299 44,209 28,938

1953 2,235 2,513 49,395 31,091

1954 2,497 3,303 59,465 35,105

1955 2,736 3,835 68,273 41,590

1956 3,067 4,376 71,664 48,642

1957 3,456 4,303 73,743 45,585

1958 3,572 4,158 83,100 48,713

*1959 3,900 (estimated)

*. 1st January to 30th June 1959—six months, 1959 received.

It may be mentione that the average nmber o appliations or patents at the Inian 
Patent e ring the perio — was only abot , per year whereas in  
the nmber o appliations rose to abot ,.

. hs, the nmber o patent appliations has more than oble in  as ompare 
with the gre in  an this inrease has been maintaine ring the present year. A 
similar large inrease in the nmber o esigns appliations has also been notie. Whereas 
there were only  appliations or registration o esigns in , over , appliations 
or esigns have been le every year ring —. here is also a two-ol inrease in 
the volme o general orresponene as shown by the nmber o reeipts an isses. here 
has been no obt some inrease in the sta ring the perio to eal with the aitional 
work, bt the inrease, however has not been aeqate, with the reslt that the working o 
the Patent e has been aversely aete, an the oe is nable to isharge its n-
tions properly.

. At present thogh the law oes not impose any obligation to ont a searh, I 
nerstan that the pratie is to make a searh sally in respet o the appliations o 
Inian origin. owever, as the Patents nqiry Committee have pointe ot. “here is no 
e stanar or the eamination o patent appliations. Investigation or etermining the 
novelty o inventions are mae or omitte altogether, at the isretion o the aminers an 
Assistant aminers”. In view o my reommenation or omplsory searh or antiipation 
in respet o every appliation or patent, both o Inian an oreign origin, the aminer 
will neessarily have to make searh in respet o all appliations. At present, however, the 
Patent e oes not have or searh prposes any oreign speiations (e merely to want 
o spae in the library) an thereore searh has ha to be onne among Inian speia-
tions, pblishe sine , an to sh abrigements o the oreign speiations, jornals 
an tet-books as are available at the Patent e. In the irmstanes the searh material 
is not as large as in some oreign ontries an the average time taken or searh mst he 
orresponingly less. ven when oreign speiations beome available at the Patent e 
ibrary, I think that on an average an aminer shol be able to eal with abot  appli-
ations per year. In this onnetion, I wol sggest the eqipment o the Patent e with 
moern ailities in the shape o mehanial ais to searh, whih will onsierably save the 
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time o the aminer an will ths enable a omparatively smaller sta to ope with the 
inreasing work. h mehanial ais are provie in the Patent es o many oreign 
ontries, sh as Astralia, ..A., an .K. an their ost is not prohibitive either.

. he present tehnial sta o the Patent e onsist o—

Class I

Joint Controller of Patents and Designs 1

Deputy Controller of Patents and Designs 2 (1 Temporary)

Assistant Controller of Patents and Designs 1 (Temporary)

Class II (Gazetted)

Examiner of Patents-in-charge 1

Examiner of Patents 15 (8 Temporary) 

Examiner of Designs 1 (Temporary)

Class II (Non-gazetted)

Assistant Examiner of Patents 16 (5 Temporary)

taff proposals

. I am satise that the above sta o the Patent e is wholly inaeqate an shol 
he onsierably strengthene. My reommenations or the strength o the tehnial sta 
having regar to my proposals an the volme o work at the Patent e are briefy as 
ollows:—

. (i) Examiners.—n the basis that abot  appliations or patents may be eam-
ine per year by an aminer an that abot , to , appliations or patents will be 
reeive at the Patent e every year, the oe will reqire abot  to  aminers o 
Patents. In aition some aminers will be reqire or the new branh oes an or the 
setion ealing with abstrating o oreign speiations. here will also be an aminer or 
the esigns etion.

. I nee harly emphasise the neessity to rerit persons with very high tehnial an 
sienti or engineering qaliations or the post o aminers. I the Inian Patent e 
is to isharge its ntions properly an rener aeqate servie to the pbli, the stanar 
o eamination o the appliations or patents shol be high an shol approimate to the 
stanar attaine in some o the avane oreign ontries. I wol sggest that the appoint-
ments shol be mae by the .P..C. preerably on the basis o a ompetitive eamination 
as in the ase o other All Inia ombine servies Class I. In the alternative, in the ase o 
aminers reqiring sienti qaliations, the seletion may be mae rom among ani-
ates who have taken a otorate egree in Physis or Chemistry or other branh o tehnol-
ogy (ater taking rst or seon Class M.. by eamination) an having at least three years 
o researh eperiene. In the ase o engineering graates, seletion may be mae rom 
among those who have taken a high rank in the All Inia ngineering ervies amination, 
In the ase o aminers reqiring speial knowlege o any partilar branh o tehnology 
the qaliations may be sitably varie. he aminers rerite on this basis shol all 
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be lassie as Gazette Class I servie an may onstitte a separate All Inia ervie to be 
name he Inian Patents ervie (Class I) jst as in the ase o other All Inia ervies.

. I reommen that these posts shol have the same sale o pay an stats as in the 
ase o other similar All Inia ervies an in eeptional ases a higher minimm pay in the 
presribe sale may be oere to the selete aniate. It may be mentione in this on-
netion that qalie tehnial oers are nowaays in great eman an are able to sere 
posts with better pay an prospets otsie the Patent e. I nerstan that several posts 
o aminers have been lying vaant in the Patent e, all the aniates who have been 
oere the posts on the reommenation o the .P..C. having sessively eline the 
oers an that many o the senior eperiene aminers have let the Patent e or bet-
ter prospets. he sta position o the Patent e is ths etremely nsatisatory an there 
is rgent neessity to strengthen the sta o aminers in Class I gazette posts who will 
onstitte the Inian Patents ervie. hese oers might be on probation or  years an 
may be reqire to pass a epartmental eamination onte by Government in Patents 
law an Pratie beore they are onrme. All tre reritment o aminers may be only 
to Class I are.

. It appears that at present there are two ares o Assistant aminers an aminers 
in the Patent e; the sale o pay o the Assistant aminer being s. ----
/-- an o aminer s. ---B---B--. I am inorme that it 
has been reently propose that the post o Assistant aminers shol be merge with that 
o aminers an that there shol be a ombine sale o pay o s. ---B--. 
hese posts have been lassie as Class II Gazette. Many o these oers were rerite as 
Assistant aminers an aminers on a sale o pay whih ol not have attrate persons 
having siently high tehnial qaliations as are propose by me or the post o Class I 
aminers.

. he net qestion is as regars the tre o the present Class II aminers. As I have 
sai earlier, I wol reommen that in the tre set-p, all reritment o aminers shol 
be to Class I servie to be rerite on the basis o the qaliations an sale o pay alreay 
iniate. I onsier that it wol be a harship i the present aminers who hol Class II 
gazette posts are given merely the hane o ompeting or the post o aminers Class I 
gazette. I wol sggest that in the ase o the present aminers those who qaliy by pass-
ing a epartmental eamination hel by Government in the el o siene or tehnology in 
whih the aminer has speialise, an in Patents aw an pratie, might be promote to 
Class I aminers. ah o the present aminers might be given  hanes in three onse-
tive years to ths qaliy or promotion. hose who o not pass these eaminations shol, 
however, be ontent to ontine as at present in the Class II sales o pay.

. I have propose inra the appointment o some senior ienti Assistants or the 
Abstrating etion. I wol reommen that enior ienti Assistants who have passe 
similar epartmental eaminations as sggeste in the ase o aminers Class II an who 
have worke as enior ienti Assistants or  years or more may be treate as qalie 
along with the present Class II aminers an sbjet to the same onitions or promotion 
or the post o Class I aminers.

. (ii) Examiner of Patents-in-charge.—here is at present one post o aminer o 
Patents-in-harge whih has the same stats an sale o pay as aminer o Patents, bt with 
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a speial aitional pay o s.  per month. nly aminers o Patents, with  years o ser-
vie are eligible or promotion as aminer o Patents-in-Charge. he ties o this aminer 
appear to be to spervise the work o the aminers an to eit abrigements o speiations 
mae by the aminers. he ties are generally similar to those o the Assistant Controller. 
rthermore, an anomalos sitation may arise when the person appointe as aminer o 
Patents-in-harge, althogh jnior to the Assistant Controller, raws a higher salary than 
the Assistant Controller, bease o the speial pay o s.  attahe to his post. I reom-
men that the post o aminer-o-Patents-in-harge be abolishe an an aitional post o 
Assistant Controller be reate instea.

. (iii) Assistant Controller.—here shol be a sient nmber o Assistant Controllers 
to iret an spervise the work o the aminers an assist the epty Controller an the 
Joint Controller in the aministration o the At. n the eamination sie there may be 
three Assistant Controllers, one having high engineering qaliations, another a speialist in 
rgani Chemistry partilarly in the hemistry o rgs an a thir in Physis, partilarly 
eletronis. In aition there shol be an Assistant Controller in harge o the setion or 
abstrating oreign speiations. here shol also be an Assistant Controller who shol 
be in harge o legal an poliy matters. It is esirable that the last post is lle p by a person 
having ve years jiial eperiene an abot ten years o pratie at the Bar an having 
basi sienti qaliations. In all, thereore, there will be  Assistant Controllers.

. I wol sggest that % o the posts o Assistant Controllers may be lle p by pro-
motion by seletion rom among the aminers o Patents, Class I Gazette, having atleast 
ve years eperiene as aminer at the Patent e an who have passe the epartmental 
eaminations an % by iret reritment, in both ases on the reommenation o the 
.P..C. he post may arry the sales o pay o s. - (Gazette Class I) as in the 
ase o the Assistant egistrar o rae Marks. Persons who are iretly rerite or the 
post o Assistant Controller shol be reqire to pass a epartmental eamination in Patents 
law an pratie beore they are onrme. In this onnetion, the pratie o the Astralian 
Patent e is o interest. In orer to enable aminers o Patents (Grae I) to reeive aeler-
ate avane to  pons a year an to qaliy or salary avanement beyon  pons 
per annm an or promotion to the oe o aminers o Patents (Grae II), a aniate has 
to pass a epartmental eamination onsisting o si papers on Patents law an pratie. he 
reqirement o epartmental eamination on the above lines wol be an inement to the 
aminers an Assistant Controllers to keep themselves abreast o Patents law an pratie 
an will one to the eient working o the epartment.

. (iv) Deputy Controllers.—here shol be three epty Controllers, one a speial-
ist in rgani Chemistry, partilarly in rgs, another in Physis partilarly letronis, 
an the thir with engineering qaliations. hese oers will spervise the work o the 
Assistant Controllers an aminers, pass orers on their reports an will also take hear-
ings. As in the ase o Assistant Controllers, % o the posts o epty Controllers, may be 
lle p by iret reritment an % by seletion rom among the Assistant Controllers 
o Patents who have worke or atleast  years as Assistant Controllers an have passe the 
epartmental eamination an rom aminers o Patents, Class I, who have worke or 
 years or more as aminers an who have passe the epartmental eaminations. In the 
ase o iret reritment only persons with eeptional engineering qaliations or with a 
otorate egree an goo aaemi an researh reor shol be selete or appointment. 
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his will enable the oe to bring in resh eperts in Chemistry, Physis an ngineering an 
other branhes o tehnology rom time to time an ten to eliminate the teneny in some o 
the eisting oers getting ossilise. he post o epty Controller may arry the same sta-
ts an sale o pay, namely, s. -, as that o the epty egistrar o rae Marks.

. (v) Joint Controller.—he Joint Controller o Patents an esigns will be in harge o 
the ay-to-ay aministration o the oe. he stats an sale o pay or this post may be 
the same as that o the Joint egistrar o rae Marks, namely, s. ,—,. he post 
o Joint Controller shol be treate as a seletion post an may be lle p on the reom-
menation o the .P..C. preerably by iret reritment or by promotion by seletion rom 
among the epty Controllers, who have worke or at least ve years as epty Controller.

. Library.—It is o the tmost importane that the tehnial library o the Patent e 
shol be maitaine p-to-ate an all important books on ierent branhes o tehnology 
shol be obtaine an mae available to the aminers an the pbli. he maintenane o 
the Patent e ibrary in every instrially avane ontry onstittes a very important 
part o the pbli servie renere by the Patent e an their eample might be ollowe 
in Inia. In the .K., or instane, the Patent e ibrary is one o the prinipal sienti 
an tehnial reerene libraries in that ontry an ontains the patent speiations o all 
ontries, abrigements o speiations an the latest tehnial books an perioials in 
every branh o tehnology.

. Abstracting Section.—his will be a onvenient point at whih I might ormlate a 
sggestion whih in my opinion wol greatly enhane the tility o the Patent e, by 
renering it a potent instrment or the ision o sienti an tehnologial knowlege, 
greatly minimise pliation o work among those engage in researh, an ths aelerate 
the rate o invention.

. Inia is in a position to obtain ree on an ehange basis— the pblishe patent 
speiations rom several ontries. or instane at the reent Commonwealth Conerene 
at Canberra in ovember  the ollowing resoltion was passe:—

“his Conerene reommens to Commonwealth ontries the mtal ehange 
withot harge, o their patent pbliations, namely, speiations, jornals, gazettes, 
annal reports, laws an reglations an like pbliations”.

. his resoltion has not been ratie, bt as this was nanimosly passe, there an 
be no ilty i a move were mae, to make the resoltion eetive. Again, the Amerian, 
ssian, West German, an other Patent es have oere their speiations on an 
ehange basis, bt lak o spae to hose these has been the reason or or not availing or-
selves o the ailities oere. I onsier it a matter o regret that an opportnity or aqiring 
sh a valable olletion o tehnologial inormation, an making it available to the pbli 
shol have been neglete—merely or the reason that there is lak o storage ailities.

. I wol reommen that in the rst instane at least the speiations in the nglish 
langage be obtaine or the se o the patent e. ow that branhes o the Patent e 
are going to be establishe, those speiations may be store in sh oe where the prob-
lem o spae is not so ate as in the e at Caltta, an be pt to the se to whih I shall 
avert.
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. he islosre ontaine in patent speiations are the reslts o sienti inves-
tigations at the highest level, an the speiations thereore represent a vast amlation 
o tehnial knowlege. hogh the nmber o appliations or patents le in Inia are 
omparatively ew, abot , a year, the nmber o sh appliations in the .K., is over 
, a year an in the ..A. nearly ,,. everal o the inventions or whih patents 
are grante in the .K. an in the ..A. represent the reor o great sienti an tehno-
logial ahievement.

. he tempo o a ontry’s avane in instrial an tehnologial evelopment is 
intimately relate to the rate o invention evolve in the ontry. hogh oasionally inven-
tion is the reslt o a ‘fash o genis’, most o the inventions are the en prot o patient, 
organise an sstaine researh by high level sientists an tehniians. ven in ontries 
more instrially an tehnially avane than Inia, omplaints are reqently mae o the 
sarity o sienti an tehnial personnel o real lass gite with the neessary qalities 
or researh. In Inia this problem is neessarily more ate, thogh the opening o more 
instittions or postgraate training an o the several national laboratories might help to 
lessen the gap between the nmber neee an that available. ne mst hasten to a that 
there is never any qestion o a sreit o this type o talent, bease by its ritl ativity it 
wol itsel reate onitions stepping p the eman.

. he point, however, I was eneavoring to make was, that it was essential that the 
talent on han available or sel researh work shol be tilise in the most eonomial 
manner, so as to maimise the reslts o its labors.

. ne o the prinipal ators that operate to the neonomial tilisation o researh 
manpower is pliation o eort. Competent observers have epresse the view that the 
phenomenal avane o ssian sientists in the reent past has been in large measre e to 
the elimination o pliation o eort. ays Gnther in his reent work “Insie ssia”,—

“ne sienti el in whih the ssians are partilarly strong is abstrating. heir 
servie in this regar is amitte to be inomparably the best in the worl, even by 
people who hate to amit it. Years ago in the nite tates tents o hemistry were 
oblige to learn German, in orer to rea sienti papers an keep p with German 
hemial literatre, whih was withot peer. imilarly toay a great many stents in 
the ree worl, partilarly o physis, biology, an mehanis wish that they knew 
ssian, even i they are not oblige to learn it. ssian abstrating is so opios an 
skill that a point has been reahe where Amerian sientists have on ot abot 
new evelopments in their els by ellow Amerians in ssian sienti Jornals........
he ssian abstrating servie was set p in , ater talin. he aim is to make 
everything o any interest or vale on a sienti or meial sbjet pblishe in the 
worl available in ssian within a ew months o its rst appearane—abstrate, 
translate, an pblishe. his goes ar beyon anything ever attempte by any other 
Government or private instittion in the worl”.

. pliation may assme several orms an o these I will reer to two main types. he 
rst is where, several researh workers are engage inepenently in solving an iential or an 
allie problem an when the reslts ahieve or soltion reahe by one worker or a grop o 
workers is not immeiately mae available to the others engage on the work. he methos 
o eliminating pliation o this type are obviosly beyon the sope o this enqiry an so 
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I will say no more abot it. here is another type o pliation, in the minimising, i not 
avoiing o whih the Patent e an len a helping han. he pliation I am reerring to 
is that involve in researh in this ontry being arrie on withot those engage in it being 
kept immeiately inorme o the avanes mae in other ontries o inventions or whih 
patents have been grante there.

. ne o the branhes o the Patent e might be entrste with the task o eamining 
the patent speiations reeive rom ..A., .K., Astralia an Canaa. I am mentioning 
these ontries primarily bease the speiations wol be in nglish an wol not nee 
the servies o translators. he patent speiations ealing with those branhes o siene or 
tehnology that might be o se in the ontry might be ollete, abstrate an lassie, 
the lassiation being base pon the instry in whih it might be tilise an the branh 
o siene to whih it is relate. he abstrats may then be arrange, printe or type an 
pliate separately or eah lass an be mae available or sale to the pbli. Government 
researh instittions an tehnologial instittions an olleges rn by Government may be 
spplie ree with abstrats o patent speiations in the partilar lass in whih they are 
engage or intereste. I on eamination o the abstrat, any person esires to have the entire 
tet o the speiation, this may be opie an spplie on payment o a ee.

. I realise that the above proposal wol involve the employment o aitional sta. I 
assme that o the speiations eamine abot % o them wol be o sient interest 
or importane to jstiy abstrating. aking into aont, the total nmber o speiations 
whih wol be reeive by the Inian Patent e, I onsier that a sta onsisting o two 
oers o the grae o aminers, an one Assistant Controller to gie them an oorinate 
their ativities wol be on sient. In aition, eah o the aminers wol nee the 
servies o a sient nmber o sienti assistants o the grae o enior ienti Assistant 
in the ational aboratories—besies lerial sta or typing et. I am not nminl o 
the at that the amont realise by the sale o the abstrats wol harly meet even a small 
portion o the ost. Bt as the objet o the provision is to raise the level o sienti an 
tehnial eation among researh workers an those engage in instry, the retrn rom 
the sheme shol be looke or only in the attainment o tehnial avane an inrease 
tempo o researh.

. here is one other matter to whih I esire to reer. here is a possibility that some 
o the inventions overe by the speiations reeive rom oreign ontries are the sbjet 
o patents grante or o appliations or patents whih are pening in Inia. In sh a ase, 
the irlation o the oreign speiation or the same invention might oneivably lea to 
the nathorise se an inringement o the inventions patente in Inia. his possibility is 
avoie by the Patent e eling rom the abstrats the speiations or whih patents 
have been applie or an are pening or have been grante in Inia. his may not be ilt 
as I am reommening that every appliant or a patent shol islose in his appliation the 
etails o the orresponing appliations i any mae abroa by him or the same or sb-
stantially the same invention (vide lase A). In aition, I wol sggest that Government 
might a a note o warning in these pbliations that beore any step is taken towars the 
ommerial working o the invention pblishe, the onerne parties might assre them-
selves that there is no patent pening or grante in Inia.

. I onsier that i the reslts ahieve by sientists an researh workers in other parts 
o the worl were broght to the notie o sienti stents an workers in Inia, it wol 
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besies greatly wiening their horizon o knowlege, avoi pliation o eort an wol 
ine them to onentrate on attempts to improve the tehniqe alreay islose in those 
speiations.

. Staff requirements of the Abstracting Section.—As alreay state the new setion 
or preparing abstrats o oreign speiations may be plae ner an Assistant Controller 
with two aminers. here shol be a sient nmber o well qalie enior ienti 
Assistants, irst or eon lass M.. (or B.., irst Class or eon Class) with a sale o pay 
an stats orresponing to the posts o enior ienti Assistants in ational aboratories 
ner the C..I.. hey may appear or the epartmental amination on Patents aw an 
Pratie presribe or the aminer, provie they ha serve atleast or ve years as enior 
ienti Assistants an i they pass the epartmental eamination they might be onsiere 
by the .P..C. or promotion to the posts o aminers Class I (gazette) as in the ase o 
aminers Class II (gazette). n an average abot  to  patent speiations may be 
abstrate every month by a enior ienti Assistant an on the basis that abot , 
speiations may have to be abstrate every year,  to  enior ienti Assistants will 
be reqire.

. Ofce Accommodation.—I shol like to raw the attention o Government to the 
at that the present oe aommoation o the Patent e is totally inaeqate an 
to the rgent neessity or proviing enogh spae or the library an to hose the oreign 
speiations. I wol sggest that, as in other instrially avane ontries, the ombine 
Patents an rae Marks e shol be hose in a separate biling having sient 
aommoation or the oe sta an or the library.

atent office a public utility department and to be maintained from general 
revenue

. I have not evalate the nanial impliations o the reommenations mae by me in 
regar to the strength o the sta an their emolments nor have I evalate the impliations 
o the inreases I am reommening, as to the ees to be harge. Bt I wol raw attention 
to three ators whih might be taken into aont in this onnetion: () I nerstan that 
the Patent e is at present not only sel spporting bt leaves a srpls o the orer o 
abot s.  lakhs per year an the hanges in the sale o ees I have sggeste might bring 
in more revene; () the eetive operation o the patent system itsel is epenent on the 
eieny an aeqay o the Patent e; () he maintenane o a Patent e shol 
be onsiere a servie renere to the pbli, an this is how it is looke pon in the .K. & 
..A. an other avane ontries an thereore i an inrease in the ost shol reslt in 
an inrease in the eieny o the servie, the ost is always worthwhile.

X. R R  RC

roceedings before the igh Court classified

. he prinipal proeeings in relation to whih it is neessary to ene with ertainty 
the Cort to whih resort shol be ha, all ner three heas: () he ort to whih 
appeals against the orers o the Controller shol lie an () the Cort to whih original 
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proeeings by way o revoation o patents shol lie. () he Cort whih wol have om-
petane to etermine the matters relating to ompensation or Government se o patente 
inventions ner Clase  o the Bill.

ppeals from the Controller’s decisions

. he general sheme o the Patents an esigns At,  is to vest appellate powers 
over the orers o the Controller in most ases in the Central Government an to onstitte 
the igh Cort as the orm or entertaining petitions or revoation. here are however a 
ew eeptions to this rle. hs in the ase o orers o the Controller relating to the grant 
or resal o omplsory lienes ner setion  et. the appeal will lie to the igh Cort o 
Caltta (vide setion ). Again, original appliations or the etension o a term o a pat-
ent have to be mae to the Central Government, (vide setion ) bt the Central Government 
is veste with power to reer these appliations in appropriate ases to a igh Cort [setion 
()].

. he orers o the Controller whih are now sbjet to appeal to the Central Government 
are all matters o jiial etermination an it is bt appropriate that appeals in these mat-
ters shol lie to the Corts an not to an eetive athority like the Central Government. 
his an be sai o every orer o the Controller now sbjet to appeal withot eeption 
[vide setions (), (), (A), () an ()]. In this respet the hange mae by the Bill 
is welome an the assignment o the appellate jrisition to the igh Cort is in line with 
the provisions in that regar in other ontries like the .K., the ..A., Canaa, Astralia 
an ew Zealan.

resent: uncertainty as to igh Courts having jurisdiction

. It has however to be mentione that the Bill is eetive in that it oes not take aont 
o the at that there are a plrality o igh Corts in Inia an speiy the partilar igh 
Cort whih wol have ompetene to entertain these appeals. An this problem raise by 
the eistene o a plrality o igh Corts is not onne to appeals against the orers o 
Controller.

. etion  o the Inian Patents an esigns At,  enats:

“. () evoation o a patent in whole or in part may be obtaine on petition to or 
on a onter laim in a sit or inringement beore a igh Cort.”

he igh Cort is ene in setion () o the At so as to inle all the igh Corts in 
Inia. It wol thereore be apparent that the At oes not partilarise any one igh Cort 
as having jrisition in the matter in relation to any partilar patent an that it leaves it 
open to every igh Cort in Inia to entertain these proeeings. he reslt o this state o 
aairs an best be smmarise by qoting a passage rom the jgment o ort-Williams, J., 
in Hiralal Banjara, In re29.

“he position reate by the present At seems to be very inonvenient an likely to 
raise ilties sh as the one with whih I have to eal, bease a nmber o igh 

29. I ()  Cal .
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Corts o eqal jrisition have jrisition to eal with the same patent, that is to 
say, any patent isse ner the provisions o the Inian Patents an esigns At. he 
reslt is that nless some rther provision is mae by the egislatre it is very likely 
that there will be onfiting eisions with regar to the same patent by ierent igh 
Corts.”

I wol only a that i there has been so ar only one reporte ase in whih this sort o i-
lty has roppe p it is wholly e to the paity o litigation in regar to patents in Inia.

. It is thereore very essential that the law shol speiy with ertainty the igh Cort 
whih wol have jrisition (a) to entertain appeals against the orers o the Controller, (b) 
to entertain petitions or revoation o patents, () to entertain proeeings ner Clase  
o the Bill, the other proeeings in relation to patents being merely sbsiiary or anillary. 
I these three matters are etermine with preision, the others wol ajst themselves an 
present no ilty.

arallel provisions in the rade and erchandise arks ct, 1958.

. In my report on the revision o the law relating to rae Marks I mae three reom-
menations whih are relevant to the present ontet.

. he oorination o the ativities o the Patent an rae Marks oes by having a 
single oial esignate “Controller-General o Patents, esigns an rae Marks” to be in 
overall ontrol o both these orms o Instrial Property aw.

. he ivision o the ontry into zones an the establishment o branh oes o the 
rae Marks e to serve the nees o these areas an etermine the marks whih shall be 
registere or shall be eeme to be registere in eah o sh oes.

. inking p the igh Corts having territorial jrisition over the plaes where the 
oes o the egistry are loate with all proeeings in relation to marks whih are on the 
register o that partilar oe in regar to whih appliations have to be mae to a parti-
lar oe o the egistry.

. hese reommenations have been aepte by Government an have been imple-
mente by the rae an Merhanise Marks At, . Any soltion thereore o the prob-
lem in relation to Patents has to take aont o the above ats an shol be onsistent with 
the provisions o the other enatment.

erritorial jurisdiction of the offices of the atent ffice and of the igh Courts

. Bearing these in min I wol reommen the ollowing:—

() here shol be a ombine rae Marks an Patent e in Bombay, Caltta, elhi 
an Maras where the rae Marks es are now loate an the territorial jrisition o 
eah o these oes shol be the same or the prposes o both these enatments. At eah 
o these oes there wol be an oer to eal with rae Marks an another to eal with 
patents.
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() he patents now in ore might ontine to be on the Caltta egister or the prpose 
o all legal proeeings with however an option to the patentee to elet to have his patent 
transerre to any other zonal oe the option however to be eerise within one year or 
sh rther perio as may be etene by the Controller, rom the oming into ore o the 
At.

() Appliations or patents by persons resiing in or arrying on bsiness in a plae in any 
o these zones wol have to be mae only to the oe in that zone.

ollowing the analogy o the rae an Merhanise Marks At, , in the ase o per-
sons who neither resie nor arry on bsiness in Inia, the aress or servie set ot in the 
appliation shol etermine the zonal oe o the Patent e in whih the appliation 
wol have to be le. I there is opposition to the grant o a patent, the notie o opposition 
shol be le in the same oe in whih the appliation or patent has been le, whatever 
might be the plae o bsiness or o resiene o the opponent. In orer to ensre that the 
eamination o the appliations is eient an to sere niormity, this shol take plae at 
the hea oe o the Patent e. he orers passe shol however be ommniate to 
the appliant throgh the zonal oe so as to avoi inonveniene to the appliant. I hear-
ings have to take plae they shol normally be at the zonal oe where the appliation has 
been le nless the Controller onsiers the hearing at some other plae more onvenient or 
any speial reason. rers isse in relation to any appliation shol be isse or eeme to 
be isse only rom the zonal oe so as to serve as the onation or the jrisition o the 
igh Cort to hear appeals rom sh orers.

 () he igh Cort ompetent to hear appeals rom the orers o the Controller wol be 
that igh Cort whih has territorial jrisition over the zonal oe in whih the applia-
tion or patent has been mae or in the ase o orers o the Controller in respet o patents 
alreay grante in that oe in whih the patent is registere.

() imilarly original petitions or the revoation o patents shol be entertainable only 
by that igh Cort whih has territorial jrisition over the plae where the zonal oe in 
whih the patent is registere is sitate.

() he proeeings ner Clase  shol be elsively with in the ompetene o the 
igh Cort having territorial jrisition over the patent, as ene above. his is neessary 
bease there is provision in that Clase or petitions or revoation being hear as a eene 
to the laim or ompensation.

. I have ealt with the above matter in Part II o the eport an have sggeste the 
insertion o a new hapter A ontaining the neessary provisions.

rocedure where validity of claims is attacked in infringement suits.

. he proeeings in relation to patents yet to be onsiere are: () its or inringe-
ment (lase  o the Bill). () its or a elaration as to non-inringement (lase ). () 
its omplaining o gronless threats o inringement proeeings (lase ).

. etion  o the Inian Patents & esigns At, , enables a patentee to insti-
tte a sit in a istrit Cort having jrisition to try the sit against any person who has 
inringe his right with a proviso that where the eenant onter-laims or revoation the 
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sit along with the onter-laim shol stan transerre to the igh Cort or eision. 
Clase  o the Bill reproes in sbstane the above provisions in setion  o the At.

. etion  () o the Inian Patents an esigns At,  in ommon with the law that 
prevails in several other ontries o the worl, the ..A., the .K. an the Commonwealth 
ontries, rane an Belgim, to mention only a ew, enables the eenant to plea the 
invaliity o the patent as a eene to a sit or inringement. hat sb-setion rns:

“() very gron on whih a patent may be revoke ner setion  shall be available 
by way o eene to a sit or inringement.”

an this provision has been repeate in lase  () o the Bill. I agree that this provision is 
neessary an in the notes on lases I have sggeste its retention in the lase relating to 
revoation.

. he eistene o this eene raises qestions as to the manner in whih possible i-
erenes between ierent Corts as to the valiity or invaliity o the laims o a patent 
shol be resolve. o make my meaning lear I wol a this. A patent might be inringe 
by more persons than one an i these inringers resie in or arry on bsiness or ommit the 
at o inringement in ierent areas o the ontry, the several sits or inringement wol 
have to be le in istrit Corts in ierent tates. he eene regaring the invaliity o 
the patent might be raise in more than one Cort an these Corts might eie ierently 
the point abot the valiity o the patent. In the nite Kingom this problem o onfiting 
eisions oes not arise bease all sits or inringement have to be le in the igh Cort.

. In the ase o rae Marks where onfits o eisions o this type also arise, I reom-
mene the proere o having the sits or inringement in whih the valiity o the regis-
tration o the mark was raise, staye an reqiring the person raising the point o invaliity 
o the registration to move the ompetent igh Cort or the retiation o the egister. I 
o not think it is neessary to aopt sh a proere in the ase o sits or inringement o 
patents. he nmber o sh sits wol be so ew that sh a ompliate proere is not 
alle or.

. In its plae I wol reommen the ollowing. A sit or inringement may be le 
in any ort not inerior to a istrit Cort whih has territorial jrisition ner the Civil 
Proere Coe to entertain it. All eenes inling those base on the invaliity o the 
patent wol be gone into by that Cort an by the appellate Corts i appeals were le. 
Bt any ning by the Cort that the patent or any laim therein was invali wol not have 
any eet on the patent as sh an wol not lea to the revoation o the patent. In other 
wors, the eision in the sit wol be merely one inter-partes operating between them by 
way o res judicata an not one in tehnial phraseology “in rem” aeting the patent itsel.

Revocation proceedings only before igh Court having jurisdiction

. I any person intereste were esiros o obtaining an ajiation whih wol, i 
sessl, have an eet on the patent itsel an beyon the immeiate parties to that pro-
eeing, he shol le a petition or revoation o the patent, an the orm or this proee-
ing wol be elsively the igh Cort having territorial jrisition over the oe where 
the patent is registere. I the petition sees, an the patent is hel invali, then sbjet to 
the reslt o any appeal preerre against sh a eision, the patent wol be revoke an an 
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entry to that eet wol be mae in the egister o Patents. It is neeless to a that where 
the Cort ismisses the petition or revoation, there wol be no legal bar against other 
persons intereste in initiating resh proeeings or revoation, thogh, save in eeptional 
irmstanes, the hanes o sh a petition seeing, partilarly sine the later proee-
ing also wol be in the same igh Cort, wol be very remote.

“upplemental Record” for entries of decisions as to validity in infringement 
suits

. I have reerre to the at that when a petition or revoation sees, appropri-
ate entries wol be mae in the egister o Patents. It is now neessary to mention what 
shol happen in ases where a Cort pronones against the valiity o a patent in a sit or 
inringement. he eision o the trial ort might be taken p in appeal to a igh Cort, 
or the sit itsel might be trie in a igh Cort, an it is thereore proper that some reor 
shol be mae o this ning or the inormation o other persons intereste in the patente 
invention. I wol reommen the opening o a “spplemental reor” an entries being 
mae in sh reor o the reslt o proeeings, whih, thogh o importane in relation to 
the valiity o a patent grant, o not legally aet the patent itsel. he patent may be the 
sbjet o sale, or o liensing an it wol be o the tmost importane to the prospetive 
prhaser or liensee to be inorme o what any ort has pronone regaring the valiity 
or invaliity o the laims in a patent.

Revocation by way of counter-claim in infringement suit

. he qestion that remains or onsieration is as regars the provision in the Bill 
regaring onter-laims or revoation in a sit or inringement, whih ollows the provision 
to setion  o the Inian Patents an esigns At, .

Clase  () rns:

“() A eenant in a sit or inringement o a patent may apply or revoa-
tion o the patent by way o onter-laim in the sit:

Provie that where sh a onter-laim is mae, the sit along with the 
onter-laim shall be transerre to a igh Cort or eision.”

. As a patent has eet throghot Inia, an ation or inringement o a patent might 
possibly be le in any part o Inia where the inringement takes plae or where the inringer 
resies or arries on bsiness. rom this, it wol ollow that the igh Cort to whih, in 
the ase o a onter-laim or revoation, the proeeing wol stan transerre, i the 
provision o the Bill in Clase  were aopte, may or may not be the igh Cort whih 
wol be ompetent to entertain a petition or revoation ner the sheme o zonal istrib-
tion o oes whih I have ormlate earlier.  orse, this might be got over by proviing 
that the igh Cort to whih the proeeings wol stan transerre, shol, in the event 
o a eenant in an inringement ation onter-laiming by way o revoation, be the om-
petent igh Cort as etermine by other rles. Bt I onsier this as a very inonvenient 
orse to ollow sine this wol mean that the entire sit or inringement as well as the 
laim or revoation wol be trie in a igh Cort possibly very ar remove rom the plae 
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where the allege inringement took plae or where the allege inringer resie or arrie 
on bsiness. It oes not nee argment to show that having regar to the istanes in or 
ontry, this wol be a very inonvenient state o aairs an wol neessitate the isse o 
ommissions or eamination o witnesses, a rather nsatisatory proere.

. or these reasons, I wol sggest the eletion o this sb- lase. Where a een-
ant in a sit or inringement esires, in aition to raising a plea regaring the invaliity o 
the patent allege to be inringe, to obtain the revoation o the patent, he shol le an 
inepenent petition to the ompetent igh Cort or the latter relie. I the sit or inringe-
ment were pening in the same igh Cort then it may be epete that the two proee-
ings wol be hear an ispose o together even withot any spei stattory provision 
thereor. In other ases, a stay o the inringement sit pening the isposal o the petition 
or revoation, wol be in the isretion o the Cort trying that sit, an in regar to this 
matter also, there is no nee or any provision in the Patents At, the powers ontaine in the 
Civil Proere Coe being sient to obviate onfits o eisions.

rovisions for forum regarding appeals and revocation similar to that in ustralia

. he sheme I have ormlate o a single igh Cort being veste with an elsive 
jrisition to entertain an ispose o () appeals rom the Controller’s orers, an () peti-
tions or revoation, while other Corts have jrisition to hear an etermine sits or 
inringement an eie eenes base on the invaliity o the laims allege to be inringe, 
is very similar to that whih prevails ner the Astralian Patents At,  sbjet to two 
eeptions to whih I shall avert later.

. In Astralia, as in Inia, there are a plrality o Corts whih have jrisition to 
entertain sits or inringement. he Astralian Patents At,  is a Commonwealth stat-
te, the rights onerre on a patentee by a patent etening over the entire Commonwealth 
inling all the tates. he Corts o eah o the tates o the Commonwealth have jrisi-
tion to entertain sits or inringement, an the eenants in sh sits are, as ner etion 
() o the Inian Patents an esigns At, , entitle to raise by way o eene the inva-
liity o the laims o the patent allege to be inringe (vide etion  o the Astralian 
At, ). he problem o avoiing onfits in eisions regaring the valiity o patent 
laims is nearly the same as in Inia—I say nearly, bease the nmber o the tate Corts 
are innitesimally smaller than the nmber o istrit Corts in Inia in whih sh sits 
might be le.

. he soltion aopte in Astralia is this:

() Appeals rom the orers o the Commissioner o Patents lie to the “Appeal ribnal” 
an etion  o the At o  esignates the igh Cort o Astralia as the “Appeal 
ribnal” or the prposes o the At.

() In regar to petitions or revoation, Part I o the At onstittes the igh Cort o 
Astralia as the elsive orm or entertaining petitions or revoation o patents.

() In regar to ations or inringement, etion  o the At enats: “Jrisition is, by 
this setion, onerre on the igh Cort to hear an etermine an ation or proeeing or 
the inringement o a patent, bt this setion oes not eprive another ort o jrisition 
whih it possesses to hear an etermine sh an ation or proeeing”. he reerene here is 
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to the ommon law jrisition o the tate ort an the eet o the setion is to ontine 
the jrisition o the tate Corts to entertain sits or inringement.

. I reerre to two matters in regar to whih my proposals onstitte a epartre 
rom the sheme o the Astralian legislation. he rst o them is in relation to the provision 
or a onter-laim in a sit or inringement. etion  o the Astralian Patents At,  
enats that when a onter-laim or revoation is mae in any sit or inringement pening 
in a tate ort, the entire proeeings are atomatially transerre to the igh Cort o 
Astralia or trial an isposal. It wol be seen that this is similar to the provision in etion 
 o the Inian Patents an esigns At,  an Clase () o the Patents Bill bt there is 
this ierene that in Astralia, there is only one igh Cort to whih the proeeing wol 
stan transerre while in Inia, there wol be a mltipliity o sh orts epenent pon 
the loation o the istrit Cort in whih the sit or inringement was institte. It is in 
view o this ierene that I have sggeste the elimination o the provision or a onter-
laim—leaving proeeings or revoation to be initiate in the ompetent igh Cort by an 
inepenent petition.

. he seon matter on whih my proposals onstitte a variation rom the law in 
Astralia is the provision or a spplemental reor or entering the nings o orts regar-
ing the invaliity o laims in inringement ation, I onsier this an improvement whih 
wol serve the prposes, I have alreay mentione.

uits for declaration of non-infringement and to restrain groundless threats

. here remain or onsieration two other lasses o sits in relation to patents, or 
whih the enatment makes provision () sits or elaration as to non-inringement ner 
lase  an () sits to restrain gronless threat o legal proeeings (Clase ).

. ner the Bill, both these kins o sits are entertainable in any ort not inerior to 
a istrit Cort having territorial jrisition to try the sit an I agree that this is proper. 
he rst type o sit poses no problem o onfit o eision as regars the valiity o patents, 
sine the valiity o a patent annot be raise in sh a sit. In sits ner Clase , the 
valiity o a patent might be broght in isse an ollowing the analogy o sits or inringe-
ment, I wol sggest a similar rle. Any eision by the Cort as regars valiity wol have 
eet only inter-partes an the reslt wol be entere in the spplemental reor.

. I wol only a that in Astralia the tate Corts have onrrent jrisition with 
the igh Cort o Astralia, to entertain an eie sits to restrain gronless threats o 
legal proeeings [vide etion  () o the At o ].

. In the notes on lases, I have iniate in the relevant lases the hanges to be mae 
to implement the above reommenations. I have, however, not rate new lases where 
these were neessary.
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X.  R C

atents nquiry Committee’s recommendation

. he Patents nqiry Committee reommene in para.  o their report the esir-
ability o Inia joining the International Convention or the Protetion o Instrial Property. 
he reason ae by the Committee in avor o this sggestion may be set ot in their 
own wors:—

“ne o the objets o the Convention is to oner ‘priorities’ by virte o whih any 
person who rst applies or a patent in any one o the member tates on a partilar 
ate, wol, i his appliation or a patent in any o the other member states is le 
within one year thereater, be entitle to laim that his patent in the sai other tates 
shol be ate as o the ate o the appliation mae in the tate o origin.

Inian inventors who seek to obtain patents in oreign ontries are at present hani-
appe or want o this ‘priority’.

Certain other privileges etene to members o the Convention are also enie to 
Inian appliants or oreign patents. It has, thereore, been sggeste that Inia shol 
join the Convention.

As against this view, there is a eeling in some qarters that Inia will not gain mh 
by joining the Convention as eperiene has shown that by joining other International 
rganisations, she has sere rather than gaine any avantage.

It is qite evient rom the Artiles o the Convention that Inian inventors, whose 
nmber is inreasing, will gain sbstantial avantages, partilarly with regar to 
obtaining ‘priorities’ or the patents taken ot by them in oreign ontries. It may be 
that, or some time to ome, the nmber o Inian Inventors who wol erive sh 
avantages in respet o their oreign patents will not be as many as oreign inventors 
who wol sere orresponing avantages in respet o Inian patents grante to 
them. ven so, we o not onsier that this irmstane alone shol be eisive as to 
whether Inia shol join the International Convention.”

embership of the Convention against the interests of underdeveloped 
countries

. aving onsiere the matter inepenently, I eel nable to enorse this sgges-
tion. In this onnetion, I might selly reer to an artile in a reent isse o “a Propriete 
Instrielle” ner the title “he International Protetion o Instrial Property an the i-
erent stages o onomi evelopment o the tates” where the writer epresses the opinion 
that the ierenes between eonomi en instrial onitions o the member nations o 
the International nion an those o the bakwar territories have beome so great that the 
ontine eistene o the Convention, instea o aiing the evelopment o the bakwar 
territories, will retar it. e as that the hanges to whih the onvention has given rise have 
tene to make it an instrment in the hans o the eonomially most powerl ontries 
whih orme a sort o lose grop etermine to een its monopolies.
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. hogh the Artiles o the Convention leave a onsierable latite or the operation 
o mniipal laws, they appear to me in so ar as the Artiles relate to patents or inventions, 
site more to the instrially avane than to the ner-evelope ontries. In making 
this last observation, I have in min the reommenations I mae regaring the esirability 
o Inia joining the International Convention in my report on the eorm o rae Marks 
aw (vide paras  & ). When I mae that reommenation, my attention was onne to 
the position as regars the law relating to rae Marks an to nair trae ompetition an I 
i not have the opportnity to onsier the qestion rom the point o patents whih I have 
now ha.

. Apart rom any theoretial or ieologial preerene or or against the Convention, I 
wol point ot two matters whih have a vital bearing on any eision on this matter. he 
rst is that some o the reommenations whih I have mae an whih I onsier essential 
to ahieve the aeqate working o inventions in the ontry are not in aorane with the 
Convention. or instane, I have reommene that patents whih are not aeqately worke 
within two years ater they are omplsorily enorse with the wors “lienes o right” 
might be revoke on appliation to the Controller. Again, I have reommene that patents 
or artiles o oo, meiine et.; might be revoke on appliation to the Controller i within 
or years rom the ate o their grant, they are not worke within the ontry aeqately to 
satisy the eman or the prots within the ontry. hese two provisions might ontra-
vene Artile A () o the Convention whih rns:

“() evoation o the patent shall not be provie or eept in ases where the grant-
ing o omplsory lienes wol not have been sient to prevent sh abses. o 
proeeing or the anellation or revoation o a patent may be institte beore the 
epiration o two years rom the granting o the rst omplsory liene.”

Joining the Convention not recommended: ulti-lateral treaties for reciprocal 
arrangements preferred

. he seon matter I wol like to reer is this. ner etion A o the Inian 
Patents an esigns At,  Inia an enter into onventions an arrangements only with 
the nite Kingom an its ominions so that at present withot any amenment o the law, 
we are nable to oer priority to appliants o other ontries an natrally that is an impei-
ment in the way o other ontries oering priority rights to or nationals. In the rerat o 
this provision in the Patents Bill whih I have aepte, onvention arrangement might be 
entere into with any ontry an on the ratiation o sh arrangement, priority is on-
erre by the At on the appliant o that onvention ontry. he patent laws o almost every 
ontry in the worl enable it to enter into treaty arrangements with other ontries so as to 
oner on appliants rom sh ontry priority rights. Alreay some oreign ontries have 
epresse their esire to enter into arrangements with Inia or the grant o priority rights in 
respet o patents on a reiproal basis. In passing it may be observe that remembering that 
nearly  per ent o the patents on the Inian register belong to oreigners, it is the other 
ontries that wol be keenly esiros o sering priority rights in Inia. I, thereore, the 
sering o priority rights or Inian inventors were the sole objet to be gaine by joining 
the onvention, the same may be ahieve by entering into treaty arrangements on reiproal 
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grant o priorities an this wol not entail the nee or altering or laws so as to sere 
onormity to the reqirements o the Artiles o the Convention.

. or those reasons, I wol reommen that or the present Inia nee not join the 
International Convention.

X.  

o provisions for registration of atent gents under the present ndian ct.

. he Inian Patents an esigns At,  oes not ontain any speial provisions or 
ontrolling the proession o Patent Agents. It is open to any person to avertise himsel as a 
Patent Agent an to oer to rat patent speiations an nertake other work in onne-
tion with the obtaining o the patent even thogh sh person has no tehnial qaliation. 
here are no obt a ew Patent Agents who are persons o skill an qality. Bt as every 
person is at liberty to at as a Patent Agent, the onseqene has been that grossly inompe-
tent an even ralent persons have oten ate as Patent Agents with great loss an injry 
to nwary inventors who employe them. I have hear o omplaints with regar to the 
nsrplos ealings by sel-style Patent Agents who have enorage persons to apply or 
patents or worthless laims or who in rating speiations o the laims ha mae serios 
mistakes. It is, thereore, esirable that as in other ontries Patent Agents shol be properly 
qalie to o their work, a work whih involves great skill an responsibility an that sh 
persons shol have their names entere in a roll.

erschell Committee’s report (1888) in the .K.

. he sitation in Inia esribe above appears to me to approimate to that whih 
prevaile in the nite Kingom beore provisions as regars Patent Agents were or the 
rst time introe into the Patents, esigns an rae Marks At,  by an amen-
ment eete by an At o . A Committee presie over by or ershell, the or 
Chanellor, was onstitte to enqire, inter alia, into the qestion o the proper stattory 
provision as regars Patent Agents, an it was as a reslt an in implementation o the reom-
menations o this Committee that the At o  was enate. he Committee observe in 
their report:

“trong representations have been mae to s in avor o the reation o a roll o pat-
ent agents. It is sai that there are persons alling themselves patent agents who possess 
neither the reqisite knowlege or integrity, an that oasionally inventors who are 
poor, an not highly eate, ser seriosly in onseqene. ome witnesses rge 
that i a roll o ly qalie agents were reate, the Patent e shol be permitte 
to eal only either with the inventor himsel or with an agent on the roll. We annot 
reommen sh a reglation an we think it wol be nesirable to pt the right o 
ommniating with the Patent e in the hans o any boy o men, or to reate a 
monopoly in respet thereo. he matters pon whih the oe has to ommniate 
with inventors are sometimes o a harater qite ntehnial, an it wol be a har 
measre to prevent an inventor in the provines rom transating his bsiness with 
the oe in sh ases throgh the ageny o a rien resiing in onon. An we o 
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not see or way to istingish in an enatment between ases o this natre an those 
reqiring tehnial knowlege, even i we thoght it esirable to reate a monopoly in 
avor o agents on the roll.

We think, however, that it wol be o pbli avantage to provie a means o ser-
ing a roll o patent agents onsisting o ly qalie persons, the amission to whih 
shol be possible an easy or all persons so qalie. With this objet we wol 
sggest that steps shol be taken with a view to ing a stanar o qaliation or 
the title o patent agent. An it might perhaps be well to enat that any person shol 
be sbjet to a penalty who withot being on the roll assme the title o patent agent 
either by avertisement or by esription on his plae o bsiness or on any oments 
isse by him” (page vii o the eport).

tatutory provision for registration of atent gents recommended

. he sitation in Inia being the same I onsier that the remey an the orm sg-
geste by the ershell Committee may with avantage be aopte an I aoringly reom-
men the same sbjet to a ew moiations in etail to whih I shall avert presently.

. he right to se the appellation o Patent Agent an right to hol onesel ot as a 
Patent Agent an pratise the proession as sh shol be onne to those whose names 
appear on the egister o Patent Agents an the se o sh name, the holing ot or pratis-
ing as sh withot being on the roll shol be penalise.

istory of the .K. statutory provisions as to atent gents

. In nglan the stoy o the Patent egister an the ont o the qaliying eam-
ination or eligibility to be registere in the egister were entrste to the Institte o Patent 
Agents, whih in , beame the Chartere Institte o Patent Agents. ner the .K. At 
 the Comptroller was given power to rese reognition not only to agents whose names 
ha been strk o the roll or any proessional misont bt also to those persons who 
ha not been ly registere. ner the  At, the pratie o Patent Ageny was lose to 
nregistere rms or ompanies, bt a provision was mae whereby any British sbjet who 
prove to the satisation o the Boar o rae that prior to st Agst , he ha been 
bona de pratising as Patent Agent either on his own aont, or as a member o a rm, or 
as a Manager or iretor o an inorporate ompany, ol be entitle to be registere, i 
he mae appliation or that prpose within a perio e by the Boar o rae, nless the 
Boar o rae were satise that he ha while so pratising been gilty o misont.

Controller to be in charge of the Register of atent gents: ho may be 
registered as atent gents.

. In Inia there is no reognise organisation or Institte o Patent Agents orrespon-
ing to the Chartere Institte o Patent Agents in the .K. I wol aoringly sggest that 
the stoy o the propose egister o Patent Agents an the ont o the qaliying 
eamination shol be entrste or the present to the Controller o Patents an esigns. he 
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enatment may provie or the registration o the ollowing lasses o persons as egistere 
Patent Agents i they apply or registration to the Controller in the presribe manner.

() Any Avoate, oliitor or Attorney on the rolls o any igh Cort who hols a egree 
o a reognise niversity in Physial iene or ngineering or eqivalent sienti or tehni-
al qaliation to the satisation o the Controller.

() Any person who is a graate in iene or ngineering o a reognise niversity 
or who possesses eqivalent sienti or tehnial qaliation to the satisation o the 
Controller an who has passe the qaliying eamination presribe or registering as a 
Patent Agent ner the les. As regars the qaliying eamination, the rles may presribe 
the syllabs or this eamination, whih might be onte by the Central Government. he 
aniate shol be eamine in Patent aw an pratie in aition to tehnial sbjets 
somewhat in line—bt having regar to the onitions in Inia not o sh high stanar—
with the qaliying eamination onte by the Chartere Institte o Patent Agents in 
onon. Graates in law, siene or engineering might be permitte to sit or the qaliying 
eamination. I the above system is ollowe, we will have a set o registere Patent Agents 
who as a boy might be epete to be airly ompetent or the prpose o rating speia-
tions an onting proeeings ner the At beore the Controller.

() Any person who has a egree in siene or engineering o a reognise niversity or who 
possesses eqivalent sienti an tehnial qaliation to the satisation o the Controller 
an who ha worke as aminer o Patents at the Patent e or a minimm perio o 
ve years provie that no oer o the Patent e who has hel a post involving ties as 
a hearing oer or more than twelve months shall be qalie to be registere or to pratise 
as a patent agent, an

() Any person who has been esribing himsel an bona de pratising as a Patent Agent 
or at least  years beore the st o Janary *, provie that he satises the Controller 
that he ha rate an le at the Inian Patent e at least  omplete speiations 
ring the ve years preeing the ommenement o the At an at least ve omplete spei-
ations ring every year in that perio, an provie he mae an appliation or registra-
tion as patent agent within a year rom the ate o oming into ore o the new At.

liens not to be registered as atent gents

. he statte shol provie in epress terms that only a person who is the itizen o 
Inia shall be eligible or registration as a Patent Agent. It may be mentione in this onne-
tion that in the .K., Canaa, Astralia an most other ontries, an alien is not allowe to 
pratise as a Patent Agent—see etion () o the .K. Patents At,  an le  () o 
the .K. egister o Patents Agents le, . h a provision is neessary partilarly as 
Government might pass serey iretions or serity reasons in respet o some o the appli-
ations or patents an sh appliations shol not be allowe to be hanle by alien Patent 
Agents. In any event, ompetent tehnially an sientially qalie Inian itizens are 
available or the work an they shol be enorage to take p this proession whih is qite 
remnerative. As a ew oreign nationals have alreay set p lrative pratie in this ontry, 
the rles may provie that those persons who have been pratising ontinosly or ve years 
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beore the st Janary 30 in the manner state earlier, may be eempte rom the rle as 
to nationality bt this wol be no gron to permit new aliens into this proession.

Registration of Companies and firms as atent gents

. etion  o the .K. At,  provies or inorporate ompanies being registere 
as Patent Agents sbjet to ertain onitions. I o not onsier a similar provision neessary 
or sel in this ontry. he right to be registere as a Patent Agent shol be onne to 
inivials. A rm o registere Patent Agents may, however, be permitte to pratise ner 
a rm name, provie however, every one o the partners o the rm is registere as a Patent 
Agent in the presribe manner; nless this reqirement is omplie with, the rm as sh 
shol not be allowe to pratise as Patent Agents.

Rights of Registered atent gents: formation of closed profession not 
recommended.

. I shall now eal with the rights o Patent Agents an the egree o monopoly, they 
shol enjoy. In onsiering this matter, it is neessary to keep in min the natre or types o 
proessional work in onnetion with patent appliations an patents generally. he work in 
relation to appliations or patents an the rther proere relating thereto may be lassie 
ner three heas: () rating o the patent speiation an () other matters whih involve 
ating an appearane beore the Controller inling appearane at hearings in respet o 
appliations or patents, opposition proeeings, appliation or omplsory lienes et. an 
() proeeings beore the Cort.

. or work alling within the rst ategory those engage in the task shol nees-
sarily possess sient tehnial an sienti qaliations. or the seon type o work, 
viz. appearane in proeeings beore the Controller, thogh the possession o tehnial or 
sienti knowlege wol be a great avantage, orensi ability is neessary, so that I o 
not see any harm in permitting, besies those who are permitte to o work o the rst type, 
legal pratitioners, i.e. those entitle to at or to plea beore the igh Corts. his lass 
wol inle Avoates, oliitors an Attorneys, on the roll o any igh Cort in Inia. 
egaring proeeings beore Corts, these wol be beore the igh Corts having jrisi-
tion over the appropriate oe o the egistry. hese proeeings might be o three lasses—
(a) appeals against the orers o the Controller; (b) petitions or revoation ner Clase ; 
an () appliations or etermination o ompensation ner Clase .

ersons entitled to draft specifications

. aking p eah o these types o work in that orer, I wol reommen that as 
regars the rating o speiations, this shol be a monopoly o egistere Patent Agents, 
sbjet only to one eeption, viz. that the inventor might rat it himsel or get it one by 
any person ly athorise by him. aking into aont the at that there are jst a ew 
qalie Patent Agents in Inia, I wol reommen that there shol be no lose shop an 
that thogh the holing ot by a person as a Patent Agent when he is not a egistere Patent 

30. It is epete that this eport will be pblishe by -- an hene this ate.
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Agent shol be penalise, there shol be no bar on an inventor seeking the assistane o a 
rien to rat his speiation. I might point ot that in the orresponing provision o the 
rae an Merhanise Marks At, , persons in the sole an reglar employment o the 
appliant or registration are among those permitte to at an appear beore the egistrar 
or their prinipals. In the ase o inventions or whih appliations or patents are mae by 
an inivial, rm or orporation, it is possible that their tehnial sta might be mh better 
aqainte with the tehnialities involve in the invention an might be able to appreiate 
an pt orwar the salient points o the invention better than even a Patent Agent. he At 
shol not prohibit the inventor himsel or an appliant or the patent rom rating his spei-
ation, here shol be no objetion, either, to allow an inivial, rm or orporation to 
permit his or their tehnial epert, even thogh not a registere Patent Agent, to rat his or 
their speiation an at on his or their behal. here is no nee in sh ases to ompel the 
inivial, rm or orporation to resort to Patent Agents or ling their appliations. Bt sh 
tehnial eperts who may be employe by an inivial, rm or orporation to rat his or 
their speiations will not be allowe to pratise or esribe themselves or hol themselves 
ot as Patent Agents in Inia or elsewhere nless registere in the presribe manner.

Requirement as to scientific qualification for membership based on the 
ustralian statute

. In making the reommenation that a mere legal pratitioner, Avoate, oliitor or 
Attorney o any igh Cort shol not be permitte to rat an le speiations as a part 
o his proessional work, I am ollowing the preeent in Astralia, where sh an elsion 
o a legal pratitioner as sh ors.

. etion  o the Astralian Patents At,  enats:

“. Legal Practitioners not to prepare specications etc.—A legal pratitioner 
shall not prepare a speiation or a oment relating to an amenment o a speia-
tion other than a oment relating to an amenment irete ner setion eightysi 
o this At—

 (a) nless, within one year ater the ommenement o this At, he has satise the 
Commissioner that, at any time beore the rst ay o Janary, ne thosan 
nine hnre an ty two, he ha pratise as a patent attorney; or

 (b) nless he is ating ner the instrtions o a patent attorney or o a legal pra-
titioner who has satise the Commissioner as provie by the last preeing 
paragraph.

Penalty: ne hnre pons.”

ppearance before Controller and the doing of other acts besides drafting 
specification.

. Appearanes beore the Controller an the oing o any at in the Patent e other 
than rating speiations, may be open to all legal pratitioners, i.e. Avoates, oliitors, 
Attorneys on the rolls o any igh Cort, an o orse to all registere Patent Agents.
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cting and appearance before courts

. o spei provisions are neessary in the At as regars the right to at an plea 
in respet o proeeings ner the Patents At beore the igh Cort. he matter wol be 
governe by the law reglating the right o legal pratitioners beore sh orts. It is only 
neessary to a that a registere Patent Agent might not be entitle to at or appear in any 
Civil Cort, merely by virte o his name being on the roll o registere Patent Agents.

Removal from the register

. he rles shol provie or the sspension or removal o the names o the Patent 
Agents rom the register o Patent Agents on the gron o proessional misont. he 
Controller beore whom the Patent Agent appears might be empowere to bring to the 
notie o the Central Government any misont on the part o the Agent an the Central 
Government might be veste with power to pass appropriate orers in ase o prove mison-
t ater giving the Agent an opportnity to be hear.

I have p to now set ot in broa otline my reommenations or the improvements o the 
Patent system an I shall proee to isss the several lases o the Patents Bill o  an 
the etails o the hanges I wol reommen as regars these provisions.
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   C    B, 1953

Clause 2—Definitions.

. I wol sggest a ew hanges in the epressions ene in Clase  both by way o 
omission as well as aition.

 (a) “Avoate-General”—I have sggeste the omission o the reerene to 
Avoate-General in Clase —the only lase where it ors in the Bill—
an i this reommenation is aopte, the enition might be elete. ven 
otherwise, it appears to be nneessary.

 () etion () o the rae an Merhanise Marks At,  enats that “the 
Central Government may by notiation in the ial Gazette appoint a person 
to be known as the Controller-General o Patents, esigns an rae Marks, 
who shall be the egistrar or the prposes o this At an the Controller o 
Patents an esigns or the prposes o the Inian Patents an esigns At, 
.” he Government have alreay appointe an oer with the esignation 
o the Controller-General o Patents, esigns an rae Marks ner etion 
(). In view o this, there ol not be a rther appointment to the same oe 
ner etion  o the Patents At. he proper metho o o-orinating the 
provisions o the rae an Merhanise Marks At,  an those in this At 
wol be to ene the epression “Controller” as ollows:—

“Controller” means the “Controller-General o Patents, esigns an rae 
Marks”.

 () an (e) may stan.

 (ee) Ater lase (e) I wol sggest the aition o a enition o the epression 
“Government nertaking” whih I have se in my rerat o lases ,  
an  to — his might rn:—

Sayali
Highlight
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“‘Government nertaking’ inles any instrial nertaking arrie on 
by a Government epartment or by a Corporation owne or ontrolle by the 
Central or a tate Government”.

 () In plae o the enition o the wors ‘igh Cort’ whih appears in the Bill, 
I wol sggest a enition on the same lines as is on in setion  o the 
rae an Merhanise Marks At, . he reasons or this enition wol 
be apparent rom the isssion relating to the nee or a new hapter ollowing 
lase  o the Bill.

 (g) might be omitte sine the Inian Patents an esigns At,  has alreay 
been etene to the tate o Jamm an Kashmir.

 (h) “Invention”—he enition o “invention” is ontaine in sb-lases (h) an 
(j). I have alreay issse the avisability o eleting the etene enition 
o “invention” sggeste by the Patents nqiry Committee so as to inle “a 
metho or proess o testing appliable to the improvement or ontrol o man-
atre” (ee paragraph  ante).

his apart, in plae o the present enition, I wol sggest one, whih I 
onsier, taken in onjntion with a rerat o Clase  o the Bill, more a-
rately represents the eisting ase law in the .K. an in ..A. regaring the 
meaning o “invention”. I wol a that my rat is base pon the langage 
se in the Canaian an ..A. Patents Ats an the eisions on this topi. 
he ollowing enition might replae sb-lases (h) an (j):—

“Invention” means, any new an sel art, proess, metho or manner o 
manatre,

mahine, apparats or other artile, or

sbstane proe by manatre; an inles any new an sel 
improvement o any o them.

 (ii) Legal Practitioner.—he epression “egal Pratitioner” is se in the hapter 
relating to Patent Agents. I not speially ene or the prposes o this At, 
the epression is apt to reer to all ategories o legal pratitioners inling sev-
eral lasses o pleaers, as well as mktyars an revene agents. aving regar 
to the natre o the qaliations reqisite or a Patent Agent as well as the 
qaliations whih a person who appears beore the Controller in proee-
ings ner this At oght to possess, I onsier it esirable to restrit the right 
to legal pratitioners entitle to at or to plea in a igh Cort. he enition 
might rn:—

“egal Pratitioner” oes not inle a person not entitle to at or plea in 
any igh Cort.

 (j) —may be omitte.

 () —In plae o sb-lase () I wol sggest the ollowing:—

“ ‘Patente artile’ an ‘Patente proess’ mean respetively an artile or 
proess in respet o whih a patent is in ore”.
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 (n) “Patent Agent”—In view o my reommenations that the Controller shol 
maintain a register o Patent Agents, I wol sggest the ollowing enition to 
aor with this reommenation:—

“ ‘Patent Agent’ means a person or the time being registere in the pre-
sribe manner as a Patent Agent”.

 (p) “Patent e”—the reerene here shol be to setion  an not to setion  
in view o the rerat I am reommening.

 (pp) ometimes a obt has been epresse whether the epression “person” wol 
inle “Government” an the .K. At o  proees on the assmption 
that it oes. I wol preer ontroversy being avoie by the enition o the 
epression “person” to inle Government.  orse, to qaliy or being 
onte a “person intereste”—where the Government is not speially name, 
it shol have “interest” as other inivials.

Again the epression “person intereste” is se in several lases o the Bill 
(vide or eample, Clase  as rerate). In the .K. the epression has 
reeive rather a limite onstrtion as onne to those having a present 
trae or manatring interest. his might not be sient to inle persons 
engage in researh. o pt the matter beyon obt, I Wol sggest the inser-
tion o a enition reaing—

(pp) “Person inles’ the Government, an ‘Person intereste’ inles, a 
person engage in researh or a boy or organisation engage in promoting 
researh, in the same el to whih the invention relates”.

 (q) “Presribe”—he enition in the rae an Merhanise Marks At,  
o the epression “presribe” is more omprehensive an I wol sggest the 
aoption o that orm. his rns:—

“ ‘Presribe’ means, in relation to proeeings beore a igh Cort, pre-
sribe by rles mae by the igh Cort, an in other ases, presribe by 
rles mae ner this At”.

In aition I wol a a enition o the epression “presribe manner”. he 
epression “presribe manner” is se in several lases o the Bill in onjn-
tion with the epression “aompanie by the presribe ee”. he enition 
o the epression “presribe manner” so as to inle the reqirement o the 
payment o the presribe ee, wol obviate the nee or reerene to the “pre-
sribe ee” in eah lase. I wol thereore sggest the ollowing enition o 
the epression “presribe manner.’’:—

“(qq) ‘presribe manner’ inles the payment o the presribe ee”.

In aition I wol sggest

 () the aition o the enition o the term “egister” as in the rae an 
Merhanise Marks At, —

“(rr) ‘egister’ means the egister o Patents reerre to in setion ”,
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an () a provision, in relation to the Controller, on the lines o setion () () 
o the rae an Merhanise Marks At, , whih rns—

“In this At, nless the ontet otherwise reqires, any reerene to the 
egistrar shall be onstre as inling a reerene to any oer when is-
harging the ntions o the egistrar in prsane o sbsetion () o setion 
”.

 (s) In the enition, “tre an rst inventor” is ene as inling the rst 
importer o the invention an the rst ommniatee rom abroa. I have 
alreay issse (vie paragraphs — ante) the reasons why the eni-
tion shol ele these two ategories o persons. I the epression “tre an 
rst inventor” were se or the rst time in the Inian stattes the omission 
o the etene enition wol be sient to ahieve the prpose. In view, 
however, o the meaning whih that epression has borne in the Inian Patents 
& esigns At, , I onsier that it wol be preerable to have a spei 
enition eling these two ategories o “inventors”. he enition might 
then rea:

“(s) ‘tre an rst inventor’ oes not inle either the rst importer o an 
invention into Inia or to whom an invention is rst ommniate rom ot-
sie Inia.”

Clause 3—hat is not patentable

. I wol sggest a revision o the terms o lase  rst, by an ehastive enmeration 
o laims whih are not patentable an seonly, by making a hange in the matter ontaine 
in sb lase (), in relation to “sbstanes proe by hemial proesses or intene or 
oo or meiine”.

. I wol rerat the lase as ollows:—

“. What is not patentable.—he ollowing shall not be patentable ner 
this At an shall be eeme always not to have been patentable:—

 ()(a) An invention whih is rivolos or laims anything obviosly ontrary to 
well establishe natral laws.

 (b) An invention the se o whih wol be ontrary to law or morality or inj-
rios to pbli health.

 () he mere isovery o a sienti priniple or the ormlation o an abstrat 
theory.

 () Methos o agriltre or hortiltre.

 (e) Proesses or meiinal, srgial, rative, prophylati an other treat-
ment o man an proesses or similar treatment o animals or plants to 
rener them ree o isease or to inrease their eonomi vale or that o 
their prots.
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 () A laim to a sbstane obtaine by a mere amitre reslting only in the 
aggregation o the properties o the omponents thereo or a proess or 
proing sh sbstane.

 (g) A mere isovery o any new property or new se or a known sbstane, 
or o the mere new se o a known proess, mahine or apparats.

 (h) A mere arrangement or rearrangement or pliation o known evies 
eah working in an ol or well-known way.

 () o patent shall ater the ommenement o this At be grante in respet o 
inventions laiming—(a) sbstanes intene or or are apable o being se as 
oo or beverage or as meiine (or men or animals) inling sera, vaines, 
antibiotis an biologial preparations, insetiie, germiie or ngiie, an 
(b) sbstanes proe by hemial proesses inling alloys bt eling 
glass.

 () otwithstaning anything in sb-setion () inventions o hemial proesses 
or the manatre or protion o the sbstanes mentione in that sbse-
tion shall be patentable.”

. I have rearrange an rerate the matter ontaine in paragraphs (a), (b) an () o 
the Bill. In aition I have inle the several types o inventions or allege inventions whih 
are niversally or almost niversally not patentable. I onsier that i a statte proees to 
ene what is not patentable, it is mh more satisatory that it shol be as ehastive as 
possible in respet o that matter rather than that some portion o it shol be let to be ealt 
with on the basis o the ase law on the sbjet, partilarly in view o the non-availability in 
Inia o reports o ases ealing with this branh o law. he orm I have aopte wol leave 
not mh room or obt or ambigity an wol make the aministration o the At easier.

. Most o the ategories o inventions set ot in sb-lase () are almost niversally 
not patentable an I wol inle in this lass those in paragraphs (a), (b), (), (g) an (h) o 
sb-lase ().

. Para (d).—Patents or inventions in the el o plant propagation by aseal methos 
[whih wol all ner para. ()] are speially permitte by the Patents Ats o the ..A. 
an o oth Aria, bt not in any other ontry. hey have never been grante in Inia an 
the enatment o para () will remove any obt that might eist as regars the patentability 
o sh inventions.

. As regars para (e) inventions o meiinal or srgial treatment o man are niversally 
not patentable. imilarly rative proesses or the treatment o plants or animals have been 
hel not to be “a manner o new manatre” an thereore not patentable in the .K. (vide 
a’s appliation,  PC —protion o lpin sees o high oil ontent); in the matter 
o Amerian Chemial Paint Coy’s Appliation,1 (treatment o otton plants). In the matter o 
an appliation by the Canterbry Agriltral College2 (treatment o sheep or inreasing the 
wool yiel). It appears thereore that this type o invention is npatentable in Inia also ner 
the Inian Patents an esigns At,  when the statte ses the same wors “manner o 

1.  PC .
2.  PC .
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new manatre”. o avoi obt an lariy the law, I have inle the inventions spei-
e in paragraphs () an (e) in the rst sb-lase—whih has retrospetive eet.

. A provision on the lines o paragraph () is to be on in the patent laws o several 
ontries. he sbstane o it was enate in the .K. in  in the .K. Patents an esigns 
Amenment At o that year [vide proviso to etion A ()]. here however it was onne 
to inventions relating to sbstanes “intene or oo or meiine” an the provision was 
ontine in a slightly etene orm by setion () () o the .K. Patents At o  
ner whih it applie to sbstanes “capable of being used as oo or meiine”. I have how-
ever remove the restrition in the sope o the prohibition to sbstanes “apable o being 
se or oo or meiine” bease logially no ierentiation an be maintaine between 
them an other sbstanes proe by amitre merely he langage o setion ()() o 
the .K. At o  has been the sbjet o severe ritiism by Blano White (vide “Patents 
or Inventions” page ) an I have trie to aopt a phraseology whih might avoi these 
omments. he reslt o the npatentability o proess laims or eeting amitres wol 
in eet mean that only proesses involving hemial reations wol be patentable taking 
the provisions o this paragraph in onjntion with sb-lase ().

. o ar as sb-lase () is onerne I have in paragraphs  to  ante issse 
the qestion involve in this reommenation in ll an I have reommene that the aop-
tion o a provision on the lines o setion -A o the .K. At,  to  wol not be 
in the interests o the ontry. I have there sggeste that in regar to inventions relating to 
sbstanes proe by hemial proesses an also artiles whih are se as oo or mei-
ine et., no patent shol be grante or the prot as sh bt the patent grant shol be 
restrite to laims or the proesses by whih the prot is proe. b-lase () o my 
rat gives eet to this reommenation. In passing I might make reerene to two matters:

 () In sbstane this provision is in line with the provision o the wiss Patents At 
o  an I have alreay reerre to the several other ontries in whih similar 
restritions on patents are to be on.

 () he seon point is that I have inle “alloys” as hemial prots to whih 
the restrite rle as to patentability shol apply while eling glass rom that 
rle. I have alreay issse the reasons or this provision an it is nneessary to 
repeat them.

ew Chapter-

. A new hapter nmbere “A” might be inserte ater lase  whih may ontain 
the neessary provisions or () the etermination o the appropriate zonal oe, an () the 
ompetent igh Cort.

. he territorial jrisition o the zonal oes to entertain appliations or the grant 
o patents wol have to be ene. In the rae an Merhanise Marks At,  an the 
rles, elaborate provisions have been mae or the etermination o the appropriate oe o 
the rae Marks egistry in regar to eisting marks. I o not think that this elaboration is 
neee in the ase o patents. In regar to eisting patents, they might be all treate as hav-
ing been registere in the oe at Caltta where they are now registere with an option, 
however, given to the patentees to have their patents transerre to any other oe o the 
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Patent oe. his option might be permitte to be eerise within a reasonable time ater 
the oming into ore o this At, say, within one year or within sh etene perio as the 
Controller may allow. ntil the option is eerise, the appropriate oe might be Caltta 
bt thereater it wol be the oe hosen by the patentee or the time being.

. Pening appliations might be ealt with on the same basis as appliations le ater 
the ommenement o the At. In the ase o non-resient oreigners, the aress or servie 
in Inia et ot in the appliations might etermine the appropriate oe where the applia-
tion or the patent ol be entertaine an proeee with. In regar to appliations rom 
persons resient in Inia, their plaes o resiene might etermine the appropriate oe o 
the Patent e or the above prpose.

. As in the rae an Merhanise Marks At,  there will have to be a enition 
o ‘igh Cort’ so as to link p the appropriate oe o the Patent e with the partilar 
igh Cort whih wol have jrisition in respet o patents registere or eeme to be 
registere in that oe.

. As has alreay been state, the elsive jrisition o the igh Corts as ene 
wol be onne to

 (a) eiing appeals rom the orers, eisions an iretions o the Controller,

 (b) entertaining petitions or the revoation o patents, or

 () proeeings or the retiation o the register,

 () etermination o ompensation et. ner lase .

ther legal proeeings onerning patents sh as sits or inringement (Clase ), or 
elaration o non-inringement (Clase ) or to restrain gronless threats ner Clase  
might all be ispose o by orts not inerior to a istrit Cort having territorial jrisi-
tion to entertain them ner the provisions o the Coe o Civil Proere.

Clauses 4 and 5—atent ffice and its branches and Controller and other officers

. In ealing with the enition o “Controller” in lase  (), I have pointe ot the 
neessity or linking p the provisions o the rae an Merhanise Marks At with those o 
the Patents an esigns At. As the law relating to patents an that relating to esigns wol 
be overe by ierent piees o legislation, it: wol be neessary to alter the last two lines 
o setion  () o the rae an Merhanise Marks At,  to rea—

“** an the Controller o Patents or the prposes o the Patents At,  , an the 
egistrar o esigns or the prposes o the esigns At,  .”

. In view o the provisions alreay mae in etion  () o the rae an Merhanise 
Marks At or the vesting in the Central Government power to appoint a person as the 
Controller-General o Patents, esigns an rae Marks, it is not neessary to have the pro-
vision empowering the appointment o this oer pliate in Clase . I wol rther 
sggest a rearrangement o the provisions in Clases  an  o the Bill so as to sere ni-
ormity with the orresponing setions o the rae an Merhanise Marks At, . he 
ollowing will ahieve this prpose. he lases might rn ths:—
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“. Controller and other ofcers.— () he Controller-General o Patents, esigns 
an rae Marks appointe ner etion  () o the rae an Merhanise Marks 
At,  (At  o ) shall, or the prposes o this At, be the Controller o 
Patents.

() he Central Government may appoint so many eaminers an other oers with 
sh esignations as it thinks t or the prpose o isharging ner the sperinten-
ene an iretion o the Controller sh ntions o the Controller ner this At as 
it may rom time to time athorise them to isharge.”

“. Patent Ofce and its branches.—() or the prpose o this At there shall be 
establishe an oe whih shall be known as the Patent e.

() he ea e o the Patent e shall be at sh plae as the Central 
Government may speiy an or prposes o ailitating the registration o patents, 
there may be establishe at sh other plaes as the Central Government may think t, 
branh oes o the Patent e.

() he Central Government may, by notiation in the ial Gazette, ene the 
territorial limits within whih sh ea e or branh oe o the Patent e 
may eerise its ntions.

() here shall be a seal o the Patent e.”

Clause 6—ersons entitled to apply for a patent

. he langage o the three sb-lases is taken rom setion () (a) an (b) an setion 
() o the .K. At o . he .K. setion emboies the reommenation o the wan 
Committee who sggeste that an assignee might be renere eligible to apply or a patent 
an prosete a patent appliation. Clase  is omprehensive overing every ase o assign-
ment an evoltion an might thereore stan.

. I nee harly a that in view o the altere enition o the epression, “tre an 
rst inventor” in Clase  (), a person who is the rst importer or a ommniatee o the 
invention in Inia, wol not be entitle to apply as a “tre an rst inventor” ner Clase 
(a).

Clause 7—orm of pplication

. Sub-Clause ().—In view o the provisions relating to the territorial jrisition o the 
hea oe an branh oes o the Patent e an to o-orinate this with the provision 
as to the ‘igh Corts’ it wol be neessary to make appropriate hanges in Clase  ().

. etion  o the Astralian tatte, orresponing to Clase , reqires that every 
appliation shall be or one invention only.

here is no obt that this is also the intention o the Bill whih is soght to be ahieve 
by the provision in Clase  () whih presribes the ontents o a laim o a omplete spei-
ation. I, however, onsier it esirable to restate in Clase  itsel that an appliation or a 
patent shall be or one invention only. I these hanges are eete sb-lase () might rn:—
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“. Form of Application.—() very appliation or a patent shall be or one inven-
tion only. It shall be mae in the presribe orm an shall be le at the appropriate 
oe o the Patent e.”

. Sub-clause ().—his orrespons in general to etion () o the .K. At o  
eept that Clase  () (b) enables the original ee o assignment to be le as an alternate 
to the ling o the onsent o “the tre an rst inventor”. he objet o reqiring the onsent 
o the tre an rst inventor is to saegar his interests an ensre that no appliation is 
mae in ra o his rights. n the other han the prpose o alling on the appliant to le 
the original ee ner whih he laims his right to apply is that eviene might be available 
to the Controller or eiing the right o the appliant to le the appliation. As the objets 
o these two reqirements are ierent, there is inongrity in making them alternative on-
itions as has been one by this sb-lase.

. rther, the ling o the original ee ner whih the assignee laims might not 
rnish all the inormation neessary to enable the Controller to aept the title o every 
assignee-appliant. In the rst plae, the enition o “assignee” is omprehensive to inle 
the legal representative o a eease person, an hene probate or letter o aministration 
might be neee in some ases (vide le  o the .K. Patent les, ). eonly, the 
title o the appliant rom the inventor might be traeable to more than one ee, an the sb-
lase as rate is eetive in that it reqires the appliant to le only the last ee ner 
whih his title vests.

. he appliant wol no obt have to establish his title to make the appliation an 
or this prpose it is sient to reqire him to le an aavit setting ot how he traes his 
title to the invention. he rles might make provision or the partilar eviene whih he 
mst proe to prove his ase.

. I wol sggest that lase  () might rn:—

“Where the appliation is mae by virte o an assignment o the right to apply or 
a patent or the invention, there shall be rnishe with the appliation or within sh 
perio as may be presribe ater the ling o the appliation—

 (a) an aavit by the person laiming to be the tre an rst inventor or his legal 
representative, stating that he assents to the making o the appliation; an

 (b) an aavit signe by the appliant setting ot the ats relie on to spport the 
appliation.”

he stattory ‘elaration’ ner the .K. At is analogos to an aavit ner Inian 
law (vide le  o .K. Patent les, ), an hene I have sbstitte the wor ‘aa-
vit’ or ‘elaration’ whih ors in the Bill.

he reerene to the payment o the presribe ee in Clase () (b) might be omitte in 
view o the enition o the epression “presribe manner”.

Clause 7—nformation and undertakings regarding foreign applications

. In aition to the oments set ot in Clase  () it wol be sel to reqire 
the appliant to rnish the ollowing rther inormation. he majority o the appliants 
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or patents in Inia are oreign nationals an in several ases the appliation in Inia is or 
the same or sbstantially the same invention as that or whih an appliation or patent has 
alreay been mae by them in other ontries. It wol be o avantage thereore i the 
appliant is reqire to state whether he has mae any appliation or a patent or the same 
or sbstantially the same invention as in Inia in any oreign ontry or ontries, the obje-
tions, i any, raise by the Patent es o sh ontries on the gron o want o novelty 
or npatentability or otherwise an the amenments irete to be mae or atally mae 
to the speiation or laims in the oreign ontry or ontries pto the ate o aeptane 
o the appliation. his matter aqires ae importane by reason o the hange whih 
I have sggeste in the ontent o the pbliations whih shol onstitte antiipation to 
eprive an invention o novelty. As pbliation abroa beore the relevant ate wol also 
onstitte antiipation, this inormation wol be o great se or a proper eamination o 
the appliation.

. I wol rther sggest a provision or ensring that the appliant keeps the Controller 
inorme o any rther oreign appliations mae an o the orers mae on sh applia-
tions ater the ate o the Inian appliation. atrally this wol have to be in the orm o 
an nertaking to be le by the appliant.

. A provision o this sort is not at all nsal. omewhat similar obligations are lai on 
appliants or patents in Canaa by le  o the Canaian Patent les. Besies, at the 
reent Commonwealth Conerene on Patents an rae Marks at Canberra the ollowing 
resoltion was passe nanimosly:—

“his Conerene reommens to those ontries o the Commonwealth whih ner-
take novelty searh ner stattory provision that they shol provie in their legisla-
tion measres whereby appliants may be reqire to rnish the reslt o searhes in 
other Patent es.”

. Clase -A might rn:—

“-A. Information and Undertakings regarding foreign applications.—very appli-
ant or a patent shall along with his appliation le—

 () (a) a statement setting ot the name o the ontry, the serial nmber an ate 
o ling o all appliations or a patent or the same or sbstantially the same 
invention as islose by the provisional or omplete speiation as the ase 
may be, le ner this At, mae in any ontry otsie Inia, by either the 
appliant or to his knowlege by some person throgh whom he laims or by 
some person eriving title rom him;

 (b) an nertaking that he wol p to the ate o the aeptane o his omplete 
speiation, le in Inia, ommniate to the Controller similar etails o 
every oreign appliation an sbseqent to those i any set ot in the statement 
in the previos sb-lase within  weeks o his being apprise thereo;

 () (a) a statement setting ot the etails o all objetions taken an orers passe on 
the gron o the invention laking novelty or patentability an any amen-
ments eete to the speiations an laims in sh oreign ontries in 
regar to the appliations set ot in (a) an (b) o sb-setion ();
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 (b) an nertaking that he wol p to the ate o the aeptane o the omplete 
speiation, ommniate to the Controller etails o all objetions taken, 
orers passe on the gron o the invention laking novelty or patentability 
an the amenments eete to the speiations or laims an mae sbse-
qent to that statement speie in sb-setion () within  weeks o his being 
apprise thereo.”

. In my rat o Clase -A, I have reerre to the appliations mae abroa “by the 
appliant an by those rom whom he laims an by those laiming ner him”. I am on-
sios that oten enogh appliations are mae not singly bt by two or more inivials an 
that the Inian appliant might not be the sole bt a joint appliant in the oreign ontry. 
I have not, however, thoght it neessary to make spei provision or this ontingeny in 
the tet o the lase, bease I eel that an appliation abroa is none the less one by the 
appliant here, notwithstaning that it is by him jointly with another. In this view I am sp-
porte by the interpretation whih was plae on a similar provision in regar to onvention 
appliation in witzer’s Patent3.

. o sere ompliane with this provision as to the islosre o inormation regar-
ing oreign appliations or the same invention, I am aing to Clases  an  wors to 
inle ailre to ommniate inormation in possession o an appliant, as onstitting a 
gron o opposition an revoation respetively.

Clause 8—rovisional and Complete pecifications

. Sub-Clause ().—ner etion A () o the Patents an esigns At o , a om-
plete speiation has to be le within nine months rom the ate o the appliation an the 
aompanying provisional speiation, with a permissible etension by one month on reqest 
mae by the appliant to the Controller or proper ase. he Patents nqiry Committee, 
while reommening no hange in the initial perio o nine months presribe ner setion 
A () o the present At, sggeste that the perio o one month allowe or etension may 
be enhane to three months. Clase  () o the Bill aopts this reommenation.

. ner the orresponing provisions o the .K. At o  [etions  () to  ()] 
an ner the Astralian Patents At, — [etion () an ()] the time or ling 
a omplete speiation, where a provisional speiation has aompanie the appliation, 
is twelve months with a permissible etension by another  months or proper ase, mak-
ing the maimm interval between the ling o the provisional an omplete speiation  
months.

. ner the earlier .K. Patents & esigns At o , the initial perio was e at  
months with a possible etension by another three months bt as the total time o  months 
was on to be inonveniently short, it was etene to  an  months respetively by the 
Amenment At o . he wan Committee sggeste no alteration in the state o the law.

. he qestion as to the preise limit o time to be permitte or the ling o a omplete 
speiation has to be etermine by the balaning o two onsierations: () It is not in 
the pbli interest to have too long a perio o serey or an invention; () Inventors, how-
ever, o reqire a perio o time or eveloping their inventions. he objet o the system 

3.  PC .
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o provisional speiation is to give time to the inventors to evelop their inventions ater 
the basi isovery has been mae, so that they are in a position to speiy in the omplete 
speiation the best moe o perorming the invention. In this onnetion it is to be note 
that a vast majority o appliants or patents in Inia are oreign nationals. Where the appli-
ations are rom the Commonwealth ontries with whom we have reiproal arrangements 
or priority ates or patents, the majority o them are le ner the reiproal arrangements 
whih reqire that the appliation shol be aompanie by a omplete speiation [vide 
setion A(), proviso (a) o the Inian Patents & esigns At,  an Clase () (a) o 
the Bill]. In the ase o other oreign appliants also, a omplete speiation is more oten 
le with the appliation, as in several o their home ontries, (e.g. Ameria or Germany) 
there is no system o ling o provisional speiations an the Inian appliation is mae 
sbseqent to the ling o the appliation in the home ontry. he reslt is that the majority 
o the provisional speiations le at the Inian Patent e are rom Inian appliants. 
ring the perio —  ot o , appliations or patents, (ot o whih , were 
by Inians),  appliations were aompanie by provisional speiations an o these 
 originate in Inia an only  rom abroa. In view o these ats, an etension o 
the perio or ling the omplete speiation ater the ate o ling the provisional spei-
ations wol benet mostly Inian nationals to get their omplete speiations in proper 
orer or being le.

. I aoringly reommen that Clase (l)may be amene so as to allow a perio o 
 months with a possible etension by another  months on the lines o setion  o the .K. 
At whih has been ollowe in Astralia an ew Zealan.

. Sub-Clause ().—he orresponing provision in the .K. At,  is setion  () 
whih, however, oes not speially mention that the two or more appliations aompanie 
by provisional speiations reerre to in the lase shol be in the name o the same appli-
ant in orer to attrat the provisions o that setion thogh this is impliit rom the other 
provisions o the .K. At with reerene to antiipation et. he langage o the sb-lase 
whih speially provies or the appliations being in the name o the same appliant pts 
the matter beyon obt an might thereore be retaine.

. It shol, however, be pointe ot that the Astralian Patents At has in aition a 
provision or appliations or inventions whih are ognate being mae by ierent appliants 
an or these several appliants being grante a patent jointly [vide etion ()]. ner the 
British system, this type o joint grants wol not be possible. I o not onsier it neessary 
to aopt the aitional Astralian provision an wol retain Clase () in its present orm.

. b-Clases  () an  () may remain as they are. hey are sbstantially repro-
tions o etions  () an  () o the .K. At.

Clause 9—Contents of pecification

. Sub-Clause ().—his is sbstantially taken rom etion  () o the .K. At,  
an might remain.

. Sub-Clause ().—eproes in sbstane etion  () o the Inian Patents an 
esigns At,  bt oes not inle b-etion () o that etion. hat sb-setion 
rns—



  R    

Digitised and typeset by CC nline® (). The surest way to legal research!M

“I in any partilar ase the Controller onsiers that an appliation shol be 
rther spplemente by a moel or sample o anything illstrating the invention or 
allege to onstitte an invention, sh moel or sample as he may reqire shall be 
rnishe beore the aeptane o the appliation, bt sh moel or sample shall not 
be eeme to orm part o the speiation”.

. A provision on these lines was rst introe in the .K. Patents At in . he 
rationale o this reqirement o sample was ths eplaine by the Comptroller in his Annal 
eport o the .K. Patent e or —

“With the objet o heking appliations or spelative patents or allege inventions 
base only on hemial theories, an not sbmitte to the test o eperiment, etion 
 () has provie that where the invention in respet o whih an appliation or a 
patent is mae is a hemial invention, sh typial samples an speimens as may be 
presribe shall, i in any partilar ase the Comptroller onsiers it esirable, be r-
nishe beore the aeptane o the omplete speiation”.

rost in his reatise on Patents (orth ition, ol. II, , page ) eplains the objet o 
onerring the power on the Comptroller to reqire samples ths—

“he objet o giving the Comptroller the above power is to prevent the granting o 
mere bloking patents. It is to enable the Comptroller, on behal o the pbli, to be 
satise that the allege invention will really proe the reslts state. I a laim be 
allowe whih is in terms siently vage to apparently inle the protion o a 
hemial boy whih, as a matter o at, the appliant annot proe by the allege 
invention the patent may be se to harass a sbseqent meritorios inventor, who, by 
a ierent invention, is able to proe sh hemial boy. When the Comptroller 
onsiers it esirable to all or samples an speimens an the appliant is nable to 
proe them, or satisy the Comptroller that they an be proe, the Comptroller 
an, pon the report o the aminer, either rese the appliation or reqire amen-
ment on the gron that the speiation oes not airly esribe the natre o the 
invention. his power may enable the Comptroller to prevent the og-in-the-manger 
tatis whih previosly were, in some ases, pratise by patentees whose laims were 
prposely rate in langage siently vage to appear to laim hemial boies 
whih ol not be proe by the allege invention.”

I onsier this thereore a sel provision whih eserves to be retaine (vide also setion  
o the Canaian Patents At).

. Sub-Clause ().—his eals with the ontents o a omplete speiation an ollows 
the provision ontaine in the orresponing setion  () o the .K. At whih is sbstan-
tially similar to etion  () o the Astralian, enatment. he provision in Canaa (etion 
), however, is more etaile an brings ot the eet o the eisions on what a omplete 
speiation shol ontain. I onsier that the orm aopte in Canaa might with avan-
tage be aopte here with sitable hanges. In plae o this sb-lase I wol sggest the 
ollowing:

 “ () (a) very omplete speiation shall orretly an lly esribe the invention 
an its operation or se, as ontemplate by the inventor, inling the best 
metho o perorming the invention whih is known to the appliant so as to 
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istingish the invention rom the prior art an shall set orth learly the vari-
os steps in a proess, or the metho o onstrting, making, omponing 
or sing a mahine, manatre or omposition o matter, in sh ll, lear, 
onise an eat terms as to enable any person skille in the art or siene 
to whih it appertains, or with ‘ whih it is most losely onnete to make, 
onstrt, ompon or se it; in the ase o a mahine, it shall eplain the 
priniple thereo, an the best metho in whih the appliation o that priniple 
is ontemplate; in the ase o a proess the neessary seqene, i any, o the 
varios steps shall be eplaine.

 (b) he speiation shall en with a laim or laims ening the sope o the 
invention an stating istintly an in epliit terms the things, ombinations 
or proesses that the appliant regars as new an to whih he laims to be 
entitle to protetion.”

. etion  () o the Canaian At enables aitional ee being harge where the 
nmber o laims ontaine in a omplete speiation eee  ollowing in this respet the 
provision in the Patents aw o the nite tates. I wol reommen a similar provision or 
aoption. his wol have the eet o eliminating nneessary laims an the tting ot o 
a mltipliity o laims whih sarely ier rom one another, whih is a ommon eatre o 
the several o the oreign systems o rating laims. here is, however, no neessity to insert 
any provision in the At itsel an it is sient i the les, whih presribe the ee or the 
ling o a omplete speiation, make a provision that where the laims o a omplete spei-
ation eee a reasonable nmber (say ten or teen) set ot in the rles, a presribe ee 
shall be pai on eah  or  laims in eess o that gre.

Clause 10—riority date of claims of complete specifications

. he separation o the priority ate or laims or the prpose o etermining novelty 
rom the ate rom whih the patent shol be eetive was mae in the .K. in  as a 
reslt o the reommenation o the wan Committee (para  to  o their inal eport). 
he Patents nqiry Committee reommene the aoption o this system in Inia an this 
is inorporate in Clase  o the Bill. I agree there is avantage in this system.

. Coming to the etails o the provision, it has to be notie that the langage o Clase 
 is sbstantially erive rom the orresponing setion  o the .K. At . When this 
matter o priority ates was onsiere by the ean Committee in Astralia, they sggeste 
one main hange rom the .K. system. his point o ierene is ths epresse in para-
graph  o their eport:—

“ner the British At an pratie, laims are not allotte priority ates, nless an 
ntil the matter beomes an isse; bt, on the whole, we onsier that there are avan-
tages in speiying priority ates in the speiation an permitting them to be hal-
lenge in opposition, revoation an inringement proeeings.”

etion  o the Astralian At whih implements the above reommenation enats: —

 “. () here shall be a priority ate or eah laim o a omplete speiation.
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 () A laim o a omplete speiation shall iniate the ate whih the appliant 
onsiers to be the priority ate o that laim.”

he reqirement o this provision is arrie ot in Astralia by the stattory rles rame 
ner the Patents At. ner eglation  rea with paragraph () o Part II o the r 
hele, the priority ate o eah laim in the speiation is reqire to be inserte by the 
appliant at the en o eah laim. I onsier the Astralian provision to be an improvement 
over the British pratie an I wol reommen its aoption in Inia.

. I wol rther sggest the aition o three new provisions whih are not to be on 
either in Clase  o the Bill or in etion  o the .K. At, .

. he rst one is base on etion  () o the Astralian At an is appliable in ases 
where a rther or a resh appliation has been le ner Clase  () o the Bill whih 
eals with the ivision o appliations, whose ratio I shall eplain in my notes to that Clase

. he other two are not on in spei terms either in the .K. or in the Astralian 
Acts. he rst relates to the eet o post-ating o appliations with reerene to priorities. 
As to the eet o post-ating, errell says:—

“he appliant gets more time or ling a omplete speiation or ptting his applia-
tion in orer bt at the risk o having his patent wholly or partially invaliate by some 
islosre or appliation mae meanwhile” (errell ‘aw o Patents’ page ).

I have given eet to the priniple behin this last observation in the rerate sb-lase ().

. he other is a provision or etermining the priority ate where a omplete speia-
tion is preee by more than one provisional speiation an a laim is base on matter 
airly islose partly in one an partly in another o these provisional speiations. he 
Astralian At oes not make provision or sh a ase, an in the absene o a spei pro-
vision, the priority ate wol be the ate o the ling o the omplete speiation whih is 
not proper.

. he ollowing rerat o Clase  wol implement the above sggestion:—

“. Priority dates of claims of a complete specication.—() here shall be a prior-
ity ate or eah laim o a omplete speiation.

() ah laim o a omplete speiation shall iniate the ate whih the appliant 
onsiers to be the priority ate o that laim.

() Where a omplete speiation is le in prsane o a single appliation aom-
panie by—

 (a) a provisional speiation, or;

 (b) by a speiation whih is treate by virte o a iretion ner sb-setion () 
o setion  as a provisional speiation;

an the laim is airly base on the matter islose in the speiation reerre to in 
(a) or (b) above, the priority ate o that laim shall be the ate o the ling o the rel-
evant speiation.
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() Where the omplete speiation is le or proeee with, in prsane o two 
or more appliations aompanie by sh speiations as are mentione in the pre-
eing sb-setion an the laim is airly base on the matter islose

 (a) in one o those speiations, the priority ate o that laim shall be the ate o 
ling o the appliation aompanie by that speiation,

 (b) partly in one an partly in another the priority ate o that laim shall be the 
ate o the ling o the appliation aompanie by the speiation o the later 
ate.

() Where the omplete speiation has been le in prsane o a rther applia-
tion mae by virte o etion  () o this At an the laim is airly base on matter 
islose in any o the earlier speiations, provisional or omplete, as the ase may 
be, the priority ate o that laim shall be the ate o the ling o that speiation in 
whih the matter was rst islose.

() Where, ner the oregoing provisions o this setion, any laim o a omplete 
speiation wol, bt or the provisions o this sb-setion, have two or more prior-
ity ates, the priority ate o that laim shall be the earlier or earliest o those ates.

() In any ase to whih sb-setions () to () o not apply, the priority ate o a 
laim shall, sbjet to the provisions o setion , be the ate o ling o the omplete 
speiation.

() he reerene to the ate o the ling o the appliation or o the omplete spei-
ation in this setion shall in ases where there has been a post-ating ner sb-
setions () or () o etion  o this At, be a reerene to the ate as so post-ate.

() A laim in a omplete speiation o a patent shall not be invali by reason only 
o—

 (a) the pbliation or se o the invention so ar as laime in that laim on or ater 
the priority ate o that laim; or

 (b) the grant o another patent whih laims the invention, so ar as laime in the 
rst mentione laim, in a laim o the same or a later priority ate.”

Clause 11—xamination of pplication

. his lase is ertainly an improvement on the present setion  o the Inian Patents 
an esigns At,  in that it speies partilarly the ntions o the aminer an the 
ontents o his report. In sbstane, this lase ollows the provision o the .K. At,  
[etion ()]. here is, however, ertain amont o renany in it, sb-lases (a) an (b) 
somewhat overlapping, an besies, the lase ails to make provision or the onsieration 
o objetions base on Clase .

. here is one other matter whih logially ollows rom the amenment whih I have 
sggeste to Clase  o the Bill regaring the inlsion o provision on the lines o etion 
 o the Astralian Patents At, whih reqires every omplete speiation to speiy a pri-
ority ate or eah o the laims. I this is aepte, there wol have to be a provision or the 



  R    

Digitised and typeset by CC nline® (). The surest way to legal research!M

eamination o this matter on the lines o etion  () o the Astralian At. he ollowing 
rerat will implement the above sggestions:—

“. Examination of Application.—() When the omplete speiation has been 
le in respet o an appliation or a patent, the appliation an the speiation or 
speiations relating thereto shall be reerre by the Controller to an aminer or 
making a report to him in respet o the ollowing matters, namely—

 (a) whether the appliation an the speiation or speiations relating thereto 
are in aorane with the reqirements o this At or o any rles mae 
therener,

 (b) whether there is any lawl gron o objetion to the grant o the patent ner 
this enatment, in prsane o the appliation,

 () the reslt o investigations mae ner etion ,

 () whether the priority ate o eah laim as iniate by the appliant is the pri-
ority ate o that laim as etermine by this At, an

 (e) any other matter whih may be presribe.”

Clause 12—earch for anticipation by previous publication and by prior claim

. I have alreay set ot in paragraphs  to  ante my views as to what shol onsti-
tte antiipation by pbliation. I have there eplaine that the .K. system, whih has been 
ollowe in Inia ner etion  o the Patents an esigns At, , o antiipatory pbli-
ations being onne to pbliation in Inia an whih is ontine in the Bill is not in the 
interests o the ontry an that national eonomy wol be better serve i the ontinental 
or the Amerian system, wherener pbliation o the invention beore the priority ate in 
any part o the worl onstittes antiipation, were aopte.

. It may be notie that thogh the marginal note to Clase  reers to a searh or 
anticipation by previous publication etc., the boy o the lase oes not se the epression 
“antiipation”. his may be remeie.

. A provision on the lines o etion  () o the .K. At,  is sel an may be 
ae. etion  o the Patents aw o  o Czehoslavakia ontains a provision or 
a Commission o perts as the avisory organ o the Presient o the Patent e, with 
assignments to be e by the latter. A similar provision or a panel o eperts to avise the 
Controller, i he esires at any time to onslt them on qestions involving novelty or sbjet 
matter might be selly aopte here. he reerenes shol be mae onentially an i 
the report o the epert is averse to the appliant, the Controller might be irete not to 
at pon the report withot making the report available or the appliant an giving him an 
opportnity to be hear.

he Clase may be rerate ths:

“. Search for anticipation by previous publication and by prior claim.—() he 
aminer to whom an appliation or a patent is reerre ner setion  shall make 
investigation or the prpose o asertaining whether the invention so ar as laime in 
any laim o the omplete speiation—
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 (a) has been antiipate by pbliation beore the ate o ling o the appliant’s 
omplete speiation in any speiation le in prsane o an appliation 
or a patent mae in Inia an ate on or ater --;

 (b) is laime in any laim or any other omplete speiation pblishe on or ater 
the ate o ling o the appliant’s omplete speiation, being a speiation 
le in prsane o an appliation or a patent mae in Inia an ate beore 
or laiming the priority ate earlier than that ate.

() he aminer shall, in aition, make sh investigation as the Controller may 
iret or the prpose o asertaining whether the invention, so ar as laime in any 
laim o the omplete speiation, has been antiipate by pbliation in Inia or 
elsewhere in any other oment beore the ate o ling o the appliant’s omplete 
speiation.

() Where a omplete speiation is amene ner the provisions o this At beore 
it has been aepte, the amene speiation shall be eamine an investigate in 
like manner as the original speiation.

() he investigations mae ner this etion shall not be hel in any way to 
garantee the valiity o any patent, an no liability shall be inrre by the Central 
Government or any oer thereo by reason o, or in onnetion with, any sh inves-
tigation or any proeeing onseqent thereon.”

Clause 13—Consideration by the Controller of the report by the xaminer

. he pratie in Astralia is to orwar to the appliant the report o the aminer on 
the omplete speiation, an setion  () o the Astralian At provies or the ompta-
tion o the time or aeptane rom the ate on whih the report was sent to the appliant. In 
the .K. as well as ner the Inian Patents an esigns At, , the pratie that prevails 
is or the appliant being inorme merely o the objetions o the Controller, the report o the 
aminer as sh not being orware to the appliant. he present pratie may ontine.

. he net qestion is as regars the proere to be ollowe by the Controller in 
isposing o the appliation in the light o the eaminer’s report. o obt Clase  makes 
provision or the Controller aoring an opportnity to an appliant beore any isretion-
ary power veste in him is eerise aversely to the appliant. Bt in orer to avoi any arg-
ment that Clase  might not be attrate to ases where the statte irets the Controller to 
pass orers rejeting an appliation, it wol be preerable to pt matters beyon ontroversy.

. I wol aoringly sggest that the lase might be rerate ths:—

“. Consideration by the Controller of the report by the Examiner.—Where in 
respet o an appliation or a patent the Controller has reeive the report o the 
aminer, he shall i the same were averse to the appliant or reqire any amen-
ment o the appliation or o the speiation to ensre ompliane with the provisions 
o this At or the rles mae therener, notiy the appliant o the objetions to his 
appliation, an reqire the latter to show ase why the objetions shol not be 
phel. he Controller shall ater hearing the appliant, i the latter so esires, ispose 
o the appliation in aorane with the provisions hereinater appearing.”
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Clauses 14 and 15.—rder of refusal or amendment of application in certain 
cases

. hese lases whih eal with sbstantially the same matter broaly orrespon to 
etions  () an  () respetively o the .K. Patents At, . It wol be onvenient to 
ombine the provisions o these two lases.

. here is no provision orresponing to setion  () o the .K. At,  ealing 
with ases where the primary or the intene se o an invention is lawl, bt there is the 
possibility o the invention being pt to a se whih is either ontrary to law or to morality. 
In sh ases, the .K. At vests the Controller with a isretion to aept the appliation, 
provie the appliant islaims the nlawl se o the invention. Cases where avantage 
has been taken o this provision have been ew bt notwithstaning this, there is no obt 
that this is a sel provision an might be ae.

. he ollowing rerat seeks to implement this reommenation:—

“. Refusal of application in certain cases.— () Where the Controller is satise 
that the appliation or any speiation le in prsane thereo oes not omply 
with the reqirements o this At or o any rles mae therener, the Controller may 
either

 (a) rese to proee with the appliation; or

 (b) reqire the appliation, speiation or rawings to be amene to his satisa-
tion beore he proees with the appliation.

() I it appears to the Controller that

 (a) the appliation laiming to be a onvention appliation was le in ontraven-
tion o the provisions o Chapter II, or

 (b) the invention laime in the speiation is

 (i) not an invention within setion  (h), or

 (ii) not patentable ner setion ,

he shall rese the appliation.

() I it appears to the Controller that any invention in respet o whih an applia-
tion or a patent is mae might be se in any manner ontrary to law, he may rese 
the appliation, nless the speiation is amene by the insertion o sh islaimer 
in respet o that se o the invention or sh other reerene to the illegality thereo as 
the Controller thinks t.

Clause 16—ther orders of the Controller

. Clase  () eals with the ivision o an appliation. his provision is neessitate by 
the rle that an appliation or a patent shol be onne to an eah patent wol over 
only a single invention. Where the omplete speiation le in respet o an appliation an 
the laims base thereon, relate to more than one invention the Controller is bon to raise 
an objetion reqiring the appliant to amen his omplete speiation by onning it to a 
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single invention. Bt even apart rom sh objetion raise by the Controller, the appliant 
or a patent might himsel realise the eet in his appliation an seek to amen his omplete 
speiation to onorm to the At. In either o these ases the appliant wol natrally 
be esiros o overing his invention whih is islose in the speiation alreay le bt 
whih is ele rom the earlier omplete speiation, by ling a rther appliation an 
obtain a patent thereor. It is to this sitation that Clase  () is irete.

. he langage o the rat lase, however, whih appears in part to be base pon the 
provisions o etion  () o the .K. Patents At, , is eetive in more respets than 
one.

irst, the sb-lase by impliation appears to sggest that i an earlier omplete spei-
ation le in prsane o a single appliation islose more than one invention, the 
Controller ha the option either to proee with the appliation or to all on the appliant 
to reqire the appliant to restrit his laims to one invention. his o orse is not what 
was intene. he phraseology o the sb-setion shol be altere to make it lear that the 
Controller has no sh option one he ns that the laims o a omplete speiation relate 
to more than one invention.

eonly, it is not lear whether the speiation to aompany the rther appliation 
might be a provisional or shol be a omplete speiation, thogh I believe the intention 
was to permit only a omplete speiation. he Astralian At [etion ()] in terms 
reqires that the resh appliation shol be aompanie by a omplete speiation. I wol 
reommen this being mae lear.

astly, the sb-lase provies or the ante-ating o the resh appliation to the ate o the 
original appliation or sh later ate as the Controller may , in whih event the rther 
appliation is to be eeme to have been mae on the ate whih it bears in aorane with 
sh iretions.

. he provision empowering the Controller to ante-ate the rther appliation an the 
speiation le with it, to an earlier ate reproes in eet the provisions ontaine in 
etion  () o the .K. At. In regar to this, however, I wol sggest a hange, whih, 
while being logial an onsistent with the priniple o ierentiation between the priority 
ate an the ate o the patent, proes a jst reslt.

. he ante-ating o an appliation an speiation has signiane or two prposes:

 () or ing the priority ate or etermining antiipation. he basi priniple ner-
lying this is that sbjet to any provision as to post-ating the priority ate shol 
be the ate on whih the invention was rst islose. In my rerat o Clase  
() I have mae provision or the priority ate in respet o the rther appliation 
le ater ivision, being etermine with reerene to this priniple.

 () or ing the ate o the patent whih ner the Bill is the ate o the ling o the 
omplete speiation [vide Clase  ()]. I the rther appliation is treate as 
having been le on the ate it was atally le, there wol be ilty in re-
oniling it with the stattory reqirement as to the maimm time whih might 
lapse between the ling o a provisional an a omplete speiation. ner Clase 
 o the Bill, this maimm interval was  months an I have sggeste this being 



  R    

Digitised and typeset by CC nline® (). The surest way to legal research!M

inrease to  months. In the normal orse o events, the eet whih nees-
sitate the ivision o an appliation wol be notie only when the omplete 
speiation is eamine an by this ate in very many ases the  month-perio 
wol have lapse. here is thereore neessity to make a provision or ante-ating 
the ate o the ling o the omplete speiation to avoi this reslt. I however 
onsier that it wol be jst an also logial to ante-ate the rther appliation 
an the omplete speiation le therewith to the ate o the ling o the ear-
lier omplete speiation as the rther speiation beame neessary merely on 
aont o etra matter ontaine in the speiation. In this sitation it wol be 
neessary to ensre that the speiation le with the rther appliation oes not 
ontain any matter not alreay islose in the earlier omplete speiation on-
taine. I the appliant esires to inle resh matter not alreay in the omplete 
speiation alreay le, he mst le a resh appliation whih wol have other 
priority an ling ates.

. Inling these points the lase shol with larity speiy that:—

 () A rther appliation may be mae or an invention islose either in a provisional 
or a omplete speiation alreay le [vie setions  () o the .K. an  o 
the Astralian Ats].

 () h an appliation may be le by an appliant who, either apprehens that his 
appliation might be hel eetive on the gron that more than one invention 
has been laime in a omplete speiation, or in orer to remey a eet o this 
natre pointe ot by the Controller (ibid).

 () he resh appliation to be le beore the aeptane o the omplete speiation 
[etion  () o the Astralian At].

 () he resh appliation to be aompanie by a omplete speiation [ () o the 
Astralian At].

 () he Controller to be empowere to reqire amenments to be mae in the om-
plete speiation rst le as well as in the omplete speiation le with the 
resh appliation to ensre that the same matter is not inle in both the om-
plete speiations [.K. le  ()].

 () he eletion o the later part o lase () whih empowers the Controller to 
ante-ate the resh omplete speiation.

. Sub-clause ().—his sb-lase, as also the sb-lase that ollows, oner power 
pon the Controller to post-ate an appliation. b-lase () eals with a ase where the 
post-ating is in onseqene o a reqest mae by the appliant. Provision on these lines 
was rst introe in the .K. in  by an amenment introe by the Patents At o 
that year. A slight hange in the langage o this provision was mae by the .K. At o  
by the introtion o the opening wors “At any time after an application has been led”. 
Beore the introtion o these wors, it was hel in Seligman’s Application for a Patent4 
that where an appliation ha not been aepte within  months rom the ate o the ling 
an ha thereore beome voi [Clase  () o the Bill] no appliation or post-ating ol 

4.  PC .
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be entertaine. he insertion o the wors italiize above is state in errell on the aw o 
Patents as overrling this eision in these terms:

“ner the present At it seems plain, by reason o the se o the wors ‘at any time’ 
that where an appliation is post-ate it is treate or all prposes as having been 
mae on the later ate.”

[errell on aw o Patents: th ition Page ],

I o not agree with this omment an in this I am spporte by the eision o the ivisional 
Cort in A.H. Freeman5, whih has been arme by the Cort o Appeal6. It is not however 
proper to leave the matter in this state o ambigity an I wol resolve it on the lines o the 
.K. eision.

. Sub-clause ().—his sb-lase has to be rate so as to onorm to the rat o 
Clase ().

. Sub-clause ().—his orrespons to etion  () o the .K. At. I wol sggest two 
hanges in the sb-lase. he rst is in regar to the reerene to sb-setion () o etion 
: this shol be to sb-setion (a), the matter reerre to in sb-lase (b) being that ealt 
with by Clase  (). he seon is that sb-lase  (a) in making a reerene to the ontry 
o pbliation o the oments, ses the wors “in Inia”. In view o the hange I have re-
ommene in the rle as regars what shall onstitte an antiipatory pbliation by o-
ments, it is neessary that the wors “in Inia” shol be elete. I wol rther sggest the 
sbstittion o the wors “aeptane o the omplete speiation” or “aeptane o the 
appliation”. I have issse this last matter in the notes to Clase .

. Sub-clauses  and .—hese orrespon to setions () an () o the .K. At, 
 an make provision or reerenes being entere in the speiations. here is one other 
gron, besies those provie or in etions () an () o the .K. At [orresponing to 
Clases  () an  ()] pon whih a spei reerene may be inserte by the Controller. 
hat is the sbjet matter o etion  o the .K. At. his etion  is base on the reom-
menation o the wan Committee who in paragraph  o their inal eport sai:

“We also onsier that provisions shol be mae in the Ats to the eet that where, 
in the Comptroller’s opinion, the invention laime annot be perorme withot risk 
o inringement o some laim o an earlier patent whih is in ore an prima facie 
vali, he may, nless the appliant himsel agrees to insert a spei reerene to sh 
earlier patent, insert a reerene to it ater the laims by way o notie to the pbli.”

. Broaly state this reommenation was in eet to pt into preise an stattory 
orm the previosly eisting pratie o the Patents e. moore, J., reerre to the pra-
tie in this regar in Daniel Adamson & Company’s appliation7:

“A spei reerene is inserte in orer to warn the pbli an to all attention to a 
relationship eisting between the invention esribe an laime in the speiation 
in whih sh reerene appears an the invention esribe an laime in the etters 
Patent the sbjet o sh spei reerene.”

5.  PC .
6.  PC .
7.  PC  at p. .
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here were also other ases in whih aoring to the pratie o the Patent e spei 
reerene se to be mae bt it is nneessary to go into the etails o that pratie. I ner-
stan that the pratie in Inia is on the same lines as in the .K. ner the eisting pratie 
thogh the Controller normally reqires an appliant to insert a reerene an elines to pro-
ee with the appliation in proper ases nless the reerene were inserte, he is not ner 
any stattory obligation to o so. It was this option or isretionary power o the Controller 
that was mae obligatory an stattory ner etion  o the .K. Patents At. he omis-
sion o a provision on the lines o etion  oes not thereore make mh ierene bease 
the eisting pratie will ontine. Bt on the other han, the oiation o the law an a 
stattory enition o the onitions in whih a reerene shol be inserte wol pt the 
matter beyon obt. or these reasons I onsier that it wol be sel to have a provision 
on the lines o etion  o the .K. Patents At,  to be inserte as one o the sb-lases 
o Clase .

. Sub-clause ().—his sb-lase reproes the provision ontaine in etion  () o 
the .K. Patents At. he power o the Controller to insert a reerene ater the grant o the 
patent is in the .K. pt in to over ases o belate opposition ner etion  o the .K. 
At. As the Bill oes not make any provision or sh belate opposition, reerenes to the 
power o the Controller sbseqent to the grant o a patent mst be omitte.

. A rerat on the ollowing lines will arry ot the above sggestions:—

“. Other Orders of the Controller.—() (a) At any time beore the aeptane o 
the omplete speiation a person who has mae an appliation or a patent ner 
this At may, i he so esires, or with a view to remey the objetion raise by the 
Controller on the gron that the laims o the omplete speiation relate to more 
than one invention, le a rther appliation in respet o an invention islose in 
the speiation provisional or omplete alreay le in respet o the rst mentione 
appliation.

 (b) (i) he rther appliation ner the last preeing sb-setion shall be aom-
panie by a omplete speiation, an the appliation an the omplete 
speiation shall be eeme to be le on the ate o ling o the omplete 
speiation in prsane o the rst mentione appliation.

 (ii) he omplete speiation le with the rther appliation shall not 
inle any matter not in sbstane islose in the omplete speiation 
le in prsane o the rst mentione appliation.

 (iii) he Controller may reqire sh amenment o the omplete speiation 
le in prsane o either the original or the rther appliation as may be 
neessary to ensre that neither o the sai omplete speiations inles 
a laim or matter laime in the other.

 () he rther appliation shall, sbjet to the etermination o the priority ate 
ner etion  () o this At, be proeee with as a sbstantive appliation.

() bjet to the provisions o etion  at any time ater an appliation has been 
le ner this At an beore aeptane o the omplete speiation, the Controller 
may, at the reqest o the appliant mae in the presribe manner, iret that the 
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appliation shall be post-ate to sh ate as may be speie in the reqest, an 
proee with the appliation aoringly:

Provie however that no appliation shall be post-ate ner this sb-setion to a 
ate later than si months rom the ate on whih it was atally mae or wol, bt 
or the provisions o this sb-setion, be eeme to have been mae.

() Where an appliation or speiation (inling rawings) is amene in prs-
ane o the iretions o the Controller ner etion  () the appliation or spei-
ation shall, i the Controller so irets, be eeme to have been mae on the ate 
on whih the reqirement is omplie with or where the appliation or speiation 
is retrne to the appliant, the ate on whih it is re-le ater omplying with the 
reqirement.

() Where it appears to the Controller that the invention so ar as laime in any 
laim o the omplete speiation has been antiipate in the manner reerre to in 
sb-setion (a) or sb-setion () o etion  he may rese to aept the omplete 
speiation nless the appliant either

 (a) shows to the satisation o the Controller that the priority ate o the laim o 
his omplete speiation is not later than the ate on whih the relevant o-
ment was pblishe; or

 (b) amens his omplete speiation to the satisation o the Controller.

() I it appears to the Controller that the invention is laime in a laim o any other 
omplete speiation reerre to in lase (b) o sb-setion () o etion , he may, 
sbjet to the provisions hereinater ontaine, iret that a reerene to that other 
speiation shall be inserte by way o notie to the pbli in the appliant’s omplete 
speiation nless within sh time as may be presribe either:

 (a) the appliant shows to the satisation o the Controller that the priority ate o 
his laim is not later than the priority ate o the laim o the sai other spei-
ation; or

 (b) the omplete speiation is amene to the satisation o the Controller.

() I it appears to the Controller as a reslt o an investigation ner etion  or 
otherwise—

 (a) that the invention so ar as laime in any laim o the appliant’s omplete 
speiation has been laime in any other omplete speiation reerre to in 
lase (a) o sb-setion () o etion ; an

 (b) that sh other omplete speiation was pblishe on or ater the priority 
ate o the appliant’s laim;

then, nless it has been shown to the satisation o the Controller that the prior-
ity ate o the appliant’s laim is not later than the priority ate o the laim o that 
speiation, the provisions o sb-setion () shall apply in the same manner as they 
apply to a speiation pblishe on or ater the ate o ling o the appliant’s om-
plete speiation.
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() Any orer o the Controller ner sb-setion () or () o this setion ireting 
the insertion o a reerene to another omplete speiation shall be o no eet nless 
an ntil the other patent is grante.

 () (i) I, in onseqene o the investigations reqire by the oregoing provisions 
o this At or o proeeings ner etion  o this At, it appears to the 
Controller that an invention in respet o whih appliation or a patent has 
been mae annot be perorme withot sbstantial risk o inringement o a 
laim o any other patent, he may iret that a reerene to that other patent 
shall be inserte in the appliant’s omplete speiation by way o notie to the 
pbli nless within sh time as may be presribe either—

 (a) the appliant shows to the satisation o the Controller that there are rea-
sonable grons or ontesting the valiity o the sai laim o the other 
patent; or

 (b) the omplete speiation is amene to the satisation o the Controller.

 (ii) Where, ater a reerene to another patent has been inserte in a omplete spe-
iation in prsane o a iretion ner the oregoing sb-setion—

 (a) that other patent is revoke or otherwise eases to be in ore; or

 (b) the speiation o that other patent is amene by the eletion o the rel-
evant laim; or

 () it is on, in proeeings beore the ort or the Controller; that the rel-
evant laim o that other patent is invali or is not inringe by any working 
o the appliant’s invention, the Controller may, on the appliation o the 
appliant, elete the reerene to that other patent.”

Clause 17—ubstitution of applications etc.

. his lase reproes etion  o the .K. At, the present provision in relation to 
this matter being ontaine in etion  (A) o the Inian Patents an esigns At, .

he marginal note may be amene to rea “Substitution of applicants etc.” as in the .K.

. Sub-clause ().—b-lase () iniates that the assignment or agreement ealt with 
in sb-lase () is in writing. his might be mae epliit by the aition o the wors “in 
writing” ater the wor “agreement” in line .

. Sub-clause ().—his sb-lase reers to an assignment or agreement mae by one o 
two joint appliants or a patent. In the ontet it is obvios that what is meant is “by one o 
two or more joint appliants”. he wors “or more” or in the orresponing .K. etion 
() an they might be inserte in sb-lase ().

. Sub-clause ().—Paragraph () o sb-lase () eparts rom the .K. provision—
etion () ()—by omitting reerene to the right being establishe in a ort. I o not 
onsier the omission jstie. rther the reerene to “the rights o the laimant in respet 
o the invention” being “nally establishe ner the provisions o this At” is an ina-
rate esription o the sope an ntion o the Controller ner sb-lase () to whih 
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it obviosly reers. ner sb-lase () the Controller oes not etermine the rights o the 
laimant to the invention, bt is only onerne to give iretions “or enabling the applia-
tion to proee in the name o one or more o the parties alone or or reglating the manner 
in whih it shol be proeee with”. In view o this, the provisions o sb-lase ()() may 
be rerate ths:

 “() the rights o the laimant in respet o the invention have been nally estab-
lishe by the eision o a ort; or

 () the Controller gives iretions or enabling the appliation to proee or or 
reglating the manner in whih it shol be proeee with ner the provi-
sions o sb-setion () o this setion.”

. Sub-clause ().—he .K. epression “personal representative” has to be replae by 
the wors “legal representative” its Inian eqivalent in line .

Clause 18—cceptance of complete pecification

. his lase orrespons broaly to etions  an  () o the .K. Patents At, 
 thogh the langage employe is not iential. I wol sggest that this lase might 
be broken p into two parts as in the .K., the rst ealing with the time within whih an 
appliant shol pt his appliation an speiation in orer, an the other with the aept-
ane o the speiation by the Controller inling the presription o the time within whih 
he shol o so. he logiality o sh an arrangement is too obvios to reqire argment in 
spport.

. here are two other matters to whih I wol raw attention: () he Bill speaks o 
“the aeptane o the appliation” whereas the .K. Patents At reers to “the aeptane 
o the omplete speiation”. I wol preer the .K. orm bease the main sbjet mat-
ter ner eamination is the speiation an it is when that is in orer that an aeptane 
takes plae. () etion  () o the .K. At arries in aition a proviso whih is esigne 
to prevent prematre pbliations o speiations so as not to prejie appliations mae 
abroa. A provision on these lines wol benet Inian inventors who make the basi applia-
tion in this ontry. he provision is esigne to obviate the ilties arising rom the at 
that in ertain ontries, the pbliation o a speiation in any other ontry onstittes an 
antiipation so as to eprive an invention o novelty or the prpose o making appliation or 
patents. I wol sggest the aoption o a similar provision in the Bill.

. ner sb-lase () the maimm perio within whih an appliation or a patent 
ol be aepte is  months rom the making o the appliation. In the .K. Patents At o 
, however, the starting point or the omptation o this maimm time is rom the ate 
o the ling o the omplete speiation.

. he .K. Patents an esigns At o  as originally enate i not  any perio 
o time within whih alone an appliation shol be aepte. In orer however to sere that 
the reqisitions o the Controller shall be epeitiosly omplie with an to prevent ne 
elay by the appliants the Patents an esigns Amenment At,  enate etion -A 
whih e a maimm perio o eighteen months rom the ate o the appliation, or its 
aeptane. he starting point was however, altere in  to rn rom the ate o the ling 
o the omplete speiation an this has been ontine by the Patents At o . [It may 
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be mentione in passing that etion () o the .K. Patents At,  has been the sbjet 
o rther amenments ner whih the maimm perio allowable now stans enlarge to 
or years vide, the .K. Patents At o  (setion ).

. o make the ate o ling o an appliation or a patent, the starting point or ompt-
ing the maimm perio allowable or the aeptane o a omplete speiation oes not 
seem to have mh reason behin it, while on the other han, there is more logi in making it 
ommene rom the ling o the omplete speiation. It is the omplete speiation whih 
is eamine by the Patent e an the interval provie by the lase is or the prpose o 
allowing or—

 (a) the time reqire or the eamination o the appliation an the speiation by the 
Patent e an;

 (b) the time reqire by the appliant to omply with the reqirements o the oe.

Besies, to ompte the time rom the ling o an appliation operates to the prejie o 
appliants who le provisional speiations along with their appliations an as I have 
alreay pointe ot, most o them are Inian appliants. he provision in the Bill mst there-
ore, be altere.

. he moe o omptation aopte in the .K., however, sers rom the eet that 
the time taken by the Patent e or eamination, or whih the At ol not an oes 
not presribe any maimm perio, is inle in the total perio o time within whih the 
aeptane o the speiation oght to take plae. In other wors, any elay ase by the 
oe in ompleting the eamination is in eet attribte to the appliant an he is prej-
iially aete i the eamination takes more time than might be sal. his anomaly is 
avoie in Astralia, by presribing that the time within whih the omplete speiation 
ol be aepte shol start rom the ate on whih the report o the aminer is sent to 
the appliant.

etion () o the Astralian Patents At enats:

“he time within whih an appliation an a omplete speiation may be aepte 
is teen months rom the ate on whih the rst report o the aminer on the om-
plete speiation was sent to the appliant.”

he provision in Canaa (etion ) is similar an the appliant being given “si 
months ater any aminer appointe has taken ation thereon, o whih notie has 
been given to the appliant”. I onsier this metho o ing the time, making it start 
rom the ate on whih the rst statement o objetions by the Controller is sent to the 
appliant to be jst an not open to the objetion that an appliant oght not to ser 
or the elay ase in the eamination by the Patent e.

. he net qestion is the ation o the preise time limit within whih an appliant 
shol be oblige to omply with the reqisitions o the oe an bring the appliation an 
the speiation in orer. rom the qotations whih I have mae in the previos paragraph, 
it wol be seen that this perio is teen months in Astralia an si months in Canaa. 
I am o opinion that taking into aont the onitions in Inia a perio o twelve months 
might be aopte with a provision or the etension o that perio by the Controller by r-
ther three months. his wol mean that speiations oght to be pt in orer within a 
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maimm perio o teen months rom the ate when the objetions o the Controller are 
ommniate to the appliant.

. etion  o the Canaian At speies two alternative time limits or an appliant 
ptting his speiation in orer. ne to whih I have alreay averte provies or si 
months rom the ate when the report o the aminer is ommniate to the appliant 
an the other an absolte perio o twelve months rom the ate o the ling o the omplete 
speiation (the system o provisional speiation oes not obtain in Canaa), the appliant 
having the benet o the longer o the two perios. aving regar to the at that I have sg-
geste the raising o the perio rom si to pratially  months I o not think it neessary 
to reommen the aoption o any similar provision here.

. here is one matter to whih it is neessary to avert, on the langage o Clase (). 
his sb-lase ses the epression “eeme to have been rese” in reerring to an applia-
tion whih has been allowe to lapse. his oes not appear to be qite arate. hese wors 
were obviosly taken rom etion (), o the eisting Inian Patents an esigns At, . 
In the ase now ner isssion the Controller eerises no violation an passes no orer as 
a reslt o whih the appliation omes to an en bt it is rather the ase o a ailre to at on 
the part o the appliant himsel. I wol preer the se o the wors “be eeme to have been 
abanone” as onnoting with preision the real sitation.

. Clase (), is rther eetive in that it oes not ontain any positive provision set-
ting ot the rles appliable in ases where an appeal is le against the Controller’s orers, 
thogh ases where appeals are le are ele rom the operation o the rle as to the limit 
o time within whih an appliation ol be aepte. n the lase as it stans it wol 
appear that i an appeal were le there wol be no limit o time within whih a omplete 
speiation shol be pt in orer. In the .K. Patents At the positive provision is ontaine 
in etion  () an it is neessary to inorporate this in Clase .

. he ollowing rerat o lase  as Clases  an -A, implements these 
reommenations:—

“. Time for acceptance of complete specication.—() An appliation or a pat-
ent shall be eeme to have been abanone nless within  months rom the ate 
o the orwaring o the rst statement o objetions to the appliation or omplete 
speiation by the Controller to the appliant or within sh longer perio as may be 
allowe by the ollowing provisions o this setion, the appliant has omplie with 
all the reqirements impose on him by or ner this At. Where the appliation or 
any speiation has been retrne to the appliant by the Controller in the orse o 
eamination proeeings the appliant shall not be eeme to have omplie with sh 
reqirements nless an ntil he has rele it.

 () he perio allowe by sb-setion () o this setion shall be etene by the 
Controller to sh perio not eeeing  months rom the ate o the or-
waring o the statement o objetions reerre to in the oregoing sb-setion 
(), on appliation mae in the presribe manner by the appliant beore the 
epiration o the perio so speie.

 () I at the epiration o the perio allowe ner the oregoing provisions o this 
setion, an appeal to the igh Cort is pening in respet o the appliation (or, 
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in the ase o an appliation or a patent o aition, either in respet o that 
appliation or in respet o the appliation or the patent or the main inven-
tion) or the presribe time within whih sh an appeal ol be le in the 
igh Cort (apart rom any etension o time grante by the ort or ling the 
appeal) has hot epire, then—

 (a) where sh appeal is pening, or is broght within the aoresai time o 
twelve or teen months as the ase may be or beore the epiration o any 
etension o that time grante by the igh ort (in the ase o a rst eten-
sion) on an appliation mae within that time or (in the ase o a sbseqent 
etension) on an appliation mae beore the epiration o the last previos 
etension, the sai perio o twelve or teen months as the ase may be or 
omplying with the reqirements o the Controller shall be etene ntil 
sh ate as the igh Cort may etermine;

 (b) where no sh appeal is pening or is so broght, the sai perio o twelve 
or teen months as the ase may be or omplying with the reqirements 
o the Controller shall ontine ntil the en o the time aoresai or i any 
etension o that time is grante by the igh Cort as aoresai, ntil the 
epiration o the etension or last etension so grante.”

“A. Acceptance of the complete specication.—bjet to the provisions o the 
last oregoing setion, the omplete speiation le in prsane o an appliation 
or a patent may be aepte by the Controller at any time ater the appliant has 
omplie with the reqirements mentione in sb-setion () o that setion an i not 
so aepte within the perio allowe ner that setion or ompliane with those 
reqirements shall be “aepte as soon as may be thereater:

Provie that the appliant may make an appliation to the Controller in the pre-
sribe manner reqesting him to postpone aeptane ntil sh ate not being later 
than  months rom the ate o the orwaring o the statement o objetions reerre 
to in sb-setion () o the oregoing setion as may be speie in the appliation an 
i sh appliation is mae the Controller may postpone aeptane aoringly.”

Clause 19—dvertisement of acceptance of a complete specification

. his lase reproes the terms o etion  o the .K. At o  whih was 
aopte in etion  o the Inian Patents an esigns At o . he orresponing se-
tion o the .K. At o  [etion  ()] mae a variation in that the avertisement is 
to speiy the ate on whih the appliation an the speiation wol be open to pbli 
inspetion, whereas ner the lase only the aeptane is notie an therepon the spei-
ation beomes atomatially open to pbli inspetion. he hange rom the provisions o 
setion  o the .K. At o  was mae as a reslt o the reommenations o the wan 
Committee. In para.  o their inal eport, they sai:

“his setion provies that, on the aeptane o the omplete speiation, the 
Comptroller shall avertise the aeptane, an that the appliation an speiation 
shall therepon be open to pbli inspetion. It has been pointe ot to s that this 
pratie has some inonveniene. here is oten elay in obtaining sh inspetion, 
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owing to the at that the oments in qestion have been sent to the printer or the 
printing o the speiation. It was also pointe ot that in some oreign ontries a 
patent is invaliate i the invention has been pblishe anywhere in the worl prior 
to the ate o the oreign appliation. Ater ll onsieration o the matter an on-
sltation with the oials o the Patent e, we have ome to the onlsion that 
it is esirable to print a ate on the speiation as the ate when the printe opy o 
the speiation is available or prhase, an to treat this ate as the rst ate when 
the speiation may be inspete an an be eeme to be pblishe, an as the ate 
rom whih the rights o the patentee or reovering amages or inringement are 
an as the ate rom whih the perio or giving notie o opposition to the grant is 
rekone. We are inorme that ner normal onitions the ate when the printe 
opy o the speiation wol be available is rom two to three weeks ater the ate 
o aeptane.”

. he provision in Astralia is slightly ierent rom that in the .K. ner setion 
(), o the Astralian Patents At,  on the epiration o si months ater the loging 
o the omplete speiation, a notiation is to be pblishe that the speiation is open 
to pbli inspetion. his throwing open o the speiation to pbli inspetion is nrelate 
to its aeptane an the latter is separately avertise ner etion (). In Astralia, 
thereore, a omplete speiation might beome open to pbli inspetion even beore the 
aeptane o the appliation by the Controller.

. he ollowing history o the provisions in Astralia might be on sel in onsi-
ering the proposal mae by the Patents nqiry Committee in para  reommening the 
pbliation o omplete speiations immeiately they were le. Beore  the Astralian 
Patent At ollowe the .K. moel o speiations beoming open to pbli inspetion 
only ater the aeptane o the appliation. etion A o the At introe in that year 
irete pbliation o speiations immeiately ater their logment. his however was in 
ore bt or a short time, an was replae by the present provisions as a reslt o the reom-
menations o the ean Committee. In paragraph  o their report they sai:

“By an amenment o the eisting At mae in , etion A was inserte provi-
ing or the pbliation o a omplete speiation ater its logment. aving regar to 
the eisting state o the eamination work in the Patent e, we aept the priniple 
that a omplete speiation shol not have to await aeptane beore it beomes 
open to pbli inspetion. here are, however, isavantages in too early pbliation 
an we have aoringly provie in Clase  that pbliation shall not take plae 
ntil si months ater logment o the omplete speiation.”

. he Patents nqiry Committee sggeste in para  that the provision as to pbli-
ation o omplete speiation in Inia might be moelle on etion -A, o the Astralian 
Amenment introe in . he Bill oes not aept this reommenation— an, in my 
opinion, this rejetion is orret. I am not onvine o any avantage in the pbliation o a 
omplete speiation beore aeptane, bt, thogh I entirely agree that in orer to ensre 
that inventions are not kept seret or too long, eamination o the speiation shol be 
speee p an sh o them as are aepte shol be lai open to pbli inspetion at as 
early a ate as possible, on priniple I am against the pbliation o a speiation whih is 
not aepte.
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. As between the provisions in the Bill an that in the .K. At, I wol preer the latter 
an wol reommen that the lase be rerate on the lines o etion  () o the .K. 
At.

. I nerstan that at present on the average there is a time lag o abot  months 
between an avertisement o the aeptane o a speiation an the pbliation o the 
printe omplete speiation whih is sai to be e to the elay in having the printing one 
in the Government Press [vide Appeni A—able ()]. his elay ases harship to the 
pbli. his shol be ree an in no ase shol it eee or weeks. o ahieve this 
epeition, the Patent e might either have a printing press o its own, or be eqippe 
with eqipment or rapi pliation like Mltigraph et. so as to enable it to make sient 
opies o speiations or being sol to persons seeking them or the prpose o ling opposi-
tion or at least be permitte to tilize a private printing press.

. In this onnetion, I might sggest that the present sale o ees payable or applia-
tion or patents may be moie by reing by s.  the ee or the ling o a omplete 
speiation an by reqiring the payment o s.  per page o the speiation inling 
rawings, sbjet to a maimm o s. or the osts o pblishing them an whih might 
be mae payable within  ays o the appliant being notie o the aeptane with power 
in the Controller to eten this perio, say, by another month. I the appliant aile to pay 
the ee within the time e or etene or ase, the aeptane might be revoke an the 
appliation rese. his wol be more eqitable than the present system, ner whih all 
appliants or patents pay the same sm whatever be the ost the Government inrs in the 
matter o having their speiations printe an pblishe. My sggestion, i aepte, might 
be implemente by appropriate rles.

. I this lase ollows, as I sggeste, the phraseology o etion  () o the .K. At, 
, there wol have to be a provision on the lines o etion  (), o the .K. At in 
orer to orrelate the epressions se in Clase  with those in Clase . I wol thereore 
sggest that Clase  might have a seon paragraph arrying the wors o etion  () 
o the .K. At.

. he ollowing rerat wol arry ot these sggestions:

“. Advertisement of acceptance of a complete specication.—

() n the aeptane o a omplete speiation the Controller shall give notie to 
the appliant, an shall avertise in the Gazette the at that the speiation has been 
aepte an the ate on whih the appliation an speiation or speiations le 
in prsane thereo will be open to pbli inspetion.

() Any reerene in this At to the ate o pbliation o a “omplete speiation 
shall be onstre as a reerene to the ate avertise as aoresai.”

Clause 20—ffect of acceptance of complete specification

. his lase orrespons in general to setion  (), o the .K. At iering however 
in two minor matters.

. he rst is that the lase reers to the ate o the aeptane o the appliation as 
ompare to the ate “o the pbliation o the omplete speiation” reerre to in the 
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.K. At. I wol preer the .K. orm as being more logial sine it is the pbliation whih 
isloses the invention to the pbli an not the aeptane o the appliation an omplete 
speiation, whih is the matter relevant in this ontet. I may a that this is also in aor-
ane with the provision in Astralia (etion ).

. et the lase inles the wors ‘‘or the epiration o the time or sealing” whih 
o not or in the .K. At, . hese wors have ha a hoary anestry in nglan hav-
ing ome right own at least rom the Patents At o  (etion ) an ontine to be 
in the .K. enatments ntil the At o . he preise eet, however, o these wors is 
not apparent; nor is it lear whether the relevant ate mentione is the later or the earlier o 
the two ates—the ate o sealing or the epiration o the time. As the proviso reqires that 
the patent shall be seale beore any rights ol be enore, the signiane o the wors is 
rather obsre an I presme they were elete or this reason. here are no reporte ei-
sions on the provision. It may be mentione that these wors o not appear in the orrespon-
ing setion in Astralia. I wol thereore sggest the eletion o these wors. he ollowing 
rerat wol arry ot these sggestions.

“. Effect of acceptance of complete specication.—Ater the ate o the pbliation 
o the omplete speiation an ntil the ate o sealing a patent in respet thereo, 
the appliant shall have the like privileges an rights as i a patent or the invention ha 
been seale on the ate o the pbliation o the omplete speiation:

Provie that the appliant shall not be entitle to institte any proeeings or 
inringement ntil the patent has been seale.”

Clause 21—pposition to grant of patent

. I have alreay issse the esirability o retaining opposition proeeings as it 
obtains in the Inian Patents an esigns At,  an have sggeste that lase  might 
be rerate on the lines o etion  o the .K. At. he aompanying rat seeks to give 
eet partilarly to the alterations I have reommene in relation to what shol onstitte 
antiipation by pbliation in oments, an the provision in Clase -A reqiring inorma-
tion rom appliants regaring the ate o their oreign appliations or the same invention or 
whih a patent is soght here.

. Opposition to grant of Patent.—() At any time within three months rom the 
ate o the pbliation o a omplete speiation ner this At, (or within sh r-
ther perio not eeeing one month in the aggregate as the Controller on appliation 
mae to him in the presribe manner allows) any person intereste may give notie 
to the Controller o opposition to the grant o the patent on any o the ollowing 
grons:—

 (a) hat the appliant or the patent or the person ner or throgh whom he 
laims, wronglly obtaine the invention or any part thereo rom him or rom 
a person o whom he is the legal representative;

 (b) that the invention so ar as laime in any laim o the omplete speiation 
has been pblishe beore the priority ate laime
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 (i) in any speiation le in prsane o an appliation or a patent mae 
in Inia ater --, or

 (ii) in Inia or elsewhere, in any other oment, not being a oment o the 
lass esribe in sb-setions () or () o etion  o this At.

 () that the invention, so ar as laime in any laim o the omplete speiation 
is pblishe on or ater the priority ate o the appliant’s laim an le in 
prsane o an appliation or a patent in Inia, being a laim o whih the 
priority ate is earlier than that o the appliant’s laim8:

 () that the invention so ar as laime in any laim o the omplete speiation 
was se in Inia beore the priority ate o that laim;

 (e) that the invention so ar as laime in any laim o the omplete speiation is 
obvios an so oes not involve any inventive step, having regar to the matter 
pblishe as mentione in paragraph (b) o this sb-setion; or having regar 
to what was se in Inia beore the priority ate o the appliant’s laim;

 () that the sbjet o any laim o the omplete speiation is not an invention 
within the meaning o this At or is not patentable ner etion .

 (g) that the omplete speiation oes not siently an learly esribe the 
invention or the metho by whih it is to be perorme;

 (h) that the appliant aile to islose to the Controller the inormation reqire 
by etion A or rnishe inormation whih in any material partilar was 
alse to his knowlege.

bt on no other gron.

() Where any sh notie is given, the Controller shall give notie o the opposition 
to the appliant an shall give to the appliant an the opponent an opportnity to be 
hear beore he eies on the ase.

() he grant o a patent shall not be rese on the grons state in paragraph 
() o sb-setion () o this setion i no patent has been grante in prsane o the 
appliation mentione in that paragraph; an or the prpose o enqiry ner lases 
() an (e) o the sai sb-setion (), no aont shall be taken o any seret se.”

Clause 21-—Refusal of patent without opposition

. he .K. At ontains a provision—etion —ner whih antiipatory pblia-
tions might be broght to the notie o the Comptroller withot the inormant ling a ormal 
an reglar opposition to the grant o the patent, a provision whih appears to me wol be 
etremely sel. In the rst plae, it is onne to one spei gron pon whih an appli-
ation ol be rejete—a gron whih is apable o immeiate veriation an aeptane 
i the ats state were orret. he provision wol only mean that the inormant assists the 
Patent e to eet a more omplete eamination by bringing to its notie matters whih 
might have been misse. eonly, the inormant might either be a person not having a locus 

8. or the orers whih the Comptroller might pass in opposition proeeings when a prior laiming is prove 
see per loy Jaob J. in  PC .
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standi to le opposition or the reason that he is not tehnially “a person intereste” or one 
who is not in a position to nertake the epense o ling a reglar opposition bt might 
have in his possession inormation regaring antiipatory pbliations, whih wol make 
the eamination more ompliate an this wol ertainly be in the pbli interest.

. I have rate a lase whih wol arry ot this sggestion.

“-A. Refusal of patents without opposition.—I at any time ater the aeptane 
o the omplete speiation le in prsane o an appliation or a patent an beore 
the grant o a patent thereon it omes to the notie o the Controller, otherwise than in 
onseqene o proeeings in opposition to the grant ner the last oregoing setion, 
that the invention, so ar as laime in any laim o the omplete speiation, has been 
pblishe beore the priority ate o the laim;

 (a) in any speiation le in prsane o an appliation or a patent mae in 
Inia an ate ater --;

 (b) in any other oment [not being a oment o any lass esribe in etion 
 () or () o this At], the Controller may rese to grant the patent nless, 
within sh time as may be presribe, the omplete speiation is amene 
to his satisation.”

Clause 22—ention of inventor as such in patent

. his lase sbstantially reproes etion  o the .K. Patents At,  eept 
that it omits sb-setion () o the latter enatment. here is no provision orresponing to 
Clase  in Astralia bt the ew Zealan At has a provision (setion ) in the same 
terms as etion  o the .K. At.

. he provision owes its origin to the terms o Art. I (ter) o the International Convention 
as amene at onon in . he Artile rns:—

“he inventor shall have the right to be mentione as sh in the patent”.

he .K. Patents At o  was amene in  by the introtion o a new etion A 
arrying this provision into that At. he present provision in the nite Kingom At o 
 sbstantially reproes etion A o the At o .

. hogh Inia is not a party to the International Convention an there is thereore 
no legal neessity or sh a provision, the jstiation or it rests on the moral gron 
pon whih the Artile o the International Convention itsel is base. he priniple is that 
whether or not the atal eviser has proprietory right to the invention (he wol not have, 
or instane, in those ases where he is an employee an the invention has been mae in the 
orse o his employment), he has a moral right to be name as the inventor. h a mention 
besies aoring him mental satisation gives him a prestige an inreases his eonomi 
worth, avantages to whih he is legitimately entitle thogh by ontrat he might have 
parte with proprietory interest in the partilar patent grante.

. Sub-clause ().—In view o my reommenation to eliminate “ommniatees” 
an “importers” o invention rom the ategory o “rst an tre inventors”, sb-lase 
() is nneessary an may be elete.
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. Sub-clause ().—his sb-lase makes a slight epartre rom the orrespon-
ing .K. provision ontaine in etion  (). he latter presribes a time-limit both 
or a reqest as well as or laim. It is not very lear why the time-limit or the laim 
was omitte in sb-lase (). his might be retie by the inlsion in it o the wors 
“or laim” ater the wors “A reqest”.

. In view o the hange whih I have sggeste to Clases  an , the provision on-
taine in sb-lase () here might be broght into line with the provisions in the .K. enat-
ment, wherein the starting point or the omptation o the time limit o two months rns 
rom the ate o the pbliation o the omplete speiation an not the ate o avertise-
ment o the aeptane o the appliation. he sb-lase might rea: —

“() A reqest or laim ner the oregoing provisions o this setion shall be mae 
not later than two months ater the ate o pbliation o the omplete speiation 
or within sh rther perio (not eeeing one month) as the Controller may, on an 
appliation mae to him in that behal beore the epiration o the sai perio o two 
months an sbjet to the payment o the presribe ee, allow.”

Suggested new sub-clause A.—b-setion () o the .K. At rns in these terms:

“o reqest or laim ner the oregoing provisions o this setion shall be enter-
taine i it appears to the Comptroller that the reqest or laim is base pon ats 
whih, i prove in the ase o an opposition ner the provisions o paragraph (a) o 
sb-setion () o setion orteen o this At by the person in respet o or by whom 
the reqest or laim is mae, wol have entitle him to relie ner that setion.”

. he reason why the Bill oes not arry this provision might possibly be on aont o 
the omission o the proere or opposition. In view, however, o my reommenation to 
introe opposition proeeings, a provision on the lines o sb-lase () o etion  o 
the .K. At,  wol have to be inle in Clase .

. etion  () o the .K. At is base on son priniple. Where a laimant alleges 
an proves that the invention ha been obtaine rom him, the at wol proot the title o 
the appliant an wol thereore be a gron or resing the appliation. or this reason, 
the sb-setion provies that the proper remey or a person oming orwar with sh an 
allegation shol be to invaliate the grant o the patent an not merely obtain mention o his 
name as an inventor. he provision is in pbli interest an I wol sggest its aoption. As 
regars the langage o the sb-lase there is one point that eserves mention. b-setion 
() o the .K. At reers both to a reqest as well as a laim. he provision is qite in orer so 
ar as “laims” are onerne. It is, however, not lear how “a reqest” ol be base on an 
allegation o “obtaining”. A reqest is mae when an appliant or all the appliants together 
with the atal eviser, i he is not the appliant, present an appliation to the Controller. In 
sh ases as the allege atal eviser is a onsenting party, no allegation o “obtaining” is 
possible. I thereore onsier that the reerene to “reqest” might be omitte rom the new 
sb-lase. I eet were given to these sggestions, a new sb-lase A might be ae 
reaing:

“ (A). o laim ner the oregoing provisions o this setion shall be entertaine 
i it appears to the Controller that the laim is base pon ats whih, i prove in the 
ase o an opposition ner the provisions o etion  o this At by the person in 
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respet o or by whom the laim is mae, wol have entitle him to relie ner that 
setion.”

Clause 23—rovision for secrecy for certain inventions etc.

. I have issse the broa otlines o the sheme or the preservation o serey in 
regar to appliations or patents or inventions relevant or eene in paras - ante.

. It will thereore be sient i I onne mysel to the etails o the rating hanges 
whih are neee. irst in relation to sb-lase (), its last portion enables the Controller to 
proee with an appliation in regar to whih a serey iretion has been passe p to the 
stage o aeptane. rom this, it wol ollow that the orers o the Controller passe in 
regar to the appliation or the speiation le in prsane thereo, wol all be sbjet 
to rights o appeal. It wol, however, eeat the very prpose o the serey iretions i the 
hearing o these appeals shol take plae in open ort, in whih event the invention whih 
it is esigne to keep seret by reason o the iretions passe ner Clase  () wol 
beome islose to the pbli. his reslt ol be obviate by one o two orses:

 () an elaborate provision or hearing appeals in the several stages in amera;

 () by eliminating appeals so long as serey iretions are in ore.

I onsier the latter preerable primarily on aministrative grons. o gar against prej-
ie to appliants, the Controller might be eprive o the power to rese an appliation so 
long as the iretions are in ore. In the appene rerat I have soght to make provision 
on these lines.

. While on this topi I might avert to the at that sb-lase () o the Bill makes 
provision or the inventor agitating the aeqay o the ompensation grante to him by 
Government in ort. In sh a proeeing there is a possibility o the invention beoming 
islose to the pbli. his may be remeie by appropriate provisions in Clase  an I 
have epane sb-lase () o lase  to meet this nee.

. Sub-clause (b).—I sggest the sbstittion o the wor “solatim” or “ompensa-
tion” se in sb-lase  (b) o the Bill. his wol emphasise the aspet that the payment 
is not eigible as a matter o legal right.

. In view o the reommenation I have mae regaring the grant o patents to inven-
tions in the el o Atomi nergy I sggest the omission o all reerene to the Atomi nergy 
At in this lase (sb-lases ,  an ).

. Sub-clause ().—his sb-lase reproes the provision o etion  () o the .K. 
At whih was itsel base pon the relevant war time reglation on the topi. I the sgges-
tion I have mae empowering the Central Government on its initiative to iret the Controller 
to pass serey iretions were aepte it wol be neessary to eet a hange in the tet 
o sb-lase () o Clase  making it inmbent on the Controller to obtain the onsent o 
the Government beore athorising an appliant or a patent in Inia to make an appliation 
abroa. In the absene o sh provision, normally when the Controller eies in respet o 
an appliation that it is not neessary to pass any serey iretion in relation to it, he wol 
give permission to the appliant to le an appliation or a patent abroa. In view, however, 
o the Government having a right to eamine appliations in regar to whih the Controller 
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has not thoght it neessary to pass orers ner etion  () it is neessary to lothe the 
Government with ontrol over the appliant ling appliations or patents otsie Inia.

. I onsier the perio o  weeks provie by sb-lase  (a) inaeqate or the 
Government to make p their min whether it is neessary to isse orers to the Controller 
an wol reommen its being mae  weeks.

. he . . A. Patents At whih ontains a similar provision as to serey iretions 
as in Clase  () enats that any ontravention o the iretions by the appliant shall be 
visite not only with pnishment as a riminal oene as is one by Clase  o the Bill bt 
also with other isabilities on the appliant by way o his losing the right to proee with the 
appliation or patent. I onsier sh a provision proper bease it is somewhat o that a 
patent shol be grante or remain in ore or an invention in regar to whih the appliant 
has been gilty o a riminal oene.

. he ollowing rerat gives eet to the above sggestions:—

“. Provision for secrecy for certain inventions etc.—() Where either beore or 
ater the ommenement o this At, an appliation or a patent has been mae in 
respet o an invention an it appears to the Controller that the invention is one o a 
lass notie to him by the Central Government as relevant or eene prposes or 
where otherwise the invention appears to him to be so relevant, he may give ire-
tions or prohibiting or restriting the pbliation o inormation with respet to the 
invention, or the ommniation o sh inormation to any person or lass o persons 
speie in the iretions.

 () Where the Controller gives any sh iretions as are speie in sb-setion 
(), he shall give notie o the appliation an o the iretions to the Central 
Government an the Central Government shall, pon reeipt o sh notie, 
onsier whether the pbliation o the invention wol be prejiial to the 
eene o Inia, an i pon sh onsieration, it appears to it that the pb-
liation o the invention wol not so prejie give notie to the Controller to 
that eet, who shall therepon revoke the iretions an notiy the appliant 
aoringly.

 () I the Central Government onsiers that any appliation or a patent in regar 
to whih the Controller has not given the iretions set ot in sb-setion () 
o this setion, is relevant or the prpose o eene, it may at any time beore 
the aeptane o the omplete speiation notiy the Controller to that eet 
an pon reeipt o sh notie, the Controller shall give to the appliant the 
iretions set ot in sb-setion () o this setion an intimate the same to the 
Central Government.

 () he Central Government shall reonsier the qestion whether the pbliation 
o the invention ontines to be prejiial to the eene o Inia within nine 
months rom the ate o the ling o the appliation or the patent, an one 
at least ring every sbseqent year an i on sh reonsieration it appears 
to it that the pbliation o the invention wol no longer be prejiial to the 
eene o Inia it shall orthwith give notie to the Controller who shall there-
pon revoke the previos iretion.
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 () o long as any iretions ner sb-setion () are in ore in respet o an 
appliation—

 (a) the Controller shall not pass an orer resing to aept the same, an

 (b) notwithstaning anything in Chapter III, no appeal shall lie rom any 
orer o the Controller passe in respet thereo:

Provie that the appliation may, sbjet to the iretions, proee pto the 
stage o the aeptane o the omplete speiation, bt the aeptane shall 
not be avertise nor the speiation pblishe, an no patent shall be grante 
in prsane o the appliation.

 () When any iretion ner sb-setion () is revoke by the Controller, he may, 
(notwithstaning any provision o this At, speiying the time within whih 
any step shol be taken or any at one in onnetion with an appliation 
or the patent), as he thinks t, eten the time or oing anything reqire or 
athorise to be one by or ner this At in onnetion with the appliation 
whether or not that time has previosly epire.

 () othing in this At shall be hel to prevent the islosre by the Controller o 
inormation onerning an appliation or a patent or a speiation le in 
prsane thereo to the Central Government or any epartment thereo, or 
the prpose o the appliation or speiation being eamine or onsiering 
whether an orer ner this setion shol be mae, varie or revoke.

 () Where a omplete speiation le in prsane o an appliation or a patent 
or an invention in respet o whih iretions have been given ner this se-
tion is aepte ring the ontinane in ore o the iretions, then

 (a) i any se o the invention is mae ring the ontinane in ore o the 
iretions by or on behal o or to the orer o the Government, the provi-
sions o setions ,  an  shall apply in relation to that se as i the 
patent ha been grante or the invention; an

 (b) i it appears to the Central Government that the appliant or the patent has 
sere harship by reason o the ontinane in ore o the iretions, 
the Central Government may make to him sh payment (i any) by way 
o solatim as appears to be reasonable having regar to the novelty an 
tility o the invention an the prpose or whih it is esigne, an to any 
other relevant irmstanes.

 () Where a patent is grante in prsane o an appliation in respet o whih 
iretions have been given ner this setion, no renewal ee shall be payable in 
respet o any perio ring whih those iretions were in ore.

 () o person resient in Inia shall, eept ner the athority o a written permit 
grante by or on behal o the Controller, make or ase to be mae any appli-
ation otsie Inia or the grant o a patent or an invention nless—

 (a) an appliation or a patent or the same invention has been mae in Inia, 
not less than eight weeks beore the appliation otsie Inia, an
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 (b) either no iretions have been given ner sb-setion () o this setion in 
relation to the appliation in Inia, or all sh iretions have been revoke:

Provie that

 () the Controller shall not grant written permission to make any appliation ot-
sie Inia withot the prior onsent o the Central Government;

 () this sb-setion shall not apply in relation to an invention or whih an applia-
tion or protetion has rst been le in a ontry otsie Inia by a person 
resient otsie Inia.

 () Withot prejie to the provisions o Chapter I, i in respet o an appli-
ation or a patent any person ontravenes any iretion as to serey given 
by the Controller ner this setion or makes or ases to be mae an appli-
ation or the grant o a patent otsie Inia in ontravention o sb-setion 
() the appliation or patent ner this At shall be eeme to have been 
abanone an the patent i any grante shall be liable to be revoke ner 
setion .

 () All orers o the Controller giving iretions as to serey as well as all 
orers o the Central Government ner this setion shall be nal an shall 
not be alle in qestion in any ort on any gron whatsoever.”

Clause 24—rant and sealing of patent

. Sub-clause ().—In ealing with lase  I have sggeste that in plae o the provi-
sion or objetions ontaine in the present lase there shol be a provision or a reglar 
opposition on grons, whih I have issse in ealing with the earlier lase. I the reom-
menation be aepte the langage o Clase  () wol have to be moie.

. Besies I am nable to omprehen the signiane o the wors “sbjet to sh on-
itions i any as the Central Government thinks epeient” whih or in this sb-lase. 
o obt these wors are on in etion  o the Inian Patents an esigns At,  
bt I am not able to gre ot preisely the sort o onition sbjet to whih a patent may be 
grante. I am not aware o this power having been tilise ring the nearly hal a entry 
o its eistene so as to aor any giane regaring the natre o the power. here is no 
similar provision in the Patents Ats o .K., Astralia or other ontries. I sggest the omis-
sion o these wors in the sb-lase.

. Sub-clause ().—ollowing etion  () o the Inian Patents an esigns At,  
this sb-lase enats an overall maimm perio ompte rom the ate o the appliation, 
within whih a patent shall be seale, the perio presribe by the sb-lase viz.,  months 
being the same as that in the eisting At.

. here is no similar maimm perio presribe by the .K. Patents At. n the other 
han, it wol he on that ner that At even in ases where there is no opposition to 
the grant o a patent an there were no appeals rom the orer o the Controller ring the 
eamination stage, nearly  months might elapse between the ling o an appliation an the 
sealing o a patent as might be seen rom the ollowing table:—



    R  

Digitised and typeset by CC nline® (). The surest way to legal research!M

Months Months

1. Where a provisional specication is led with application. Time 
for ling complete specication .

12 + 3 Permissible extension [vide S. 3 (2) of the 
U.K. Act of 1949]

Months Months

2. After complete specication is led.
 Time for complying with requisitions of the Controller and secure 

acceptance

12 + 3 Permissible extension [vide S. 12 (I) of the U.K. Act 
1949*]

3. After acceptance
 Time usually taken before publication of complete specication.

1 month (vide Swan Committee Report Para. 184)

4. From time of publication of complete specication request for 
sealing could be made within

4 months [S. 19 (2)]

* The period of 12 months has been extended to four years by the Patents Act, 1957. The above computation of 35 months has been made without 
adverting to this amendment.

. he perio o  months allowe by Clase  () is nly short. rther it is even 
inonsistent with the other provisions ontaine in the Bill bease the perio o  months 
might oneivably elapse in some ases beore the time within whih “notie o objetions” 
ol be le ner the present Clase .

. ner etion  (), the orresponing provision o the .K. Patents At, , the 
time presribe or reqesting that the patent be seale rns rom the ate o the pbliation 
o the omplete speiation. his is logial an is base on son priniple. rther the 
hange that I have sggeste to Clase  () as regars the time within whih a omplete 
speiation shol be pt in orer or the aeptane o the Controller preles the possi-
bility o presribing an overall perio ommening rom the ling o the appliation. My sg-
gestion there was that time shol start rom the ate on whih the statement o objetions o 
the Controller was rst sent to the appliant. In view o this the only logial starting point o 
time or the omptation o the ration within whih an appliant shol, ater aeptane 
o his appliation, make a reqest or the sealing shol be rom the ate o the pbliation 
o the omplete speiation an in ases where there is opposition, ater the etermination 
o the opposition.

. In regar to the eat perio I wol sggest that this might be si months rom the 
ate o the pbliation o the omplete speiation. In sggesting this perio I have taken 
into aont the at that the maimm perio presribe or an opposition is or months 
an I have ae two months more. I might point ot that etion  o the Astralian At 
provies or a perio o si months. his wol avoi any possibility o a patent being seale 
beore the perio o ling an opposition epires.

. In regar to the provisos, proviso (a) is nneessary in view o the sbstitte starting 
point o time being the ate o the pbliation o the omplete speiation an not the ate 
o the appliation.

Proviso (b).—I time starts rom the ate o pbliation o the speiation, there nee be 
no reerene to appeals against the iretions o the Controller ner setions ,  an  
an proviso (b) may be onne to the orers o the Controller ner etion .

Proviso () reproes the provision o proviso (b) to etion  () o the .K. At whih 
however may be rame on the same terms as in the . K.
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he .K. At has a proviso (a) to etion  () reaing

 “(a) where at the epiration o the sai or months any proeeing in relation to 
the appliation or the patent is pening in any ort or beore the Comptroller 
or the Appeal ribnal, the reqest may be mae within the presribe perio 
ater the nal etermination o that proeeing.”

his has not been inle among the provisions o the Bill. his proviso wol be neessary 
as the terms o Clase  () will not se to over the ontingeny sine the provisions o 
sb-lase () provie a time limit within whih the sealing shol take plae.

he present proviso () might onveniently be mae into a separate sb-lase on the lines 
o etion  () o the .K. At the maimm perio o etension being retaine as ner 
the Bill at three months.

. Clase  omits setion  () o the .K. At orresponing to etion  () o the 
Astralian At. his “harship lase” was in the wors o Blano White “intene to on-
ter a peliarity now abolishe o the .. law an appears to have no present appliation”. 
he omission o this lase might, thereore, be maintaine.

. he lase might be rerate on the ollowing lines to give eet to my sggestions.—

“. Grant and sealing of patent.—() Where a omplete speiation in prsane 
o an appliation or a patent has been aepte an either—

 (a) the appliation has not been oppose ner etion  an the time or the l-
ing o the opposition has epire; or

 (b) the appliation has been oppose an the opposition has been nally eie in 
avor o the appliant, or

 () the appliation has not been rese by the Controller by virte o any power 
veste in him by this At,

the patent shall, on reqest by the appliant in the presribe orm, be 
grante to the appliant or in the ase o a joint appliation to the appliants 
jointly, an the Controller shall ase the patent to be seale with the seal o 
the Patent e an the ate on whih the patent is seale shall be entere in 
the egister o Patents.

() bjet to the provisions o sb-setion () an o the provision o this At with 
respet to patents o aition, a reqest ner this setion or the sealing o a patent 
shall be mae not later than the epiration o a perio o si months rom the ate o 
the pbliation o the omplete speiation:

Provie that—

 (a) where at the epiration o the sai si months any proeeing in relation to the 
appliation or the patent is pening beore the Controller or the igh Cort, 
the reqest may be mae within the presribe perio ater the nal etermina-
tion o that proeeing;

 (b) where the appliant or one o the appliants has ie beore the epiration o 
the time within whih ner the provisions o this sb-setion the reqest ol 
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otherwise be mae, the sai reqest may be mae at any time within twelve 
months ater the ate o the eath or at sh later time as the Controller may 
allow.

() he perio within whih ner the last oregoing sb-setion a reqest or the 
sealing o a patent may be mae may rom time to time be etene by the Controller 
to sh longer perio as may be speie in an appliation mae to him in that behal, 
i the appliation is mae an the presribe ee pai within that longer perio:

Provie that the rst-mentione perio shall not be etene ner this sb-
setion by more than three months or sh shorter perio as may be presribe.

() or the prposes o this setion a proeeing shall be eeme to be pening so 
long as the time or any appeal therein (apart rom any tre etension o that time) 
has not epire, an a proeeing shall be eeme to be nally etermine when the 
time or any appeal therein (apart rom any sh etension) has epire withot the 
appeal being broght.”

Clause 24-—mendment of patent granted to deceased applicant

. he provisions ontaine in proviso (b) to Clase () as renmbere are not s-
ient to over ases where ater a reqest or sealing has been mae, an appliant ies 
beore the atal ate o sealing, bt the Controller in ignorane o his eath, seals it in his 
name. etion  () o the Astralian At makes provision or this ontingeny an similarly 
etion  o the .K. At. A provision on these lines might selly be ae as Clase -A 
an I wol rat it on these lines.

“A. Amendment of patent granted to deceased applicant.—Where at any time 
ater a patent has been seale in prsane o an appliation ner this At, the 
Controller is satise that the patentee ha ie, or in the ase o a boy orporate ha 
ease to eist, beore the patent was seale, the Controller may amen the patent by 
sbstitting or the name o the patentee the name o the person to whom the patent 
oght to have been grante; an the patent shall have eet an shall be eeme always 
to have ha eet aoringly.”

Clause 25—ate of the patent

. ner etion  o the Inian Patents an esigns At,  the ate o the patent 
is to be the ate o the appliation. When this was originally enate in  it ontaine no 
provision or the ling o a provisional speiation an every appliation ha to be aompa-
nie by a omplete speiation. his however was altere by the Amening At  o  by 
whih a provision was mae or the ling along with an appliation, o a “provisional spei-
ation” as istingishe rom a “omplete speiation” whih latter might be le within 
nine months ater the ling o the provisional speiation with a possible etension o one 
month at the isretion o the Controller. otwithstaning this, the provision in etion  
as regars the ate o the patent was let ntohe, eviently by inavertene. he eets 
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an isavantages o sh a system o omptation were orelly pointe ot by the wan 
Committee (paras  to  o their inal eport) an the .K. At o  ollowe the 
Committee’s reommenation. he provision in the Bill is on right lines an may be aepte.

. Clase () is sbstantially erive rom etion () o the .K. At eept that in 
the latter there is no reerene to the sealing. he .K. Patents an esigns At,  etion 
 was in the same terms as etion  o the Inian Patents an esigns At,  inl-
ing the wors “an sealing” bt these wors were omitte rom the .K. enatment by the 
Amening At o .

. he prpose o the provision as to “the ate o the patent” is or allating the ra-
tion o the patent an also the time rom when the renewal ees wol be payable. he ate 
on whih the patent is seale is, however, immaterial or these prposes. It is however relevant 
only or the allation o the perio beyon whih an appliation or omplsory liensing 
ol orinarily be le. I have alreay in the rerat o Clase  provie or the Controller 
entering in the egister the ate on whih the patent is seale. aving in view this provision 
an bearing in min the nee or not miing p the ate o the patent with the ate o the 
sealing it is neessary that the reerene to sealing shol be omitte rom Clase ().

. etion () o the .K. At,  oes not ontain the eeption with whih sb-
lase () opens, bt etion  o the Astralian At whih orrespons to Clase  ses 
the phraseology “bjet to this At” whih I preer. It wol be neee to over ases o 
patents o aition.

. he ollowing rerat gives eet to the above sggestion:—

“. Date of patent.—() bjet to this At, every patent shall be ate with the 
ate o ling o the omplete speiation:

Provie that no proeeings shall be taken in respet o an inringement 
ommitte beore the ate o the pbliation o the omplete speiation.

() he ate o every patent shall be entere in the egister o Patents.”

Clause 26—Form, extent and effect of patent

. Heading of the clause.—he marginal note to etion  o the .K. At orrespon-
ing to this lase reas “tent, eet an orm o patent” whih is the same as in etion 
 o the Inian Patents an esigns At,  whih the lase seeks to re-enat. Inasmh 
as the patent is by sb-setion () enate to have eet throghot Inia, the wor “etent” 
oght to appear in the marginal heaing.

an manatring abroa an selling in onon...... artiles mae by the patente 
proess, wholly eprive the patentee o the benet o his invention. It is thereore impos-
sible to sppose that an elsive right to ven is not given, an the eenants have 
thereore inringe the plaintis right....”

. It has also been reste on the terms o the etters Patent whih ontains a lase rein-
oring the elsive rights o the patentee by whih “or subjects are strictly commanded 
.....that they o not...ring the ontinane o the sai term either directly or indirectly 
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make se o or pt into pratie the sai invention or any part o the same.....” see Elmslie v. 
Boursier9; Von Heyden v. Neustadt10.

. A preisely similar view prevails in the .K. as regars the analogos ase o patents 
grante or mahines whih are se or the protion o artiles. ven where a laim is 
solely or a mahine or apparats, a prot mae by sh mahine or apparats is treate 
as overe by the patent protetion, so that not merely a manatrer o the mahine bt 
also those who sell prots mae by the se o the mahine whether within the ontry or 
abroa, are treate as inringing the patent. In this respet the law in the nite Kingom is 
in aorane with the law in rane, Germany, ollan, the .... an other ropean 
ontries as well as in Japan an in several o these ontries the Patents Ats themselves 
ontain spei provisions to that eet. I nee only a that Astralia an Canaa ollow 
the same rle as in the .K.

. he law in the nite tates is ierent an where the laim in a patent is or a pro-
ess or or a mahine, the sale o the prot mae by the se o the proess or mahine is 
not hel to be an inringement, so that in eet an ation or inringement o a proess or a 
mahine patent, wol lie only against the manatrer an not against those who sell goos 
obtaine as a reslt o the manatrer tilising the proess or the mahine. he rle was 
ths eplaine:

“A proess patent is not inringe by selling the prot an the venee o a prot 
whih has been mae in inringement o a patente proess annot be hel liable to the 
patentee, or in any etent to be an inringer”— (American Gramophone Co. v. Gimbel 
Bros.11).

he broa proposition that the venor o a prot whih has been mae in inringe-
ment o a patente proess is an inringer, or liable to any etent to the patentee, is 
ntenable an oes not reqire isssion. he patentee’s remey is against the man-
atrer.........he patent.. ....is one or a proess, an not or a prot. It esribes a 
metho o proing the Welsbah mantle...... to rener it siently har an resistent 
to allow o transportation......an any person is at liberty to ven or se the invention 
withot aontability to the patentee, eept he also be the manatrer” (Welsbach 
Light Co. v. Union Incandescent Light Co.12). (aw o Chemial Patents by homas, 
eon ition, p. ).

hese eisions arose ot o patents or proesses bt similar rles govern the interpretation 
o the rights o parties where the laim in the patent is only or a mahine.

. It might at one be pointe ot that the orm o the patent grant in Inia ner the 
Inian Patents an esigns At,  oes not ontain the injntion on ‘the sbjets’ as in 
the .K. etters Patent “ommaning them not to pt into pratie the invention directly 
or indirectly” or the provision as to the “whole prot or avantage” o the invention being 
assre to the inventor so that it wol not be orret to assme that the Inian orts wol, 
i a ase arose in respet o an Inian Patent, apply with ertainty the .K. rle. It is harly 
neessary to mention that no ase has arisen or sh eision being renere.

9.    q .
10. ()  Ch  .
11.  e at .
12.  e at , .



  R    

Digitised and typeset by CC nline® (). The surest way to legal research!M

. he matter is ths res integra an there wol thereore be no impeiment in the shape 
o veste rights in the hoie o a partilar rle whih wol avane the national eonomy.

. nobtely the Amerian rle is more logial in that the sope o the protetion 
aore by the law is o-etensive with the sope o the invention an the laim. he qes-
tion, however, as to the rle o law to be aopte mst ltimately epen not pon ne 
onsierations o the theoretial jstiation or the partilar view—or argments ol 
be on or any view—bt pon what is really o benet to the ontry bearing in min the 
general pattern o instrial evelopment.

. he qestion as to the system o patent protetion to be preerre, assmes ae 
importane, in view o my reommenation that in a large el o invention—prots 
obtaine by hemial methos an artiles o oo an meiine—only proess laims shol 
be permitte his taken in onjntion with the at that a large majority o the patents in 
these lines are hel by oreign nationals who are inline to tilise the Inian Patents as a 
means or sering to them a monopoly o importation o the patente artiles manatre 
by them abroa, wol appear to point to the esirability o the aoption o the Amerian 
rle. It wol be seen that ner that rle, sine a patent or a proess oners merely an 
elsive right to se the patente proess, an not any elsive right to sell the prot 
mae by the proess, the importation o the prot mae abroa by the patente proess 
an its sale wol not onstitte an inringement o the proess patent. he reslt wol 
be that as any one was ree to import the artile an sell it, the ompetition wol lea to a 
retion in prie, an this wol be partilarly so in ases where the artile is proe in 
ontries where the invention patente in Inia oes not enjoy patent protetion. In the ase 
o prots whih are essential to instrial protion, or instane, some o the hemials 
or essential rgs, this wol be o onsierable benet to the ontry’s instrial avane 
or to national health.

. his avantage however has to be jge in the light o ertain o the ill-eets o 
sh a state o the law. he eonomi rationale behin the rle that sales within the on-
try o artiles manatre abroa by a patente proess onstittes an inringement is, 
as eplaine by Kelly C. B. in the passage alreay etrate, the nee to protet one who 
starte an instry within the ontry rom ompetitors abroa who ha opie the patente 
proess. hs the Amerian rle, while proteting the patentee against rival manatrers 
within the ontry, leaves the inigenos instry withot protetion against manatre 
abroa. In eet sh a rle wol haniap the starting o instries within the ontry, by 
removing the embargo whih the .K. patent rle imposes on importation o the patente 
artile rom abroa.

. In the ..A., however, this ill-eet is avoie by aministrative ation—the se o 
the tari, in ases where the prot ol be proe at a heaper prie in a oreign on-
try. here wol ths be some amont o illogiality between the aoption o the Amerian 
rle an the provisions o the hapter on omplsory working—or in the latter the impor-
tation o a patente artile withot manatring it in this ontry is treate as an abse 
whih wol jstiy the grant o a omplsory liene to work the invention.

. In Inia also, i by aministrative ation, operating almost atomatially, imports o 
the patente artiles, the manatre o whih is ommene within the ontry, ol be 
so reglate as to aor an assre market or home-proe goos, the aoption o the 
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Amerian rle wol be beneial. h proere wol, while eliminating ompetition 
within the ontry by the protetion against inringement aore by the Patents aw, reg-
late ompetition rom importe prots as to onne it to the eman nsatise by loal 
manatre. his wol impart a egree o feibility ahieving at the same time the grant 
o sient eonomi protetion to Inian instry an the saegaring o the interests o 
the onsmer.

. Mh as I wol have esire to reommen the Amerian rle or aoption by this 
ontry I eel eterre rom oing so or the reason that it is not easy to realise an aminis-
trative mehanism operating in the manner I have iniate. In these irmstanes I reom-
men the aoption o the rle o law ollowe in the .K. an other ropean ontries as 
the one best site to the nees o a ontry whose interests eman rgently the working 
o patente inventions within as short a time as possible an to the llest etent reasonably 
pratiable.

. et as to bren o proo in ations or inringement, where the patent inringe was 
or a prot, as mae by a proess speially esribe, the Committee esire in eet 
to introe the same provision as was on in etion -A o the .K. Patents At, . 
his proviso ran:—

“Provie that, in an ation or inringement o a patent where the invention relates to 
the protion o a new sbstane, any sbstane o the same hemial omposition 
an onstittion shall in the absene o proo to the ontrary be eeme to have been 
proe by the patente proess”.

(his proviso to sb-setion () was, with the rst two wors omitte, renmbere as sb-
setion () o etion A by the Amening At o ). I o not see any reason to reom-
men the aoption o sh a provision. rom its tet it wol be obvios that it was losely 
bon p with the speial orm o laiming or hemial prots introe as etion 
-A(l) by the .K. Patents an esigns Amenment At o , an sine on my sheme 
there wol be no absolte or limite prot laims or hemial sbstanes, there is no nee 
or the enatment o this speial rle as to ons. In regar to the patents now on the register, 
in whih laims might have been rate in the etion -A orm, I wol preer to leave the 
law nhange or the reason that as it is, it is air.

. Apart rom any spei stattory provision, the position is that where the eenant 
has se or sol artiles allege to have been mae by the patente proess, the ons o prov-
ing that they were in at mae by that proess wol be on the plainti.

. o qote errell—

“In Cartsburn Sugar Rening Co. v. Sharp13 the allege inringement onsiste in 
the sale in nglan o be sgar manatre in Ameria by a mahine mae in 
aorane with the speiation o the omplainers’ (i.e. the plaintis’) patent. or 
Kinnear, in his jgment, sai14: “o witness has been eamine o sient skill as a 
mehani to give a etaile esription o the mahine in qestion. All that is prove is 
that it oes not orrespon in all respets, thogh in some respets it oes orrespon, 
to the esription in ersey’s patent. It is sai that as the manatre omplaine o 

13.  PC .
14.  PC .



  R    

Digitised and typeset by CC nline® (). The surest way to legal research!M

ha taken plae in Ameria, it was inmbent on the responents, pon the priniple 
whih reeive eet in the ase o Neilson v. Betts15, to prove by negative eviene 
that it was not manatre aoring to the speie proess. I think no sh ons 
lies pon the responents in the present ase, bease there an be no qestion on the 
eviene that sh artiles as were sol by the responents MAY A B pro-
e by mahinery whih involve no inringement o the omplainer’s patent. hat 
being so, it lay pon the omplainers to prove their ase, an as they took a ommission 
to Ameria or the prpose o proving it, there ol have been no ilty in their 
obtaining a sient esription o the mahine to whih it is allege they have trae 
the bes o sgar sol by the responents to enable them to establish the inringement, 
i inringement there was.

Bt where the artiles were mae abroa, an the plaintis in onseqene ol not 
be aore ll opportnity o inspeting the mahinery by whih they were mae, it 
was hel that it lay with the eenants to rebt a prima facie ase mae ot by the 
plaintis.16.

In the varios aharin ases17 the plaintis were the owners o patents whih ov-
ere all known proesses o making saharin. hey were able to proe eviene to 
the eet that althogh it was oneivable that saharin might be mae in some other 
way, no other proesses were then known to the sienti worl. he eenants, who 
importe saharin, ol not give any satisatory aont o the way in whih the 
importe sbstane was atally mae. It was hel that inringement ha been estab-
lishe”—(errell on Patents, inth ition, pages -).

. I onsier the rle as to the bren o proo enniate in the eisions reerre to in 
the above etrat, jst an air both to the patentee an the allege inringer, an that there 
is no nee or any legislative intererene.

. he other matter whih the Committee esire to be inle in the lase is in rela-
tion to saving the rights o prior patentees. h a provision I have not been able to n in 
the Patent aws o any ontry an in my opinion it is not neessary either. I any laim o a 
sbseqently grante patent overlaps or is antiipate by an earlier patent grant it wol be 
open to the prior patentee to take proeeings to have the later patent revoke in part or in 
whole, to the etent o the overlap. here is thereore no nee or any spei saving in regar 
to the rights o prior patentees.

. here is, however, one matter in onnetion with the right o patentees whih reqires 
to be larie—the right o researh workers to se the invention—whether it be an artile 
or a proess—or the prposes o arrying ot eperiments—in the orse o researh, as 
istingishe rom se or a ommerial prpose. Beore proeeing rther, I shall etrat a 
passage rom Blano White’s treatise on Patents to iniate the nertainty o the law on this 
topi in the .K.:

“***Mere eperiment with a patente invention wol appear not to amont to 
inringement; bt it is the patent itsel that mst be the sbjet o eperiment an not 
(or instane) the prot o a patent proess. An it wol seem that a laim o right 

15.   I.
16.  PC .
17.  PC .
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to eerise the invention may onvert an eperimental eerise into an ationable threat 
to inringe” (page ).

I onsier it esirable that the law shol speially eempt se o the patente artiles or 
proesses or the se o artiles or prots mae by the se o the patente proess or patente 
mahine or apparats or eperimental prposes rom being ationable as an inringement.

. In United Telephone Co. v. Sharples18 it was hel that the se o an inringing arti-
le or the prpose o instrting ppils—plling ot the artile to piees an ptting them 
together—was not a ‘mere eperimental ser’ an amonte to an inringement. It appears 
to me that sh se is really eperimental se an that the onstrtion o the patentee’s 
rights aopte in that eision as nly hampering tehnial eation. ven in the nite 
Kingom the United Telephone Co. v. Sharples eision is treate as a ‘borer line ase’ (See 
Blano White on Patents or Inventions, page  note )—as an instane where it ol 
have been hel that the ‘se’ was not se as an artile o the sort overe by the patent. he 
insertion o the wors ‘inling the se o the patente artile or proess or the prpose o 
imparting instrtion to ppils’ in the lase wol avoi this interpretation.

. here is also nee or a rther saving in regar to the operation o other laws. or 
instane, it has been pointe ot that while the Patents At prports to athorise a patentee 
to make, se or eerise his invention sbjet only to the provisions o the Inian Patents an 
esigns At,  the Instries (evelopment an eglation) At,  imposes etters 
pon the starting o an instry not eepting those or working a patente invention. Again, 
while the grant o a patent enables a patentee either to eerise the invention himsel or to 
athorise others to o so, sbjet only to the provisions o the Inian Patents an esigns At, 
, the oreign hange eglation At,  imposes restritions pon the transmission 
o ns by both the patentee as well as those athorise by them to work the inventions. 
here is no obt that these two enatments the Instries (evelopment an eglation) 
At,  an the oreign hange eglations At,  wol overrie the rights on-
erre on a patentee by the Inian Patents an esigns At, . I have reerre to these two 
enatments bt this is not ehastive (vide, or instane, the rgs At, ). he matter 
may be pt beyon obt by a spei provision sbjeting the rights o a patentee to the 
provisions o other laws, laws other than the Inian Patents an esigns At, .

. he orm o the etters Patent to be isse ner the At may be sitably amene to 
aor with the rights onerre on the patentee by the statte.

. I wol sggest the ollowing rerat o Clase  or this prpose:—

“. Rights of a patentee.—() bjet to the provisions o this At, a patent grante 
either beore or ater the ommenement o this At, shall oner pon the patentee:

 (a) where the patent is or an artile or sbstane, the elsive right by himsel, 
his agents or liensees to make, se, eerise, sell or istribte sh artile or 
sbstane in Inia;

 (b) where a patent is or a proess o manatring an artile or sbstane the 
elsive right by himsel, his agents or liensees to se or eerise the proess 
in Inia an o sing or selling in Inia artiles or sbstanes mae by sh 
proess an o athorising others so to o.

18.  PC .
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() otwithstaning anything in this At, the making or sing o a patente mahine 
or apparats or other artile, or the se o a patente proess or the se o an artile 
mae by the se o the patente proess, mahine or apparats or the prposes merely 
o eperiment or researh inling the imparting o instrtion to ppils an not by 
way o ommerial se, shall not be eeme to onstitte an inringement o the rights 
onerre on a patentee by this At.”

() he rights onerre on the patentee by this setion shall be eerisable only sb-
jet to the provisions o any other law in ore.

Clause 28—atent obtained in fraud of the true and first inventor

. his lase is a reprotion o etion  () o the Inian Patents an esigns At, 
. he provision in the Inian Patents an esigns At,  was base pon etions 
 () an  () to  () o the .K. Patents an esigns At, . he Astralian Patents 
At,  ontains provisions similar to etion  () to  () o the .K. At o  [vide 
etion  () an etion ] with slight moiations to aapt them to the system o prior-
ity ates o laims whih orms a eatre o the Astralian Patents aw, the only point o i-
erene between them being that the Astralian At inles aitional provisions appliable 
to ases where ralently obtaine patents are revoke as a reslt o srrener.

. When the .K. Patents law was revise by the wan Committee, they reommene 
the retention in sbstane o the provision in etion  () to  () with however slight 
verbal hanges (vide paragraph  o their nal eport). When the .K. Patents Bill was 
introe in the ose o ors, sb-setions () to () o etion  o the earlier enatment 
was roppe an in its plae the provision in etion  o the At was introe. etion 
 o the .K. Patents At,  eets onsierable hanges in the previos law. Whereas 
ner etion  o the .K. Patents At,  the appliant rom whom the invention ha 
been obtaine is grante a patent in lie o the patent so revoke (as ner Clase  o the 
Bill), etion  o the .K. Patents At,  provies merely or an earlier priority ate 
being available to the appliant whose invention has been “obtaine”. his makes a ierene 
bease where a patent is grante in lie o the revoke patent, there wol be no opposi-
tion whereas in the proere ontemplate by etion  o the .K. At, the only avan-
tage, whih the sessl opponent or sessl petitioner or revoation on the gron 
o “obtaining” wol erive, is as regars the priority ate or the prpose o etermining 
antiipation or novelty o his appliation.

. etion  o the .K. At,  applies the same rle, viz., onerring a priority ate 
both to ases where a patent alreay grante is revoke on the gron o “obtaining” an 
where an opposition sees on that gron. I onsier that a istintion shol be rawn 
between these two types o ases an while the rle as to the assignment o an earlier prior-
ity ate is apt an jst, in ases where the matter remains at the stage o an appliation or 
a patent, the grant o a patent to the aggrieve inventor in lie o the patent revoke is the 
proper relie that shol be grante in ases o revoation o patents. I the ormer rle were 
applie to ases o revoation, the ration o the patent wol or no alt o the pbli, be 
nly enlarge an on this gron, I wol avor the rle as on in etion () o the 
.K. At o .
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. o give eet to this reommenation the lase might be split p into two, one eal-
ing with ases o sessl revoation on the gron o obtaining an the other with ases 
where an opposition sees on that gron.

. In regar to the provision ealing with ases o revoation, there is a possibility o 
petitions by others besies the petitioner who omplain o “obtaining” being le an these 
several petitions being ispose o by a ommon orer. ome or all o the laims relating to 
the grant o the invention hel to have been “obtaine” might possibly have been hel invali 
on other grons. I the right o the petitioner to obtain a patent in lie o the whole or part 
o the patent revoke is mae epenent on an orer o the Cort passe in the proeeing 
or revoation, all these ontingenies wol be eetively provie or.

. In regar to the ase o a sessl opposition on gron o “obtaining”, a provision 
on the lines o etion  o the .K. At,  wol be appropriate. he ollowing rat 
wol implement these sggestions:

“. Patent obtained in fraud of true and rst inventor.—() Where a patent has been 
revoke on the gron that the patent was obtaine wronglly an in ontravention o 
the rights o the petitioner or any person ner or throgh whom he laims or where in 
a petition or revoation, the Cort instea o revoking the patent irets the omplete 
speiation to be amene by the elsion o a laim or laims in onseqene o a 
ning that the invention overe by sh laim or laims ha been obtaine rom the 
petitioner, the Cort may, by orer passe in the same proeeing, permit the grant to 
the petitioner o the whole or sh part o the invention whih the Cort ns has been 
wronglly obtaine by the patentee in lie o the patent so revoke or is ele by 
amenment.

() Where sh orer has been passe the ollowing provisions shall have eet:—

he Controller shall on reqest by the petitioner mae in the presribe manner 
grant to him—

 () In ases where the Cort permits the whole o the patent to be grante, a new 
patent whih will bear the same ate an nmber in lie o the patent revoke;

 () in ases where the Cort permits a part only o the patent to be grante, a new 
patent or sh part an bearing the same ate as the patent revoke:

Provie that the Controller shall as a onition o sh grant reqire the peti-
tioner to le a new omplete speiation to the satisation o the Controller 
esribing an laiming that part o the invention or whih the patent is being 
grante:

Provie rther that the patent so grante to the petitioner shall be nm-
bere as presribe by the rles.”

“A. Priority date etc. in case of ‘obtaining’.—() Where in any opposition pro-
eeing ner this At—

 (a) the Controller ns that the invention so ar as laime in any laim o the 
omplete speiation was obtaine rom the opponent in the manner set ot in 
sb-setion () (a), o etion  an reses the appliation on that gron, he 
may, on reqest by sh opponent mae in the presribe manner, iret that 
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the appliation shall proee in the name o the opponent as i the appliation 
an the speiation ha been le by the opponent on the ates on whih they 
were atally le;

 (b) the Controller ns that a part o an invention esribe in the omplete spei-
ation was so obtaine rom the opponent an has reqire that the speia-
tion be amene by the elsion o that part o the invention, the opponent 
may, sbjet to the provisions o the seeing sb-setion, le an appliation 
in aorane with the provisions o this At aompanie by a omplete spei-
ation or the grant o a patent or the invention so ele rom the appli-
ant’s speiation. he Controller may treat sh appliation an speiation 
as having been le, or the prposes o the provisions o this At relating to the 
priority ates o laims o the omplete speiation, on the ate on whih the 
orresponing oment was or was eeme to have been le by the earlier 
appliant bt or all other prposes the appliation o the opponent shall be 
proeee with as an appliation or a patent ner this At.

() Where an opponent has, beore the ate o the orer o the Controller reqir-
ing the amenment o a omplete speiation reerre to in sb-setion () (b), le 
an appliation or a patent or an invention whih inles the whole or part o the 
invention hel to have been obtaine rom him an sh appliation is pening, the 
Controller may treat sh appliation an speiation in so ar as they relate to the 
invention hel to have been obtaine rom him, as having been le, or the prposes 
o the provisions o this At relating to the priority ates o laims o the omplete 
speiation, on the ate on whih the orresponing oment was or was eeme to 
have been le by the earlier appliant bt or all other prposes the appliation o the 
opponent shall be proeee with as an appliation or a patent ner this At.”

Clause 29-erm of atent

. his lase in terms reproes the eisting setion () an () o the Inian Patents 
an esigns At, . Its provisions orrespon to sb-setions () to () o etion  o the 
.K. Patents At,  thogh epresse in somewhat ierent phraseology.

. he proviso to sb-lase () reas as i the reqest, the presribe ee an the pre-
sribe aitional ee reerre to in it might be mae, or pai even ater the epiry o the 
etene perio, whih is ertainly not the intention an this might be larie by aopting 
the .K. orm whih pts it beyon obt.

. I wol sggest a slight rating hange in sb-lase () by sbstitting the wors 
“bjet to the provisions o this At” or the wors “ave as otherwise epressly provie 
by this At”. he reason is that the wors in the lase are intene to over the ase o the 
etension o the term o siteen years or whih provision is mae ner lase  o the Bill. 
In view o my reommenation (vie infra) that the provision ontaine in Clase  might 
be elete, I sggest this rating hange in Clase ().

. etion  o the Inian Patents an esigns At,  has a thir sb-setion eal-
ing with ases o inringement taking plae in the interval between the lapsing o a patent by 
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ailre to pay the renewal ee in time an beore the payment ater an etension o that time, 
whih however has not been reproe in Clase  o the Bill.

. his was a reprotion o etion () o the .K. Patents At, —. he 
wan Committee mae no reommenation to omit or elete this sb-setion bt when the 
.K. Patents Bill o  was introe into Parliament, this sb-setion was elete by the 
Parliamentary ratsman with the reslt that the present etion  o the .K. At oes not 
ontain this provision. Possibly this was elete rom the .K. At bease the ontingeny 
ontemplate wol be rare, bt nevertheless the setion appears to emboy the orret prin-
iple an there is thereore no reason to isar it. I innoent inringement oes not lea to 
a liability to pay amages, I shol onsier that inringement at a time when the renewal ee 
has not been pai in e time bt is pai thereater within the etene time shol stan 
on the same ooting. I wol thereore sggest that the terms o etion () o the Inian 
Patents an esigns At,  be inle as sb-lase () o Clase .

. he ollowing rerat o the lase implements my above reommenation:—

“. Term of Patent.—() bjet to the provisions o this At, the term o every pat-
ent shall be siteen years rom the ate o the patent.

() A patent shall ease to have eet notwithstaning anything therein or in this At 
on the epiration o the perio presribe or the payment o any renewal ee i that ee 
is not pai within the presribe perio or within that perio as etene ner this 
setion.

() he perio presribe or the payment o any renewal ee shall be etene to 
sh perio not being more than three months longer than the presribe perio as 
may be speie in a reqest mae to the Controller i the reqest is mae an the 
renewal ee an the presribe aitional ee pai beore the epiration o the perio 
so speie.

() I any proeeing is taken in respet o an inringement o the patent ommitte 
ater a ailre to pay any ee within the presribe time an beore any enlargement 
thereo, the Cort beore whih the proeeing is taken may, i it thinks t, rese to 
awar any amages in respet o sh inringement.”

Clause 30—xtension of term of patent

. his lase is sbstantially a reprotion o etion  o the Inian Patents an 
esigns At,  with however a hange in the athority to whom the appliation or eten-
sion has to be mae. he Patents nqiry Committee in paragraph  o their eport pro-
eee on the basis that the provision wol ontine bt sggeste that the athority to 
whom the appliation shol be mae an who shol pass the neessary orers shol be 
the Controller an not the Central Government an this is aopte in the lase as rate.

. he provision or etension o the term o a patent ates in the .K. rom  an has 
been ontine by the sessive Patent Ats with a moiation merely o the sbstittion 
o “the Cort” or “the Jiial Committee” ner the Patents At, . otwithstaning 
that this provision has been in the .K. At or this long time, a similar rle has not been 
aopte in any ontry otsie the Commonwealth, (an even here Canaa is an eeption) 
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thogh the provisions o the .K. Patents Ats have serve as a moel or the ormlation o 
the priniples nerlying the Patent law in several o the ontinental ontries. In partilar 
it may be note that in the leaing instrial ontries like ..A., Germany, witzerlan, 
ollan, Belgim, an rane the respetive patent laws o not ontain any provision or the 
etension o the term o a patent. It might rther be pointe ot that even in those ontries 
where the term o the patent is less than that ner the Inian aw, there is no provision or 
etension o sh term.

. he ratio o the monopoly reate by the Patents Ats is that it is a rewar to the inven-
tor or the benet he oners on the pbli by islosing a sel invention whih they are at 
liberty to pratie withot etter at the en o the term. he patent system o rewaring an 
inventor rests on the theory that the tility or the vale o the invention, wol be properly 
measre by the prots that the inventor obtains throgh his elsive eploitation ring 
the term o the monopoly.

. In ases where very large prots are erive by reason o the patent protetion, there 
is no qestion o the patentee being mae to isgorge to the pbli any part o his gains base 
pon any metho o evalation. A risk is nertaken by the inventor in working the inven-
tion an he is permitte to get what he an ot o the working o the invention ring the 
term o the patent. here is thereore no logi in granting etensions o the term to enable 
a patentee to erive more prot ot o it, when the pbli have one nothing to impee him 
in working the patent or eriving sh prot as the law might allow ot o the eploitation. 
otwithstaning thereore that the priniple o an etension o patents beyon the perio 
e on aont o insieny o prots has prevaile in nglan or over  years an 
is possibly site to that ontry’s eonomy, I o not think it neessary to ontine this pro-
vision in the Patents At in Inia. In this respet we an with benet ollow the rle in the 
ropean ontries an in Ameria where there is no provision or an etension o the term 
stattorily e in the grant.

. It may also be note that the nmber o ases where etensions have atally been 
grante even in nglan has been very ew. Between  an  it is nerstoo that 
thogh a ew appliations have been le or etension o term on the gron o insieny 
o prots, not one has been allowe. I o not onsier it neessary to mention that in a ew 
ases, the term o the patents has been etene on the gron o war loss ner setion  o 
the .K. Patents At,  bt that gron rests on entirely ierent priniples. In any event, 
ases in whih sh appliations or etension have been grante in Inia on the gron o 
inaeqay o prots have been very ew. Moreover the preise ats whih mst be estab-
lishe to entitle a patentee to an etension o not appear to be apable o eat enition or 
enmeration so as to enable the tribnal to apply an objetive test to eie the matter. I o 
not onsier that there is any nee to ontine this provision as part o the Inian law an the 
lase may aoringly be elete.

Clause 31—atents of addition

. his lase in sbstane reproes etion  o the .K. Patents At o . etion 
A o the Inian Patents an esigns At,  whih was introe by the Inian Patents 
an esigns At, (At II o ), arrie the same provision as in the .K. Patents At 
o  whih however was moie later as a reslt o the reommenations o the wan 
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Committee (inal eport, page ). he .K. Patents At,  (etion ) has now greatly 
liberalise the previosly eisting law an enable appliations being mae or patents o 
aition to spplement laims arising ot o what might be terme “Workshop improve-
ments” o inventions overe by the main patent, notwithstaning that i it were an inepen-
ent appliation or a patent, it wol be rese on the gron that the moiation or the 
improvement involve no inventive step beyon the invention as islose in the speiation 
o the main appliation. his hange was sggeste by the wan Committee an now appears 
as sb-setion () o etion  o the .K. At, . he rat o Clase  ollows eatly 
the langage o etion  o the present .K. At.

. I agree that the provision is in general beneial an sel an may be aopte as 
part o the law here. he several sb-setions o etion  o the .K. At have ome p or 
interpretation an in the light o these eisions I sggest that the Clase be rerate so as 
to lariy the intention behin the provisions.

. Sub-Clause ().—he sb-lase reers to “any improvement or moiation o an 
invention”. he qestion whih was arge in19 (in the matter o Georgia Kaolin Co. Ltd.’s 
application) as also in20 (Welwyn Electrical Laboratories Ltd.’s application for a patent) was 
whether the epression “invention” reerre to here meant an invention whih was esribe 
or islose in the omplete speiation o the main invention or was limite to the inven-
tion as claimed in that speiation. he rling in both the ases was that it was the inven-
tion “esribe” in the speiation that was meant by the se o the wor “invention” here 
an that the sbjet o the appliation or the patent o aition mst be in respet o some 
rther islosre over an above that o the main invention in the omplete speiation, 
whih rther islosre mst be in the natre o an improvement in or moiation o the 
main invention as islose or esribe an not merely as laime.

. I will only a that this interpretation o the setion might appear to be not in aor-
ane with the intentions o the wan Committee in reommening the tet o this provision, 
or, in para  o the inal eport they ha state:

‘“ ....sient measre o relie an be given to patentees who have aile to rat their 
laims in a way aeqately to over their inventions, by giving them the opportnity o 
retiying the omission in the laims they have mae, in ases where the irmstanes 
permit o this, by ling patents o aition to over sh variations or ampliations o 
the monopoly laime in respet o their basi invention as they may eem neessary, 
an it is or that reason that we have reommene in the appropriate setion o the 
Ats that patents o aition shol not be liable to be hel invali merely bease they 
showe no inventive step beyon the islosre in the basi speiation.”

. I am, however, onvine that it wol be preerable to have the lase wore so as 
to learly give eet to the two eisions I have reerre to, as otherwise there wol be a ten-
eny to rat laims too loosely. h rating might, in the wors o the wan Committee, 
“give rise to the sbstittion o laims or those originally mae, base on vage an general 
langage in the speiation whih in the light o sbseqently aqire knowlege might 
appear to over an invention whih it was not originally intene to over”.

19.  PC .
20.  PC .
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. I wol aoringly sggest the insertion o the wors “esribe or islose in the 
omplete speiation le thereor” ater the wors “any improvement or moiation o 
an invention” in sb-lase (). I wol also sggest the sbstittion or the wor “grant a 
patent” the wors “grant the patent”—see setion () o the .K. At, .

. Sub-Clause ().—he priniple nerlying the sb-lase that a patent o aition 
shall not be seale beore the sealing o the patent or the main invention is son. he seon 
part o the sb-setion ensres that an appliant or a patent o aition shall not be prej-
ie by reason o the time or the sealing o that patent epiring beore he is in a position to 
apply or the sealing o the main patent. he only hange that is neee is that in the thir 
line it shol be mae lear that the reqest is or the sealing o “a patent o aition”. he 
wors “o aition” o not or in the sb-lase an might be inserte.

. Sub-clause ().—I my sggestion to elete the provision as to the prolongation o the 
term o a patent ner lase  is aepte, proviso (a) to sb-lase () shol be elete.

. As regars proviso (b) in view o my reommenation that petitions or revoation 
shall lie elsively to a igh Cort, the reerene to the Controller shol be elete. In its 
plae I wol sggest a provision or a reqest being mae to the Controller by the patentee 
or the onversion o a patent o aition into an inepenent patent an orers being passe 
on sh reqest.

he proviso may rea as ollows:

“Provie that i the patent or the main invention is revoke ner this At, the 
Controller may, on reqest mae to him by the patentee in the presribe manner, 
orer that the patent o aition shall beome an inepenent patent or the remainer 
o the term o the patent or the main invention an therepon the patent shall ontine 
in ore as an inepenent patent aoringly.”

. Sub-clause ().—his sb-lase provies that the moiation or improvement o the 
invention esribe in the speiation o the main invention whih is reqisite or qaliying 
or an appliation or a patent o aition nee not be o sh harater as to qaliy or an 
inepenent patent. In other wors, there nee not be any patentable ierene between the 
invention islose in the speiation o the main appliation an that in the appliation or 
the patent o aition. he sb-lase onnes this eatre to obviosness or sbjet matter. 
In21 (In the matter o an Appliation or a patent by P an ), it was hel that the omplete 
speiation o the main invention ol be ite or novelty as an antiipatory pbliation. 
I onsier this eision son as laying own a orret priniple an also as a orret inter-
pretation o the sb-setion as it stans. In orer however to pt the matter beyon obt 
an to ensre that in the eamination or antiipation or novelty the speiation o the main 
invention wol also be taken into aont, it is preerable to lariy the position by aing 
at the en o sb-lase () a lase in these terms:—

“or the removal o obts it is hereby enate that in etermining the novelty o the 
invention laime in the omplete speiation le in prsane o an appliation or 
a patent o aition regar shall be ha also to the omplete speiation in whih the 
main invention is esribe.”

21.  PC .
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. Certain speial provisions whih are neessary to iniate as to how ar patents o 
aition are to be treate as part an parel o the main patent, or prposes o assignment, 
liensing et. are not on in the Bill an I have ealt with these in my notes ner the rel-
evant lases.

Clause 32-Restoration of lapsed patents

. his is sbstantially a reprotion o setion  o the Inian Patents an esigns 
At,  emboying the hanges whih have been mae by the .K. Patents At o  in 
its etion () as ompare with etion  o the .K. Patents At o . he orre-
sponing Astralian provision is ontaine in etions  an  o the At o .

. Sub-clause ().—he reerene to etion  is obviosly a mistake or etion () as 
wol be seen rom a omparison o the orresponing .K. etion ().

. etion  o the .K. At speies in the setion itsel that an appliation or restora-
tion shol be mae within three years rom the ate o the lapsing. I wol sggest that this 
orm might be aopte an or the wors—“within the presribe perio rom the ate on 
whih the patent has ease to have eet”, the ollowing wors—“within three years rom 
the ate on whih the patent ease to have eet” sbstitte.

. Sub-clause ().—his sb-lase emboies a hange whih was eete in the .K. 
At o  on the reommenation o the wan Committee. he provision is sel an may 
be retaine.

. Sub-Clause () is in orer.

. Sub-Clause ().—his ollows the langage o etion () o the .K. At. As regars 
the persons who might oppose an appliation or restoration, the wors se in this sb-
lase are iential with those o etion () o the .K. At.

. In Shepherd’s case22, a qestion was raise as to whether the wors “any person” 
whih were se in etion  o the .K. Patents At o  orresponing to etion  
o the .K. Patents At o  meant “any person having any speial interest or not” or was 
onne only to “those being intereste in the invention whih was the sbjet o the patent”. 
he Assistant Controller applie the eisions an the pratie o the .K. Patents e in 
relation to the onstrtion o the wors “any person” in etion  o the .K. At  
whih relate to the right o a person to oppose the appliation or the grant o a patent an 
took the view that “any person” in etion  o the then At meant not “any person” but 
“any person intereste”. I o not think, however, that the wors “any person” in Clase  is 
apable o this limite onstrtion whih was pt pon it in Shepherd’s case.

. I the lase retains the present orm, Corts are bon to raw a istintion between 
the terminology employe in the other provisions o the At where the wors “persons inter-
este” are se an those se in this lase where the wor “person” is not so qalie; 
an orts are bon to hol that in the latter ase “any “person” whether he has a trae 
or ommerial interest in the invention or not wol be omprehene. his wol however 
be anomalos in that the right to le an opposition an a petition or revoation is on-
ne to “persons intereste” while the right to oppose appliations or restoration o lapse 

22.  PC .
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patents is etene to the “ommon inormer”. his possible onstrtion might be avoie 
i the epression “person intereste” were se in this sb-lase, an I wol sggest this 
inlsion.

. Sub-Clause ().—he sb-lase eals with two istint matters: one in relation to the 
obligations that might be impose on the patentee an the other, to the insertion o onitions 
or the protetion o thir parties, who might have begn to avail themselves o the patente 
invention in the belie that the patent ease to have eet. I onsier that it wol ten to 
onveniene an larity to keep these two istint in two sb-lases as is one in Astralia 
[vide etion () an ()]. I have appene a rerat o the lase whih arries this ot.

. Para. (a) o sb-lase () eals with the rst matter. he only reqirement on whih 
the Controller might insist, appears to be to have entries mae in the register in regar to 
oments an instrments whih oght to have been registere ner Clase  bt whih 
have been omitte to be so registere. In regar to this reqirement, it is preerable to make 
the orer or restoration onitional on its ompliane as is one in Astralia (vide etion 
 () Patents At, , instea o the orm aopte in the Bill whih is base on the .K. 
At, making a provision rst or an orer or restoration an a sbseqent orer revoking the 
restoration, i there is breah o this iretion. My rerat o Clase  seeks to ahieve this.

. he net point to be onsiere in regar to sb-lase (a) o the Bill is the import o 
the wors “subject to such conditions as the Controller thinks t” orring in its opening 
part. When the matter ontaine in the present sb-lase (a) was introe into the .K. 
Patents At o  by an amenment eete in , that provision [etion ()] was 
onne to the reqirement o registration o entries in the egister an i not enable the 
Controller to presribe any other onitions or the restoration. he rerat o etion  by 
the wan Committee inle the wors italiize above now on in the opening wors 
o b-lase (a). he preise signiane o these wors, however, an what was intene 
to be onveye by them, are not lear rom the report o the Committee. As the presene o 
these wors might lea to ilties o interpretation, sine it is not easy to preiate the 
onitions whih the Controller might impose by reason o these wors, I wol preer their 
eletion. It might be mentione that etion () o the Astralian At whih orrespons 
to Clase ()(a) onnes the power o the Controller to reqire “that entries be mae in the 
register whih oght to be, bt have not been so entere”.

. Coming net to sb-lase (b) o the Bill, this makes provision or the protetion o 
thir parties who have begn to avail themselves o the sbjet o the invention overe by the 
patent, at a time when it was not in ore.

. he Patents Ats o the .K. whih preee the Patents an esigns At o  i 
not ontain any provision or the restoration o patents whih lapse on ailre to pay renewal 
ees within the presribe time. he onseqene was that in sh ases the only remey o 
the aete patentee was to seek private Ats o Parliament or the prpose. h Ats were 
passe in ases where the Committee on Private Bills was satise that the ailre to pay the 
ees was nintentional. In ases where sh legislation was enate, it was the pratie or 
these enatments to ontain provisions, epriving the patentee o the right to se or inringe-
ment those who ha availe themselves o the patent at a time when it was not in ore.

. etion  o the .K. Patents, esigns an rae Marks At o  enable the 
Comptroller to enlarge the presribe time by a maimm o three months where the ailre 
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to pay in time was e to “aient, mistake or inavertene”, onitions whih were the 
same as those whih the Committee o Parliament took into aont ormerly. b-setion 
(b) o the setion also ontaine a saving regaring the ling o sits or inringement om-
mitte ring the interval between the ate when the payment was e an beore the orer 
enlarging the time. It shol however be notie that this provision i not oner on the 
Controller power to “restore” a lapse patent sine the enlargement o time save the patent 
rom lapsing. he reslt was that in ases otsie etion  o the At , resort ha still 
to be ha to Parliament or obtaining “restoration”.

. he Patents At o  while ontining the power o the Controller to eten the 
time or payment o the renewal ee as in the earlier At o  introe a new provision in 
etion  vesting in the Controller power to orer restoration in ases where the lapsing was 
e to the ailre to pay the renewal ee within the e time or within the perio as etene 
by the Controller. he appliation ha to be avertise an ol be oppose by any person 
an when it was orere the Controller ha to inle in every orer “the presribe oni-
tions” or the protetion o persons availing themselves o the invention ater the patent was 
avertise as voi an the annonement o its restoration. hese “presribe onitions” 
were originally ontaine in les  an  o the Patents les o . While rle  pro-
vie or the protetion o persons who might have availe themselves o the invention ater 
the epiration o the patent an beore the orer etening the term, rle  enable persons 
who ha epene their time, money or labor pon the sbjet-matter o the patent, in the 
bona de belie that the patent ha beome voi, to apply to the Boar o rae or ompen-
sation or their loss an the Boar was empowere to assess the sm payable to them by the 
patentee or other party, an i the orer or the payment o sh awar was not omplie with 
within the time speie, the patent was to beome voi. When the .K. Patents At o  
was amene in , rles  an  were sbstantially reproe as rles  an  o 
the Patents les, . hese ontine in ore till the repeal o the earlier enatment an 
their replaement by the Patents At o  an the rles mae therener.

. At this stage it might be onvenient to reer to another matter losely allie to that now 
ner onsieration. imilar onitions impose in ases where the ration o a patent was 
etene ater its stattory term epire on aont o insieny o prots obtaine by the 
patentee ring its natral term (Clase  o the Bill). or sh ases the Patents Ats mae 
no provision bt the Corts applie by way o analogy the protetion aore in ases o 
restoration o lapse patents an the orm stanarise or this prpose was that whih was 
aopte by moore J. in B.T.H. Patents23 an is thereore generally known as the B... 
orer. he wors, however, in whih this protetion was ohe were rather obsre an 
gave rise to ilties o interpretation with the reslt that these wors were altere rom 
time to time an by the ate when the Patents At o  ame into ore the stanar orm 
in se was what was known as the “ew Gillette” orer24.

. he wan Committee onsiere the sieny o the protetion aore to thir 
parties ner the rles as well as the B... orer as amene as above mentione. In para-
graph  o their inal eport, the Committee state:—

“In the past it has been the pratie or the Cort to insert in the orer or re-grant 
stanar onitions, generally known as the “B... onitions” bease they were 

23.  PC .
24.  PC .
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rst aopte in the ase o re: British hompson-oston imite’s Patent, reporte 
in olme  .P.C. page . Bt the woring o the B... onitions is so obsre 
that it is almost impossible to asertain the egree o protetion they o in at aor. 
h obsrity is isavantageos to the patentee, to thir parties an to the pbli.”

he Committee then proeee to rat a new orm, to whih I shall avert a little later, an 
ae: (para ).

“....the stanar onitions whih we have rame, base pon these onsierations, 
with the neessary verbal moiations, ol serve or the protetion o thir party 
rights in orers or restoration o lapse patents mae ner setion  [orresponing 
to Clase () (b) o the Bill] in plae o the rigi ormla presribe by-rle .”

. he .K. Patents At, , however, retaine the rigiity in the orm o the prote-
tion against whih the Committee epresse themselves. etion  () (b) o the .K. At, 
[on whih Clase ()(b) o the Bill is base] reas, “shall ontain sh provisions as may 
be presribe”, an rle  o the Patent les,  emboies the orm as rerate by the 
wan Committee. he wan Committee also reommene or reasons whih are not very 
lear that the provisions ontaine in rle  o the Patent les,  whih replae rle 
 o the Patent les, , to whih I have alreay reerre, proviing or ompensation to 
those who might have entere into ontrats or inrre epenses or obligations in the bona 
de belie that a patent was no longer in ore, might be elete—(vide paragraph  o the 
eport).

. I am in agreement with the wan Committee in onsiering that the orm o prote-
tion shol not be stereotype or that in any event there shol be some egree o feibility 
so as to aopt a stanar orm to meet the reqirements o partilar ases. he langage, 
however, employe in Clase ()(b) preles sh feibility an thereore reqires to be 
altere. In the seon plae, I am not satise that there is any goo reason or eleting the 
provisions as to ompensation whih the Patent les o  an  arrie (les  
an  respetively),an whih is ontaine in le () o the Inian Patents an esigns 
les, .

. he thir matter whih has to be onsiere is whether the orm sggeste by the 
wan Committee an now emboie in le  o the .K. Patents les,  wol aor 
the minimm protetion whih the stanar orm oght to provie. aving eamine the 
matter arelly, I onsier that it oes not aor sient an proper protetion to thir 
parties. le  o the .K. Patents les,  rns in these terms:

“. In every orer o the Comptroller restoring a patent the ollowing provision 
shall be inserte or the protetion o persons who have begn to avail themselves o 
the patente invention between the ate when the patent ease to have eet an the 
ate o the appliation:—

 “ () o ation or other proeeing shall be ommene or prosete nor any am-
age reovere in respet o any manatre, se, or sale o the invention the 
sbjet o the patent in the interim perio as hereinater ene by any per-
son not being a liensee ner the patent at the ate when it ease to have 
eet, the , who ater sh ate an beore the , the ate o the appliation 
has mae, se, eerise or sol the invention the sbjet o the patent or has 
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manatre or installe any plant, mahinery or apparats laime in the 
speiation o the patent or or arrying ot a metho or proess so laime. 
Any sh person shall be eeme to have so ate with the liene o the paten-
tee an shall thereater be entitle to ontine to make, se, eerise or sell the 
invention withot inringement o the patent to the etent hereinater speie 
that is to say:—

 (a) In so ar as the omplete speiation o the patent laims an artile [other 
than plant, mahinery or apparats or part thereo as speie ner hea 
(b) hereo] an any artile so laime has been manatre by him ring 
the sai interim perio that partilar artile may at all times be se or 
sol.

 (b) In so ar as the omplete speiation laims any plant, mahinery or appa-
rats or part thereo or the protion o an artile then any partilar, 
plant, mahinery or apparats or part thereo so laime, whih has been 
manatre or installe by him ring the sai interim perio, an the 
prots thereo may at all times be se or sol an so that in the event 
o any sh plant, mahinery, apparats or part thereo being impaire by 
wear or tear or aientally estroye a like liene shall eten to any 
replaement thereo an to the prots o sh replaement.

 () In so ar as the omplete speiation laims any proess or the making or 
treating o any artile or any metho or proess o testing any partilar 
plant, mahinery or apparats whih ring the sai interim perio has 
been manatre or installe by him or elsively or mainly se by 
him or or arrying on sh metho or proess may at all times be se 
or ontine to be se an the prots thereo may at all times be se 
or sol an so that in the event o any sh plant, mahinery or apparats 
being impaire by wear or tear or aientally estroye a like liene shall 
eten to sh metho or proess when arrie on in any replaement o 
sh plant, mahinery or apparats an to the prots o the proess so 
arrie on.

 () In the oregoing paragraph, “artile” has the same meaning as in etion  o 
the Patents At,  an “the interim perio” means the perio between the 
ate when the patent ease to have eet an the ate o this orer.”

. Generally speaking a rle in terms o the above might be rame with, however, the 
omission o the wors in para  () reerring to “the proess o testing...” in view o my re-
ommenation against the aoption o the etene enition o invention introe by the 
.K. Patents At,  (para.  ante) bt the ollowing matters o not appear to be provie 
by these rles an this omission mst be remeie:—

 () Where the laim o the patent is or an artile whih is ealt with in sb-paragraph 
(a) o paragraph  o le , no protetion is aore to a thir party, who

 (a) obtains the prot rom abroa ring the interim perio to enable him to sell 
these goos beyon that perio,
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 (b) plaes an orer abroa or these goos ring the interim perio or eeting 
the sale o these goos ater that perio,

 () plaes ring the interim perio an orer or plant or mahinery or the pro-
tion o the patente artile,

 () installs plant or mahinery or the protion o the patente artile ring the 
“interim perio” an manatres that artile ater that perio.

I o not see any ierene in priniple between the ases overe by sb-paragraph 
() o le  () ealing with patents or proesses an le (l)(a) whih is on-
erne with patents or prots, an the rle oght to be the same in both the 
ases.

 () In regar to paragraph () (b) o le  the wors o the tet o not aor prote-
tion or the thir party eeting sales o goos whih is the prot o the mahine 
whih is the sbjet o the patent, whih have been importe ring the relevant 
perio bt whose sales are eete ater “the interim perio”.

 () Paragraph () also is eetive in not aoring protetion whih I have mentione in 
regar to para (b) or the sale o prots mae aoring to the patente proess 
whih have been importe ring the relevant perio.

. Beore proeeing rther, I might mention that the points whih I have set ot regar-
ing the protetion or importers might not have that importane in the .K. whih it has in 
this ontry, bease the majority o patentees in Inia are oreign nationals an the patents 
have been applie or an obtaine in this ontry mainly or the prpose o enabling the pat-
entees to import their prots rom abroa. In post-war rope, owing to ators to whih 
it is nneessary to reer, the prots overe by the patents grante in Inia are on 
manatre in ertain oreign ontries, where the invention patente in Inia oes not 
enjoy patent protetion. hogh ring the perio when the patent is in ore, sh importa-
tion might on the terms o Clase  onstitte an inringement, there wol be no ban on 
importation impose by the patent grant one the patent lapses an it is bt proper that bona 
de importers also shol be protete. or reasons whih nee no elaboration the qestion 
o importation o patente goos assmes in Inia a higher egree o importane than in the 
.K. an hene reqires speial provisions whih might not be on neessary in the .K. 
an ontries similarly sitate.

. le  o the .K. Patent les,  ivies patents into three lases: () those 
where the patent is or a prot, () those where the patent is or a mahine rom whih 
artiles are proe an () those or proesses by whih artiles are proe. It oes not 
over, however, a ase where the patent is or a prot whih is mae by a speie proess, 
a orm whih was stattorily irete to be aopte by setion (A) () o the now elete 
provision o the .K. Patents At o —. hogh this provision is elete it is pos-
sible that there might be patents o this lass in this ontry also. his shol partake o the 
same eatres as the protetion aore to patents or prots with the moiations whih 
I have sggeste in that ase. When rles are rate ner this provision the matters set orth 
above might be taken into aont.
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. Clase  ()(b) shol make it lear that the protetion aore by the stattory orm 
is the minimm an that, sbjet to that minimm, the Controller shol be in a position to 
a to it as irmstanes jstiy in partilar ases.

I this reommenation were aepte, Clase  () (b) wol rea:

“ ………… sh provision as may be presribe an to sh other provisions or the 
protetion or ompensation as the Controller thinks t persons who may have et. et.’’

In regar to the eat phraseology to be employe in sb-lase (b) to esribe the thir par-
ties, entitle to protetion ner this lase I onsier that the orm aopte by the Astralian 
At is better than that in the .K. etion  () o the Astralian Patents At,  rns:—I 
qote only the relevant wors.

“h provisions as are presribe or eeting the protetion or ompensation o per-
sons who availe themselves or took enite steps by ontrat or otherwise to avail 
themselves o the sbjet matter o the patent ater the patent was notie……”

he reerene here to persons who took enite steps by ontrat or otherwise to avail them-
selves o the invention, brings within the area o protetion a wier lass o persons who are 
legitimately entitle to the protetion or ompensation. In passing I may mention that the 
wor “ompensation” shol be ae in orer to sstain the rle whih wol make provi-
sion or the grant o ompensation on the lines o rle  o the .K. Patents les, .

he rerate lase () pts own in the statte one o the essential onitions whih 
wol be presribe ner sb-lase () orresponing to sb-lase  (b) o the Bill.

. ner sb-lase (b) o the Bill the perio speie ring whih thir parties are 
protete is between the ate when the patent ease to have eet an the ate o the aver-
tisement o the appliation or restoration. his, however, wol mean that the thir party 
or whose protetion sb-lase (b) is intene shol stop protion or manatre one 
the avertisement o the appliation takes plae. his oes not seem to be one on goo 
sense nor is it in pbli interest. In ases where he has begn to avail himsel o the patente 
invention, his ativity shol properly ome to an en only when an orer or restoration o a 
patent is passe. he mere at that an appliation or restoration has been le oes not by 
itsel mean that it wol be allowe, partilarly as the onitions whih an appliant has to 
satisy beore his appliation wol be allowe—that the ailre to pay the ee was ninten-
tional an that ne elay has not orre in the making an prosetion o the applia-
tion—are not easy to establish. In these irmstanes I shol onsier that it wol be to 
the pbli avantage that instea o the ate o the avertisement o the appliation being the 
terminus ad quem it shol be the ate on whih restoration is orere. In this onnetion I 
might notie that the appliant has no basis to resist sh a provision bease he has obviosly 
been gilty o lahes or elay an whether he is morally to blame or not, he annot hol p 
the instrial ativity o others by reason o his ation or ination.

. he ollowing rerat gives eet to the above reommenations:—

“. Restoration of lapsed patents.—() Where a patent has ease to have eet 
by reason o ailre to pay any renewal ee within the presribe perio or within that 
perio as etene ner setion  (), an the Controller is satise pon the appli-
ation mae within  years rom the ate on whih the patent ease to have eet, 
that the ailre was nintentional an that no ne elay has orre in the making 
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or prosetion o the appliation, he shall, by orer, restore the patent an any patent 
o aition speie in the appliation whih has ease to have eet on the esser o 
that patent.

() An appliation ner this setion may be mae by the person who was the paten-
tee or by his legal representative; an where the patent was hel by two or more persons 
jointly, the appliation may, with the leave o the Controller, be mae by one or more 
o them withot joining the others.

() An appliation ner this setion shall ontain a statement (to be verie in sh 
manner as may be presribe) lly setting ot the irmstanes whih le to the 
ailre to pay the renewal ee; an the Controller may reqire rom the appliant sh 
rther eviene as he may think neessary.

() I ater hearing the appliant (where the appliant so reqires or the Controller 
thinks t) the Controller is satise that a prima facie ase has been mae ot or an 
orer ner this setion, he shall avertise the appliation in the presribe manner; 
an within the presribe perio any person intereste may give notie to the Controller 
o opposition thereto on either or both o the ollowing grons, that is to say:

 (a) that the ailre to pay the renewal ee was not nintentional; or

 (b) that there has been ne elay in the making o the appliation.

() I notie o opposition is given within the perio aoresai, the Controller shall 
notiy the appliant an shall give to him an to the opponent an opportnity to be 
hear beore he eies the ase.

() I no notie o opposition is given within the perio aoresai or in the ase o 
opposition the eision o the Controller is in avor o the appliant, the Controller 
shall pon payment o any npai renewal ee an sh aitional ee as may be pre-
sribe, make the orer in aorane with the appliation.

() he Controller may, i he thinks t, as a onition o restoring the patent, reqire 
the registration in the egister o Patents o any oment or matter whih, ner 
the provisions o this At, has to be entere in the egister bt whih has not been so 
entere.

() Where a patent is restore ner this setion the rights o the patentee shall be 
sbjet to sh provisions as may be presribe an to sh other provisions as the 
Controller thinks t to impose or the protetion or ompensation o persons who 
may have begn to avail themselves o or took enite steps by ontrat or otherwise 
to avail themselves o the patente invention between the ate when the patent ease 
to have eet an beore the ate o the orer restoring the patent ner this setion.

() Proeeings shall not be taken in respet o an inringement o a patent ommit-
te between the ate on whih the patent ease an the ate o the orer restoring the 
patent.
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Clause 33—Restoration of lapsed applications for patents.

. his provision as regars the restoration o lapse appliation or patents i not 
or in the .K. Patents Ats beore that o . he wan Committee reommene a pro-
vision or restoration o lapse appliations on the same lines as restoration o lapse patents 
(paragraph ) an setion  o the .K. At,  implements this reommenation. his 
provision oes not or either in Canaa or in Astralia notwithstaning that the Astralian 
At o  was enate sbseqent to the .K. Patents At o . It is neeless to say that 
there is no provision orresponing to lase  in the Inian Patents an esigns At, . 
ealing with this provision Blano White observes at page :

“Where a reqest or a sealing is not mae……an appliant may apply within si 
months or restoration o the appliation. his perio is too short or the provision to 
be o real vale. he provision is new an it is very little se.”

n another gron also I onsier that the provision is not likely to be o mh se. ner 
the rles rame ner the Inian Patents an esigns At,  (an similar rles will be 
rame ner the new At), notie is given to the appliant regaring the time when seal-
ing ees have to be pai an where this has taken plae it will not be normally possible or 
an appliant to satisy the onition set ot in lase  that the ailre to make the reqest 
was nintentional, nor wol it be in pbli interest that the onition to be satise by an 
appliant shol be relae in orer to enable sh appliations to see. In this onnetion 
I nee only a that in my notes to the st hele, I have sggeste the aoption o a on-
ventional year an not a -month perio ommening rom the ate o the patent or ing 
the time when the renewal ee shall he payable. I this reommenation were aept, there 
wol be an even less hane o an appliant satisying the onitions reqire by lase . 
In the irmstanes I onsier this provision nneessary an might be roppe.

Clauses 34 and 35—mendment of specification.

. Clase  is a reprotion o setion () to () o the Inian Patents an esigns 
At, , whih in its trn was base on setion  o the .K. Patents At, , as origi-
nally enate beore it was amene in . he eet o the amenment in  was to 
elete the wors “at any time” whih orre in the original etion  o the .K. At 
(whih wors were repeate in etion  o the Inian Patents an esigns At,  an 
have been inle in Clase ) an their replaement by the wors “ater the aeptane o 
his omplete speiation” to enable the appliation o the provisions o the etion to be on-
ne to ases o amenments ater the aeptane o the speiation leaving amenments 
to speiations beore their aeptane to be ealt with on other priniples. etions — 
o the .K. Patents At,  orresponing to Clases  an  o the Bill are similarly 
onne to amenments ater aeptane o the omplete speiation. With the wors “at 
any time” the lase wol obviosly apply the same rles to etermine the permissibility o 
amenments beore an ater aeptane o the omplete speiation. I o not onsier this 
proper, an wol preer the lase to state with partilarity the amenments open at eah 
o these two stages.

. he sope o the permitte amenments is set own in sb-lase (). he main 
restritions impose on the power o amenment are two: () that the invention esribe 
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an laime in the amene speiation shol not be “wier or larger” than that in the 
namene speiation, an () that the invention laime in the amene speiation, is 
not “ierent” rom that laime beore the amenment.

. epresentations were mae to the wan Committee that these two onitions whih 
were on in etion  () o the .K. Patents At, — impose an nreasonable 
etter on patentees an that it was esirable that these shol be relae. he Committee, 
however, set their ae against this proposal an reommene the ontinane o etion  
o the .K. Patents At,  in sbstantially the same orm, (vide paragraphs  to  o 
their inal eport). he Bill, as originally introe in the ose o ors, arrie thereore 
the provisions o etion  o the .K. At,  withot any alteration, bt by the time the 
ebates in the ose o ors were onle, the orts in nglan ha eie the ase o 
May and Baker Ltd. v. Boots Pure Drug Company Ltd.

. hat ase arose on a petition or the revoation o a patent grante jointly to May an 
Baker imite an Ciba imite, or inventions relating to ertain slpha ompons whih 
were state to possess high therapeti vale. he laims on their proper onstrtion wol 
have overe thosans o ompons belonging to that lass, most o whih however, amit-
tely ha little or no therapeti vale. he speiation, however, ontaine two spei 
eamples or the manatre o two ompons, slphathiazole an slpha-methylthiazole 
whih were ite to illstrate the remeial eet an low toiity o the entire grop. At the 
hearing the patentees realising that their laims as rawn p were too wie soght to amen 
the speiation by restriting their laim to a patent to the two spei prots set ot as 
eamples. he appliation or amenment was oppose on the gron that the patent as 
amene wol laim “a ierent invention” rom that laime in the namene speia-
tion. his objetion was sstaine an the amenment was isallowe with the reslt that the 
patent was revoke. he eision o Jenkins J.25 was phel by the nanimos jgment o 
the Cort o Appeal26, an on rther appeal by the patentee by the majority o the ose o 
ors27, the ltimate eision being renere in ebrary . When the lases in the new 
Bill in relation to the power o amenment was beore the ose o ors, it was rge that 
the eision nly restrite the power o amenment an eprive an inventor o a valable 
invention o his legitimate rights. his view prevaile an the sope o the power to amen 
was wiene by the eletion o the reerene to “the ierent invention” whih orre in 
etion () o the At o — an on whih the eision o the ose o ors in 
May an Baker’s ase was base.

. I believe that when the Patents nqiry Committee ealt with this matter, the eision 
o the Cort o Appeal mst have been beore it, an notwithstaning that, they have not 
sggeste any variation as to the sope o the power to amen ontaine in the present setion 
. he qestion is whether there is any neessity to alter the lase by eleting the reerene 
to “ierent invention” as has been one in the .K.

. aving onsiere the matter arelly, I have reahe the onlsion that there is no 
nee to hange the sope o the eisting provision as regars the power o amenment an 
that where the invention whih emerges as a reslt o an amenment is ierent rom that 
whih was the sbjet matter o the speiation as originally aepte, sh an amenment 

25.  PC .
26.  PC .
27.  PC .
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shol not be permitte. I might a that setion  o the Canaian Patents At restrits 
reisse o patents to “the same invention” as that or whih the original patent was isse, 
an thogh that At has been amene rom time to time, even as late as -, no hange 
has been mae in the woring o this provision.

. As I have alreay pointe ot, Clase  () applies to ases o appliations or amen-
ments both beore an ater aeptane, an aopts the same rle, as regars the natre an 
sope o permissible amenments I onsier that the sope o an amenment beore aept-
ane oght to be wier than that ater aeptane bease at the ormer stage the speiation 
is not islose to the pbli. It is then wholly a matter between the appliant or the patent 
an the oe, an sh amenments as are neessary to aor to the appliant, the benet 
o the invention whih he has islose in his omplete speiation oght to be available to 
him. n the other han, ater the aeptane o the appliation, an its avertisement, the 
ontents o the speiation beome open to pbli inspetion, an the rights o thir parties 
who have starte work on the basis o the laims mae or not mae, by the appliant in the 
pblishe speiation shol be taken into aont in ening the sope o the amenment 
whih the appliant or the patentee might be permitte to eet. Ater a omplete speiation 
has been aepte two limitations not appliable to amenments at the earlier stage shol be 
impose. he rst is in regar to the ormlation o new laims whih were not on in the 
original speiation. Where a omplete speiation has not been avertise, there wol be 
no qestion o a eiation o the nlaime portion o the invention to the pbli an hene 
there annot be any objetion to a laim being ormlate in respet o an invention islose 
in the speiation i by error the laim has not been properly mae or ormlate. Bt where 
the speiation has been aepte an avertise, the position is entirely ierent. In that 
ase nless the laim ater amenment wol airly all within the laim beore amenment 
it shol not be permitte. In other wors, it shol be presme that all laims not mae, 
eept by reason o obvios mistake, in the speiation beore aeptane are abanone.

. he seon is a reqirement that the invention beore an ater the amenment shol 
be iential. his reqirement wol be ot o plae beore aeptane an at that stage an 
amenment may be allowe so long as the invention is omprehene within the matter 
islose. A mere shiting o the entre o gravity oght not to prele an appliant rom 
ajsting that entre ntil the speiation is aepte, an is thrown open to pbli inspe-
tion. Ater that ate, other interests an rights intervene an hene the appliant shol be 
prele rom making a laim or any other inventions by amenments even i sh be by 
way o islaimer an the amenment wol merely shit the entre o gravity (vie May & 
Baker’s case).

. In the rating o this provision or amenment I onsier that the .K. moel o the 
arrangement o the setions  to  o the At o  ol selly be ollowe. Besies 
being logial in that the proere is separate rom the riteria to be taken into aont 
in the allowane o the appliation, it also tens to larity. I have rate three new lases 
whih I have nmbere as lases , A an , the rst two ealing with the proere 
to be ollowe by the Controller an the igh Cort respetively an the last the priniples 
whih shol govern the allowanes o amenments. In setting ot these I have eneavore 
to iniate the ierene in the sope o the amenments whih wol be permitte at the 
two stages, beore an ater aeptane.
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. In my rat o Clase  I have omitte the wor “sbstantially” in the phrase “sb-
stantially larger than or sbstantially ierent rom” whih or in Clase  () o the Bill 
(orresponing to etion  o the .K. At, —) or the reason that they o not a 
to the sense o the setion an serve no prpose eept possibly to reate onsion. he se 
o that wor was inaverte by the wan Committee who reommene its eletion an was 
also aversely ommente on by or imon in his speeh in the ose o ors in the May 
& Baker ase.

. Sub-Clause ().—b-Clase () is ierently wore rom etion () o the 
Inian Patents an esigns At,  whih reproe etion () o the .K. Patents At, 
. he sb-lase appears to be base on the orresponing provision in the .K. At o 
 [proviso to etion ()].

. he point o istintion between the provision in the Inian Patents an esigns At, 
 an the Bill is that ner the ormer, a proeeing ha to be pening in a ort at the 
ate o the ling o the appliation to amen, in orer that the jrisition o the Controller 
shol be oste, whereas ner the sb-lase, the bar is irete to orers being passe 
on an appliation to amen—whenever this be le—i proeeings beore the Cort are 
pening at the ate o sh orer. he inonveniene o the ormer rle is illstrate by the 
eision in Western Electric Co. Ltd., In re28 where a petition to the Cort to revoke a pat-
ent was soght to be ontere by an appliation or amenment le  ays earlier. Jstie 
ve ater stating that sine the appliation to amen was le when there was no “proee-
ing pening beore the Cort”, the patentee was not isentitle to proee with his applia-
tion, observe—“o obt that appliation wol have to be ealt with beore the petition 
or revoation an be satisatorily ispose” an irete the petition to stan over till the 
isposal o the appliation, imposing however, on the patentee onitions reqiring him to 
prosete the amenment appliation with iligene.

. I onsier the provision in the Bill whih is on the lines o the .K. At,  an 
improvement over the eisting law in that proeeings beore the Cort are given primay 
an onfits eliminate.

. here is, however, one matter arising ot o the langage o the sb-lase to whih 
reerene has to be mae. he opening wors o the sb-lase “o appliation or spei-
ation shall be amene” reas as i the Controller thogh prele rom allowing an 
amenment ring the peneny o proeeings in Cort, might nevertheless ismiss the 
appliation. I obt i this was intene an I esire the langage larie so as to prele 
the Controller rom ealing with the appliation on the merits.

. he ollowing rerat o the lase seeks to give eet to these views:—

“. Amendment of application or specication by Controller.— () bjet to the 
provisions o etion  o this At, the Controller may pon appliation mae ner 
this etion in the presribe manner by an appliant or a patent, or by a patentee, 
allow the omplete speiation to be amene sbjet to sh onitions, i any, as 
the Controller thinks t:

Provie that the Controller shall not pass any orers allowing or resing 
an appliation to amen a speiation ner this setion while any sit beore 

28.  PC .
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a ort or the inringement o the patent or any proeeing beore the igh 
Cort or the revoation o the patent is pening whether the sit or proeeing 
ommene beore or ater the ling o the appliation to amen.

() very appliation or leave to amen a speiation ner this setion shall state 
the natre o the propose amenment an shall give ll partilars o the reasons or 
whih the appliation is mae.

() Any appliation or leave to amen a speiation ner this setion mae ater the 
aeptane o the omplete speiation shall be avertise in the presribe manner:

Provie that where the appliation is mae beore the pbliation o the omplete 
speiation, the Controller may iret that the avertisement shall be postpone ntil 
the omplete speiation is pblishe.

() Where an appliation is avertise ner the preeing sb-setion any person 
intereste may within the presribe perio ater the avertisement thereo, give notie 
to the Controller o opposition thereto; an where sh a notie is given within the 
perio aoresai, the Controller shall notiy the person by whom the appliation ner 
this etion is mae an shall give to that person an to the opponent an opportnity 
to be hear beore he eies the ase.

() An amenment ner this setion o a omplete speiation may be, or inle, 
an amenment o the priority ate o a laim.

() he provisions o this setion shall be withot prejie to the right o an appliant 
or a patent to amen his speiation to omply with the iretions o the Controller 
passe beore the aeptane o the omplete speiation an in the orse o proee-
ings in opposition to the grant o a patent.”

. “-A. Amendment of specications before High Court.— () In any proeeing beore 
the igh Cort or the revoation o a patent, the igh Cort may, sbjet to the provisions 
o the sb-setions  to  o the net ollowing setion, allow the patentee to amen his om-
plete speiation in sh manner, an sbjet to sh terms as to osts, avertisements or 
otherwise, as the ort may think t; an i in any sh proeeings or revoation the ort 
eies that the patent is invali, the ort may allow the speiation to be amene ner 
this setion instea o revoking the patent.

() Where an appliation or an orer ner this setion is mae to the Cort, the appliant 
shall give notie o the appliation to the Controller, an the Controller shall be entitle to 
appear an be hear, an shall appear i so irete by the Cort.

() Copies o all orers o the Cort allowing the patentee to amen the speiation shall 
be transmitte by the ort to the Controller who shall on reeipt thereo ase an entry 
thereo an reerene thereto mae in the egister o Patents.

. “. Supplementary provisions as to amendment of specication.—() Beore the 
aeptane o a omplete speiation, no amenment thereo shall be eete eept by 
way o islaimer, orretion or eplanation, an no amenment thereo shall be allowe 
(eept or the prpose o orreting an obvios mistake) the eet o whih wol be that 
the speiation as amene wol laim or esribe matter not in sbstane islose in the 
speiation beore the amenment.
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() Ater the aeptane o a omplete speiation no amenment thereo shall be eete 
eept by way o islaimer, orretion or eplanation, an no amenment thereo shall be 
allowe (eept or the prpose o orreting an obvios mistake) the eet o whih wol 
be, that the speiation as amene wol laim or esribe matter not in sbstane is-
lose in the speiation beore the amenment, or that any laim o the speiation as 
amene wol not all wholly within the sope o a laim o the speiation beore the 
amenment, or that the invention laime in the provisional speiation ater amenment is 
ierent rom that laime beore the amenment.

() Where ater the ate o the pbliation o a omplete speiation, any amenment o 
the speiation is allowe by the Controller or by the igh Cort, the right o the appliant 
or patentee to make the amenment shall not be alle in qestion eept on the gron o 
ra an the amenment shall or all prposes be eeme to orm part o the speiation:

Provie that in onstring the speiation as amene, reerene may be mae to 
the speiation as originally pblishe.

() Where, ater the ate o the pbliation o a omplete speiation, any amenment o 
the speiation is allowe as aoresai, the at that the speiation has been amene shall 
be avertise in the presribe manner.”

Clause 36—urrender of atent

. he present provision in relation to srrener o patents is ontaine in etion  o 
the Inian Patents an esigns At. Bt this setion is eetive in that it oes not speiy the 
parties to whom the notie o the oer to srrener has to be given by the Controller.

. Clase  is sbstantially a reprotion o setion () to () o the .K. At, . 
Clase () in line with sb-setion () o etion  o the .K. At reqires the Controller 
to avertise the oer in the presribe manner. In aition to this avertisement it appears to 
me to be esirable that inivial noties shol be serve by the Controller on all persons 
whose names appear in the egister as persons having interest in the patent (vide Clase ).

. I wol sggest that the lase be rerate on the ollowing lines:—

“. Surrender of Patent.—() A patentee may, at any time by giving notie in the 
presribe manner to the Controller, oer to srrener his patent.

() Where sh an oer is mae, the Controller shall avertise the oer in the pre-
sribe manner; an also notiy every person other than the patentee whose name 
appears in the egister as having an interest in the patent, an within the presribe 
perio thereater any person intereste may give notie to the Controller o opposition 
to the srrener.

() Where any sh notie o opposition is ly given, the Controller shall notiy the 
patentee.

() I the Controller is satise ater hearing the patentee an any opponent, i esir-
os o being hear, that the patent may properly be srrenere, he may aept the 
oer an by orer revoke the patent.”



    R  

Digitised and typeset by CC nline® (). The surest way to legal research!M

Clauses 37 to 39—Revocation of atents

. Clases  to  o the Bill eal with revoation o patents. he sbjet matter o these 
three lases being intimately onnete, I wol sggest that these three be ombine into a 
single lase nmbere  an I am appening a rat whih wol arry this ot.

. In the rerat o the lase, I have pratially aopte the langage employe in the 
orresponing setion  o the .K. At o . As ompare with the Bill, in the lase as 
rerate, the ollowing are a ew hanges regaring whih an eplanation is neee:—

. () he opening wors o Clase  o not rener the provision “sbjet to the provi-
sions o the At” as appearing in etion  o the .K. At. As there are other provisions in 
the Bill, vide e.g., Clases  an , whih iret that notwithstaning any provision in the 
At, a patent shall not be revoke in ertain irmstanes it is neessary to a these wors.

. () b-lase () o Clase , opying in this respet a similar epression in etion 
 o the Inian Patents an esigns At, , enables a patent to be revoke “in whole or 
in part”. hese wors are not on in the .K. etion . I wol preer the .K. system 
ner whih when the Cort ealing with a petition or revoation ns that ertain laims 
are invali, while others are vali, it is veste with power to iret amenment o the om-
plete speiation so as to restrit the patent to the vali laims instea o orering revoation 
o the patent as a whole (vide etion  o the .K. At). I have inle a provision on these 
lines as Clase -A. he avantage in this sheme is that the rles appliable to permissible 
amenments o speiations are attrate at the stage o the isposal o the petition or 
revoation, whereas i the Cort ol orer revoation o the invali laim leaving the rest 
o the other laims o the patent intat, it is possible that the inventions overe by the patent 
ater the partial revoation might be an invention ierent rom that or whih the patent was 
originally grante. he wors “in part” annot be retaine in this lase onsistently with 
lase -A whose aoption I have reommene.

. () I have elete all reerenes to the wor “Controller” in Clases (a), () (b), 
() an , this being onseqential pon the eletion o the provision ontaine in Clase 
 () (b) o the Bill enabling petitions or revoation being le beore the Controller within 
a year ater the grant o the patent. his provision in the Bill seeks to implement a reommen-
ation ontaine in paragraph  an  o the report o the Patents nqiry Committee. 
his reommenation was in part epenent on another sggestion o the Committee that 
opposition proeeings shol be eliminate, a sggestion against whih I have alreay 
epresse my isagreement. I o not see any avantage in enabling petitions or revoation 
being le beore the Controller. I he is ompetent to eal with sh petitions there is no 
objet in the time limit. he point, however, is that qestions whih arise or onsieration 
in a petition or revoation are sh that they shol properly be trie beore a Jge o the 
igh Cort. I nee harly a that the provision or revoation o patent by a Controller in 
the nite Kingom ner etion  o the .K. Patents At,  aors no analogy nor 
rnishes any preeent or the provisions in the Bill, bease the grons pon whih the 
patent ol be revoke by the Controller in the nite Kingom are only those or whih the 
grant o the patent ol have been rese at the opposition stage. In other wors, it is merely 
a belate opposition an not trly a revoation proeeing. I onsier that there is logi, rea-
son an onveniene in onning the jrisition o the Controller to eal with opposition to 



  R    

Digitised and typeset by CC nline® (). The surest way to legal research!M

appliations or patents beore the grant o patents, leaving the Cort to eal with ases where 
the valiity o a grant is qestione.

. () I have omitte reerene to proeeings by way o onter laims or revoation in 
a sit or inringement. I have alreay issse this qestion in ll in paragraph  et seq. 
ante.

. () Para. (v) o lase  appears to over three istint invaliating grons—novelty, 
obviosness an tility—besies the gron relating to the se or eerise o the invention 
being ontrary to law or morality. I have ollowe the .K. At in istingishing between 
eah o them [vide grons (e), () an (g) o the rerat], an in these I have inorporate my 
reommenation that pbliations otsie Inia shol also onstitte antiipation. I have 
mae a slight rating hange in gron () ealing with the objetion o obviosness rom the 
orresponing provisions in the .K. At by introing the wor “so” in orer to iniate 
that “obviosness” an “lak o inventive step” are not two istint onitions. his I have 
one to obviate an argment as that raise in Benmax v. Austin Motor Company29, where 
vershe M. . sai “Mr. Whitor rew attention to the se o the wor ‘an’—that the 
invention mst be obvios ‘and’ sh as not to involve an inventive step... I am satise that 
there is no signiane in the oble reqirement, i there be a oble reqirement.”

. I have revise the langage o eah one o the grons, besies inling new ones 
neee to implement my other reommenations reqiring appliants to rnish inorma-
tion regaring the ate o orresponing appliations le in other ontries (etion A), a 
point o ae importane in view o the epane sope o antiipating pbliations reom-
mene by me. In general the langage o the several grons has been aopte rom that 
se in the .K. Patents At, mainly or the reason that their interpretation ha been the 
sbjet o jiial eision. I however esire to raw attention to a slight hange whih I have 
introe in gron (h) relating to insieny o esription o a omplete speiation, 
viz., the aition o the ollowing:—

“that the esription o the metho or the instrtions or the working o the invention 
as ontaine in the omplete speiation are not by themselves sient to enable a 
person in Inia possessing average skill in, an average knowlege o, the art to whih 
the invention relates, to work the invention.”

. hese wors no obt merely smmarise the eet o the eisions in the .K. as 
regars the sieny o the instrtion whih a omplete speiation oght to ontain, bt 
I believe that their inlsion in the grons wol serve to emphasise the prpose in law o a 
speiation. Besies, there is a teneny or patent speiations an instrtions or work-
ing, whih have been rawn p or being le in onnetion with appliations or patents in 
the more avane instrial ontries being le in the same orm in Inia. his proves a 
haniap by reason o the instrtions whih might se to work the invention in a ontry 
where the art has been highly evelope, not onveying inormation whih is reqisite or 
enabling the average Inian tehniian to eet the working. hogh the eisions on s-
ieny o esription relate the reqire qantm o instrtion to the state o the art in the 
ontry to whose tehniians the speiation is aresse, I onsier that the iteration o 
this reqirement wol ine oreign appliants or patents to pay hee to this eatre an 

29.  PC  at .
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also os the attention o the orts to have regar to the state o the art in this ontry in 
jging o the sieny o esription.

. () In the nite Kingom it appears to be a matter o obt as to whether the impor-
tation beore the priority ate o a prot mae aoring to an invente proess amonts 
to pbli knowlege or se o the invention, so as to bar the patenting o the proess. It has 
been pointe ot that to grant a patent monopoly or the proess in those irmstanes 
wol be nair to eisting bsinessmen on the gron that a patent oght not to stop a man 
oing what he was openly oing beore. he law on the point is somewhat obsre an I have 
soght to lariy it an pt the matter beyon argment.

. () In the gron orresponing to Clase  () (i) an lase  () o the Bill I 
have inle a reerene to “a Government nertaking” in aition to “Government”. I 
have mae this hange or the reason that ring reent years most o the instrial ativ-
ity on behal o the Government is being onte not by Government themselves throgh 
their epartments bt by pbli orporations whih have been reate or that prpose. In 
the absene o these wors, se by Government nertakings wol be otsie the sope o 
this provision.

. () he rst proviso to Clase  () o the Bill has been elete by reason o the 
omission o the provision or the Controller hearing petitions or revoation while the se-
on proviso has been elete bease it is nneessary in view o the terms o Clase  
being o-etensive with the lass o persons entitle to apply or patents ner the reiproal 
arrangements.

. () I have elete pratially the entirety o Clase , an have been ontent to speiy 
that a petition or revoation might be le by a person intereste. hese wors whih or 
in other lases o this Bill wol over all the lasses o persons who wol all within Clase 
 () (b). In regar to sb-lase () (a), I might mention that instea o the Attorney-General 
or the Avoate-General I have se the epression “Central Government” as persons who, 
whether they have interest or not, might le a petition or revoation. I have omitte reer-
ene to the tate Government in orer to avoi possible onfits an also bease the sbjet 
o patent is elsively within the jrisition o the Central Government.  orse a tate 
Government may apply i it were a “person intereste”.

. () I o not see any jstiation or reqiring every petitioner or revoation to r-
nish serity or osts an I have onseqently omitte reerene to this provision in Clase 
 () o the Bill.

. () b-lases () an () o Clase  are nneessary bease the igh Cort has 
power to iret a borinate Cort to reor eviene an sbmit the eviene with or with-
ot its nings thereon.

. () I wol sggest the inlsion o a provision on the lines o etion  () o the 
.K. At o , proviing that the grons on whih a patent ol be revoke are avail-
able as grons or eene to an ation or inringement. In the Bill the provision ors in 
Clase , bt I onsier it more appropriate to inle it here than later, or reasons I have 
mentione in the note to Clase . I have in my rat [vide Clase  ()] ae wors as 
ompare to the orresponing sb-lase in the .K. At, to iniate that the grons o 
revoation available as eene are those set ot in this lase.
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. () It wol be notie that the lase as rerate by me oes not eept as regars 
gron (b) raw any istintion between patents in ore at the ommenement o the At an 
those to be grante thereater as regars the grons on whih revoation ol be obtaine. 
his is eliberate. Most o the grons set ot in the lase are ol, having been taken over 
rom etion  o the Inian Patents an esigns At, thogh the langage in whih they are 
epresse has been slightly moie. he only variations rom the eisting law are:

 () gron ()—he reslt o the hanges introe by lase  in the ontent o 
inventions whih are patentable.

 () Grons (k) an (l) whih eal with non-ompliane by the appliant with the 
reqirements o provisions newly introe.

 () Gron (m) whih is aopte rom etion  o the Astralian Patents At, 
.

etion  o the Inian Patents an esigns At,  ollowing in this respet 
the provisions in the .K. enatments, provies that the valiity o an orer allow-
ing an amenment to a speiation shall not be alle in qestion eept in ases o 
ra. etion  however ollowing again the .K. preeent oes not rener ra in 
obtaining an amenment o the speiation a gron or revoation as the Astralian 
At,  oes. Gron (m) reties this anomaly.

 () he epane enition o “antiipation” or “novelty”, so as to omprehen 
pbliation abroa o the invention beore the priority ate.

 () b-lase () whih provies or revoation on the petition o the Central 
Government or ailre to se the invention or the prposes o Government.

 () he omission o the gron base on “isonormity” now on in lase (n) 
o etion () o the Inian Patents an esigns At, .

. An eamination o the above wol islose the ollowing:—

 () As regars item (), provision has been mae in Clase  itsel as regars the por-
tions whih wol apply to patents in ore an those whih wol apply only to 
patents grante ater the ommenement o this At. here is thereore no nee or 
any saving in respet o eisting patents in Clase .

 () Item () an by its very natre have relevane only to patents grante ater the new 
At omes into operation, an hene no saving in respet o eisting patents is 
alle or.

 () As regars item (), there is no impropriety or harship in the provision whih visits 
the penalty o revoation on a patentee who ontrives to obtain an amenment by 
ra. he ases where amenments to speiations have been obtaine mst be 
very ew, an so ar as I know there are none an the provision wol pratially 
thereore have operation only in respet o the amenments eete hereater.

 () Item () is a hange in the law. Bt the nmber o ases, in whih a patent wol be 
hel to lak novelty ner the epane onept o antiipation bt wol not have 
been so hel ner the law as previosly nerstoo, wol be so ew that I o not 
onsier there is nee to save eisting patents rom the sope o this rle. In any 
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event i the invention has been known beore the appliation in Inia, there oes 
not appear any irreragable right to a patent monopoly on moral grons, taking 
into aont the law otsie the Commonwealth whih I have alreay pointe ot.

 () Item ()—etion  () (k) o the Inian Patents an esigns At,  is erive 
rom the orresponing provision o the .K. At o , an the onitions 
reerre to in it are those on in the Patent grant.

ne o the onitions on in the etters Patent grante in the .K. reqires the 
patentee to “spply or ase to be spplie or or (is Majesty’s) servie all sh 
artiles o the sai invention as may be reqire…… at sh times or pon sh 
reasonable pries an terms as shall be settle....”. he Inian orm (hele III) 
omits this onition with the reslt that the ontent o gron (k) notwithstaning 
the ientity o langage, was (whether it was so intene or not) materially ier-
ent rom that in the .K. At. he Bill repairs this eet [vide sb-lase ()] an 
oes not make this provision inappliable to patents in ore at the ommenement 
o this At. I onsier this proper.

 () isonormity as a gron or revoation is otmoe an is harly onsistent 
with the basis o priority ates. I see no harm in the eisting patents enjoying the 
benets o this reorm in the law.

. he ollowing rat gives eet to my above reommenations:—

“. Revocation of Patents.—() bjet to the provisions o this At, a patent 
grante beore or ater the ommenement o this At may on the petition o any per-
son intereste or o the Central Government be revoke by the igh Cort on any o 
the ollowing grons, that is to say—

 (a) that the invention, so ar as laime in any laim o the omplete speiation, 
was laime in a vali laim o earlier priority ate ontaine in the omplete 
speiation o another patent grante in Inia;

 (b) that the patent was grante on the appliation o a person not entitle ner the 
provisions o this At to apply thereor:

Provie that a patent in ore at the ommenement o this At shall not be 
revoke on the gron that the appliant was the ommniatee or the importer 
o the invention in Inia an thereore not entitle to make an appliation or 
the grant o a patent ner this At.

 () that the patent was obtaine wronglly in ontravention o the rights o the 
petitioner or any person ner or throgh whom he laims;

 () that the sbjet o any laim o the omplete speiation is not an invention 
within the meaning o this At or is not patentable ner etion ;

 (e) that the invention so ar as laime in any laim o the omplete speiation, is 
not new having regar to, what was known or se in Inia beore the priority 
ate o the laim; or to what was pblishe in Inia or elsewhere in any o the 
oments reerre to in etion ;
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 () that the invention so ar as laime in any laim o the omplete speiation is 
obvios an so oes not involve any inventive step, having regar to what was 
known or se in Inia or what was pblishe in Inia or elsewhere beore the 
priority ate o the laim;

 (g) that the invention so ar as laime in any laim o the omplete speiation is 
not sel;

 (h) that the omplete speiation oes not siently an airly esribe the inven-
tion an the metho by whih it is to be perorme that is that the esription 
o the metho or the instrtions or the working o the invention as ontaine 
in the omplete speiation are not by themselves sient to enable a person 
in Inia possessing average skill in, average knowlege o, the art to whih the 
invention relates, to work the invention, or that it oes not islose the best 
metho o perorming it whih was known to the appliant or the patent an 
or whih he was entitle to laim protetion;

 (i) that the sope o any laim o the omplete speiation is not siently an 
learly ene or that any laim o the omplete speiation is not airly base 
on the matter islose in the speiation;

 (j) that the patent was obtaine on a alse sggestion or representation;

 (k) that the appliant thereore aile to islose to the Controller the inormation 
reqire by etion A or rnishe inormation whih in material partilars 
was alse to his knowlege;

 (l) that the appliant ontravene any iretion or serey passe ner etion 
() o this At, or mae an appliation ar the grant o a patent otsie Inia 
in ontravention o sb-setion  o etion  o this At;

 (m) that leave to amen the omplete speiation ner etion  or A was 
obtaine by ra; or

 (n) that the invention so ar as laime in any laim o the omplete speiation, 
was seretly se in Inia, otherwise than as mentione in sb-setion () o 
this setion, beore the priority ate o that laim.

() or the prposes o paragraph (n) o sb-setion () o this setion, no aont 
shall be taken o any se o the invention—

 (a) or the prpose o reasonable trial or eperiment only; or

 (b) by the Government or any person athorise by the Government or by a 
Government nertaking, in onseqene o the appliant or the patent or any 
person rom whom he erives title having ommniate or islose the inven-
tion iretly or iniretly to the Government or person athorise as aoresai 
or to a Government nertaking; or

 () by any other person, in onseqene o the appliant or the patent or any per-
son rom whom he erives title having ommniate or islose the inven-
tion, an withot the onsent or aqiesene o the appliant or o any person 
rom whom he erives title.
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() or the prposes o paragraphs (e) an () o sb-setion (),

 (a) no aont shall be taken o seret se, an

 (b) where the patent is or a proess or or a prot as mae by a proess esribe 
or laime, the importation into Inia, o the prot mae abroa by that 
proess shall onstitte knowlege or se in Inia o the invention on the ate 
o the importation.

() Withot prejie to the provisions o sb-setion () o this setion a patent may 
be revoke by the igh Cort on the petition o the Central Government i the igh 
Cort is satise that the patentee has withot reasonable ase aile to omply with 
the reqest o the Central Government to make, se or eerise the patente invention 
or the prposes o Government or o any Government nertaking pon reasonable 
terms.

() very gron on whih a patent may be revoke ner this setion shall be avail-
able as a gron o eene in any proeeing or the inringement o the patent.

() A notie o any petition or revoation o a patent ner this setion shall be 
serve on all persons appearing rom the egister to be proprietors o that patent or 
to have shares or interests therein an it shall not be neessary to serve a notie on any 
other person.

() bjet to the provisions o this At the igh Cort may rame rles or the reg-
lation o all matters relating to proeeings beore it ner this At.”

Clauses 40 to 47—orking of atents and compulsory licensing.

. Clases  to  o the Bill eal with what are sally terme provisions or ompl-
sory working an omplsory liensing o patents. hey reproe sbstantially the eisting 
setions , , A, B, C an  o the Patents an esigns At,  whih were 
introe in  to give eet to the reommenations o the Patents nqiry Committee. 
he amenments broght the law in this ontry on the topi pratially in line with the or-
responing provisions o the .K. Patents At as enate in . A speial provision regar-
ing inventions relating to oo or meiine (etion CC) was introe into the Inian 
enatment by an amenment eete in  espite the views to the ontrary epresse by 
the Patents nqiry Committee an now orms Clase . It might however be mentione 
that etion CC sbstantially aopts etion  o the .K. Patents At, .

. I have eneavore to trae the history o the law in relation to omplsory working 
an omplsory liensing o patents in the .K. an other ontries (para — ante). 
Beore however proeeing to onsier the tet o the lases in the Bill an eamine whether 
these provisions base as they are on the .K. Patents At,  wol se to meet the 
nees o the ontry, it is neessary to avert to one matter.

. In the .K. the provision regaring omplsory liensing an revoation or non-
working was beore the Patents At,  ontaine primarily in etion  o the Patents 
At—— an both the Canaian as well as the Astralian legislations have been mo-
elle on it. In onsiering the sieny o etion  to onter the misse o patent rights 
the wan Committee observe (Paras.  to  o the eon Interim eport):
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“n a sperial reaing, these provisions appear to over all the types o restritive 
se o patents issse above. Bt their interpretation in the igh Cort has some-
what narrowe their sope. or instane, in the Applications by Brownie Wireless 
Company Ltd.30, the Jge, in eet, eie that ‘eman’ i not inle poten-
tial eman or a mh heaper moel o the artile then being sol. he epression 
‘new trae or instry’ has been interprete in a wie sense, as in the otton trae or 
instry (Petition of the Robin Electric Lamp Company Limited31; also Application 
by Brownie Wireless Company Limited32). In this sense a new trae an only rarely be 
sai to be one. he epression ‘the trae o any person or lass o persons traing 
in the nite Kingom’ has been taken to reer only to the eisting trae o the appli-
ant33. Conseqently, this partilar provision an be o no benet to an appliant who 
wishes to on a new bsiness or eten an ol one. he epression ‘the pbli inter-
est’ is, aoring to the same jgement, to be onstre in its wiest meaning, namely, 
‘the interest o the ommnity inling every lass whih goes to onstitte that boy, 
namely, the prhasing pbli, the traers an manatrers, the patentee an his 
liensees an inventors generally’34. Aoring to this interpretation, when there is a 
onfit between the interests o the patentee an the interests o the prhasing pbli, 
the Comptroller is not irete to preer the wier interests o the pbli to those o 
the patentee.

. “h interpretations have narrowe the apparent sope o etion . Moreover, 
the nertainty o its appliation, the high osts o proeeings ner it whih are taken to 
appeal, an the heavy ons o proo ast pon the appliant, who in the orinary orse is 
not in so avantageos a position as the patentee to rnish proo o the relevant ats, have 
ombine to isorage resort to this setion. elatively ew appliations have been mae 
ner it, while the abses whih it is intene to rb still or. In or opinion, this setion 
as it now stans, an as now applie, oes not provie a sient remey against the restri-
tive se o patents.

. “Moreover in or opinion the oneption o ‘abse o monopoly’ on whih it is base 
is too narrow. ‘Abse’ implies some positive malpratie. A patentee may ail to eploit an 
invention to the ll etent whih is esirable rom the point o view o the evelopment 
o British protion an trae withot oing anything whih it wol be appropriate to 
esribe as an abse. We are o opinion that tre legislation shol be aime not only at 
the prevention o abse bt also at ensring the llest pratiable se o the rights onerre 
by patents.”

. he Committee rerate the provisions with a view to epan their sope. he .K. 
Government aepte these reommenations an Parliament emboie this rerat in se-
tions  to  o the At o . When however the onstrtion o the rerate setions 
ame p or onsieration beore the Assistant Controller in35 (In the matter of Colbourne 
Engineering Coy Ltd.’s application....) the revise langage was sbjete to a lose analy-
sis an ompare with the langage o etion  o the Patents At, — an thogh 

30.  PC .
31.  PC pages -.
32.  PC .
33.  PC page .
34.  PC page .
35.  PC .
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it was hel that the eisions in the Robin Electric and Brownie Wireless ases might not 
etermine the sope o setion () () (iii) o the At o . it is lear that the tet o the 
 provision i not arry ot lly the egree o epansion whih the Committee soght 
to ahieve. I thereore onsier it neessary to eet a hange in the langage o the provisions 
in the Bill, in orer to ensre that eetive phrasing shol not eeat the nerlying prpose 
an I have soght in my rerat to attain this en.

. his apart, as I have alreay stresse that the reqirements o the law or the provi-
sions sitable to a highly instrialise an eonomially evelope ontry like the ..A., 
or .K. may not neessarily se or be sitable or aoption in an nerevelope an 
semi-instrialise ontry like ors. h provisions, i aopte, ar rom rthering the 
instrial progress o the ontry might themselves hamper progress. he law has thereore 
to be sitably ashione. Aont has also to be taken o the at that more than the /th o 
the patents on the Inian egister whih are o vale, are owne by oreign nationals who o 
not work an have no inlination to work their patents here bt are ontent to rely on their 
patent monopoly or bloking Inian instry or or the prpose o enabling them to import 
into this ontry prots mae abroa by themselves, their assoiates or liensees. Most o 
these oreign patentees are persons who have alreay obtaine patents in their home ontry 
an very oten also in several other ontries in rope an Ameria or the same invention 
as the one patente in Inia. Bt it is however a at that owing to reasons whih it is beyon 
my prpose to analyse or eplain, there are several ontries in astern rope in whih 
these patentees have not applie or or obtaine patent protetion bt in whih nevertheless 
the same proesses are se an artiles proe whih, i manatre in Inia withot 
the athorisation o the patentee, wol onstitte an inringement o the Inian Patent. It is 
a at that in these ast ropean ontries the prie o the artile patente in Inia is in most 
ases less than that at whih it is mae available. he eet o the monopoly o importation 
onerre by the Inian Patent law on the oreign patentees who o not work their invention 
within the ontry, has to be jge in the light o these ats.

. In this onnetion, it is somewhat interesting to notie that the rle o the .K. Patents 
law that the importation o a patente artile (as also the analogos rle regaring artiles 
mae by the patente proess even where the patent etene only to the proess) onstittes 
an inringement o the rights o the patentee was originally oneive o as an inement 
an a neessary protetion to enable the patentee to work his invention with prot within 
the ontry. Bt in the orse o the evoltion o the law, the protetion against importa-
tion beame issevere rom the working o the invention by the patentee or whih it was 
esigne as a neessary ajnt an has now emerge as an inepenent right, an elsive 
right o the patentee to import artiles manatre by him abroa withot reerene to any 
working o the invention within the ontry. In the more highly evelope an instrialise 
ontries this onition might not ase harm or might possibly even be beneial. Bt in 
ontries like Inia whih are striving to instrialise an obtain gainl employment as well 
as the optimm tilisation or their natral resores, sh a law is allate to hamper the 
attainment o these ens.

. he monopoly or importation whih patent protetion normally oners hrts the 
ontry in more ways than one. Apart rom importation hinering instrial evelopment, 
the onsmer has to pay sh prie or the prot as the patentee itates an there are er-
tainly several lines partilarly in the el o rgs where the prot ol be manatre 
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in Inia at a ost lower than is harge or that importe. Besies ost, whih is not an nim-
portant ator in the ase o an artile whih is neessary or the health o the ommnity, the 
working o the instry within the ontry will be onive to the aqisition an ision 
o the mh neee tehnial skill by or nationals whih is o ar greater potential vale than 
the inrease in employment o inivials an apital whih immeiately reslts. Again, this 
ontry, as I have alreay pointe ot, is enie the opportnity o importing goos overe 
by the patent rom the alternative sores, to import rom whih might be o avantage both 
on aont o the rreny involve an o lower prie.

. In rerating these lases I have soght to bear these ators in min an also the 
rgent neessity or the establishment an evelopment o the instries in the ontry par-
tilarly in relation to oo an rgs whih are o vital importane to the national well-being 
an health.

. In view o the onsierable hanges whih I have mae in the appene re-rat I have 
onsiere it onvenient to take my rerat as the basis an eplain the natre an prpose 
o the hanges I sggest as ompare to lases  to  o the Bill.

(In what ollows the reerenes to the lases are to those as re-rate an where any 
lase in the Bill is reerre to, this is siently iniate).

Clause 40—orking of patented inventions

. I have soght to state in this lase the prpose or whih patents are grante. It is 
somewhat in the natre o a preamble an seeks to epress what has ommonly been ner-
stoo to be one o the main prposes o a patent grant, namely to work inventions within the 
ontry. In the rat o this preamble, I have in part aopte the phraseology employe in the 
proviso to etion () o the .K. Patents At,  an have ae a reerene to an abse 
to whih patents in the Inian egister are partilarly sbjet, namely, their tilisation or 
merely sering the monopoly o importation.

“. Working of patented inventions.—“Whereas patents or new inventions are 
grante to enorage inventions an to sere that the inventions shall be worke in 
Inia on a ommerial sale an to the llest etent that is reasonably pratiable 
withot ne elay an not merely to enable patentees to enjoy a monopoly or the 
importation o the patente artiles, it is hereby enate that the ollowing provisions 
o this Chapter shall have eet.”

. Clauses , A, B, C and .—Clase  makes provision or the grant o 
omplsory lienes; A or the enorsement on reqest by the Central Government o a 
patent with the wors “ienes o right”, (vide Clase  o the Bill) an Clase B or 
the revoation o patents i the “reasonable reqirements o the pbli” with respet to the 
patente invention, as ene in Clase C ontine to remain nsatise, even ater the 
grant o the omplsory liene or the orer or enorsement. his last provision or revoa-
tion is somewhat similar to etion  o the .K. At, bt has no onterpart in the Bill, I 
have, however, onsiere this sel an neessary an have thereore inle this provi-
sion or the revoation o patents in ase o ontine “abse o monopoly” where the grant 
o lienes or the enorsement is on insient to sere the working o the invention 
within the ontry.
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Clause 41—Compulsory licences

. Clase () orrespons in general to Clase () o the Bill thogh its orm has been 
moelle on sb-setion () o etion  o the Astralian At. he sheme o the provi-
sions in Astralia is rst to state that omplsory lienes or revoation may be ha or non-
working or inaeqate working sing the wors the “reasonable requirements of the public 
with respect to the patented invention not being satised” to epress this iea an then to set 
ot in a separate setion the irmstanes when the reasonable reqirement ol be taken 
as not being satise. In at, the italiise wors an the orm were aopte in Astralia 
rom etion  o the .K. Patents an esigns At,  (themselves erive rom earlier 
.K. legislation) beore its amenment in .

. Sub-clauses () to () lay own the proere to be ollowe by the Controller, the 
etails o whih are set ot in Clase  orresponing to sb-lases  to  o Clase  o 
the Bill.

. Sub-clause ().—his reproes the provisions o Clase () (a), (b) an () o the 
Bill with slight rating hanges to make the meaning learer in the light o the eisions on 
the point.

. Sub-clause () attrats the provisions o Clase A (relating to powers eerisable 
by the Controller) in relation to the omplsory lienes grante ner Clase , an this 
is in line with Clase  o the Bill, imilarly sb-lase () attrats the provisions o Clase 
B an Clase B orrespons sbstantially to Clase () o the Bill with slight verbal 
hanges. he provisions in Clase B as regars the bar against importation is new, bt is 
base on the pratie in the .K. ner whih no omplsory liene is grante permitting 
importation. As the objet o omplsory liensing is to ensre that the invention shol be 
worke within the ontry, its prpose wol not be serve bt be rstrate i lienees were 
permitte to import.

. Sub-clause () inles not merely the matter ontaine in Clase  o the Bill bt in 
aition ontains a enition o the term “patentee” etene so as to inle an “elsive 
liensee”.

. his aition has been neessitate in orer to get over the eision in the Calborn 
ngineering Company’s appliation or omplsory liene36, in whih it was hel that an 
elsive liensee o a patent who ha the sole right to grant a sbliene, was not “a paten-
tee” within etion ()() o the .K. Patents At,  [orresponing to Clase ()() 
o the Bill]. he ae wors enable this onstrtion to be avoie.

. Sub-clause () is new. I onsier this a very neessary provision. In the present ontet 
o sienti researh in this ontry we might epet an inreasing nmber o appliations or 
patents owne by Government or by Government sponsore nertakings. Where it is possi-
ble to ommerially work the patente invention in this ontry, Government or Government 
nertakings might be epete to o so, either by themselves or throgh other persons to 
whom they may volntarily grant lienes. In these irmstanes it appeare to me not to 
be proper that patents owne by Government or by Government nertakings shol be 
sbjet to the provision o omplsory liensing an o revoation or non-working. I have 

36.  PC  at .
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thereore ele rom the provisions o this Chapter all patents owne by Government an 
by Government nertakings.

. he ollowing rat gives eet to the above reommenations:—

“. Compulsory Licences.—() At any time ater the epiration o three years rom 
the ate o the sealing o a patent any person intereste may make an appliation to the 
Controller alleging that the reasonable reqirements o the pbli with respet to the 
patente invention have not been satise an praying or the grant o a omplsory 
liene to work the patente invention.

() very appliation ner sb-setion () shall ontain a statement setting ot the 
natre o the appliant’s interest together with sh partilars as may be presribe 
an the ats pon whih the appliation is base.

() In onsiering the appliation le ner this setion the Controller shall ollow 
the proere presribe by etion .

() he Controller i satise that the reasonable reqirements o the pbli with 
respet to the patente invention have not been satise may orer the patentee to grant 
a liene pon sh terms as he may eem jst.

() In etermining whether or not to make an orer in prsane o an appliation 
le ner sb-setion () the Controller shall take aont o the ollowing matters:

 (i) the natre o the invention, the time whih has elapse sine the sealing o the 
patent an the measres alreay taken by the patentee or any liensee to make 
ll se o the invention;

 (ii) the ability o the appliant to work the invention to the pbli avantage;

 (iii) where the invention relates to a shele instry ner the Instries 
(eglation an evelopment) At  whether the appliant has been or 
wol be grante permission to work the invention i a liene were grante;

 (iv) the apaity o the appliant to nertake the risk in proviing apital an 
working the invention i the appliation is grante;

bt shall not take into aont any working o the invention by the patentee 
or those laiming ner him ater the making o the appliation.

() Where the Controller irets the patentee to grant a liene he may as iniental 
thereto eerise the powers set ot in setion A.

() In settling the terms an onitions o a liene grante ner this setion, the 
Controller shall have regar to the matters set ot in etion -B.

() An appliation ner this setion may be mae by any person notwithstan-
ing that he is alreay the holer o a liene ner the patent an no person shall be 
estoppe rom alleging that the reasonable reqirements o the pbli with respet 
to the patente invention are not satise by reason o any amission mae by him, 
whether in sh liene or otherwise or by reason o his having aepte sh liene.

() In this Chapter the epression “patente artile” inles any artile mae by a 
patente proess, an the epression “patentee” inles an elsive liensee.
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() o appliation ner this Chapter shall be entertaine in respet o a patent 
owne by the Government or by any Government nertaking.”

Clause 41—ndorsement of patent with words “icences of right”

. his provision as to enorsement o patents with the wors “ienes o right” ns 
no plae in the Astralian Patents At or the Canaian At. It was rst introe in the .K. 
Patents aw by the amening At o . When, however, these provisions were taken over 
into the Inian Patents an esigns At,  by the amening At o , the right to apply 
or sh enorsements was onne to the Central Government. “Persons intereste” in 
working the invention might not be epete to esire that others besies themselves shol 
also have the right to obtain lienes ner the patent an so it appears to me to be sient 
an esirable that the right to apply or enorsements shol be restrite as it has hitherto 
been an as is ontaine in Clase  o the Bill.

. Clase A in its general sope ollows the pattern o Clase  o the Bill an the 
hanges mae are only to bring it in line with the sheme whih I have aopte in regar to 
the rerating o these provisions.

“A. norsement o Patent with wors “lienes o right”.—

 () At any time ater the epiration o three years rom the ate o the sealing o 
a patent the Central Government may make an appliation to the Controller 
alleging that the reasonable reqirements o the pbli with respet to the pat-
ente invention have not been satise an reqesting or an orer that the 
patent may be enorse with the wors “ienes o right”.

 () In onsiering the appliation le ner sb-setion (), the Controller shall 
ollow the proere presribe in etion .

 () he Controller i satise that the reasonable reqirements o the pbli with 
respet to the patente invention have not been satise may make an orer 
that the patent be enorse with the wors “ienes o right”.

 () Where a patent has been so enorse any person who is intereste in working 
the patente invention in Inia, may reqire the patentee to grant him a liene 
or the prpose on reasonable terms an i the parties are nable to agree on 
the terms o the liene either o them may apply in the presribe manner to 
the Controller to settle the terms thereo.

 () he Controller shall ater notie to the parties an hearing them an ater mak-
ing sh enqiry as he may eem t eie the terms on whih the liene shall 
be grante by the patentee.

 () he provisions o sb-setions (), (), (), () an () o etion A (regar-
ing the powers o the Controller) an o etion B shall apply to the liene 
grante ner this setion as they apply to lienes grante ner etion .

 () I in proeeings or the inringement o the patent (otherwise than by impor-
tation o the patente artile rom other ontries) the inringing eenant is 
reay an willing to take a liene pon terms to be settle by the Controller, 
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no injntion shall be aware against him an the amont reoverable against 
him by way o amages, i any, shall not eee oble the amont whih 
wol have been reoverable against him as liensee i the liene ha been 
ate prior to the earliest inringement.

 () Where a patent o aition is in ore, any reqest mae ner this setion or 
an enorsement either o the original patent or o the patent o aition shall be 
treate as a reqest or the enorsement o both patents an where a patent o 
aition is grante in respet o a patent whih is alreay enorse ner this 
setion, the patent o aition shall also be so enorse.

 () he renewal ees payable in respet o a patent enorse as provie ner this 
setion shall as rom the ate o the enorsement be one hal o the ees whih 
wol otherwise have been payable.

 () All enorsements o patents mae ner this setion shall be entere in the 
egister o Patents maintaine ner etion  an pblishe in sh manner 
as may be presribe.”

41B—Revocation of atents by the Controller for non-working

. As I have iniate alreay, there is no lase orresponing to this in the Bill.

. A provision or the revoation o a patent in the event o non-working or inaeqate 
working has been a eatre o the .K. Patent law ever sine  (vide the Patents At, 
— w.  h.  s. ). he .K. Patents At o  mae the provisions in this 
regar more stringent (vide setions  an ) an this was introe in a slightly moie 
orm in the Inian Patents an esigns At,  (etions  an ). he Patents nqiry 
Committee reommene in their interim report the enatment o a law whih wol vest in 
the Controller power to revoke a patent or ontine non-working, i omplsory liensing 
prove inaeqate to ahieve the prpose o getting the inventions worke in the ontry 
[vide Appeni I rat o s. ()]. When in prsane o the reommenation ontaine 
in the interim report, the Inian Patents an esigns At,  was amene in , the 
provision or revoation or non-working was however omitte, a eatre repeate in the Bill 
o . It may be pointe that sh a highly instrialise ontry like the .K. in whih it 
is hel that the Patent system ones to the aelaration o the rate o invention an where 
onseqently the rights o patentees are jealosly gare, the Patents At,  arries a 
provision (setion ) ner whih patents whih ontine to be inaeqately worke even 
ater the grant o a omplsory liene ol be revoke. I nee only reall that when in  
a proposal was mae at the isbon Conerene o the International nion or the Protetion 
o Instrial Property to eliminate rom the laws o the member tates o the nion provi-
sions or the revoation o Patents or non-working, it was oppose by the .K. Government, 
whose elegate sai:

“We are in some obt whether the time is yet ripe to abolish ompletely the power to 
revoke patents on the gron o ailre to work.”

. I onsier that the Inian law shol ontain a provision or revoation or non-
working. My rat o the lase ollows in general the lines o setion  o the .K. Patents 
At,  an etion  o the Astralian Patents At, . In the qestionnaire whih 
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was isse ealing with the provisions as to omplsory liensing, I soght an answer to a 
qery as to whether a provision on the lines o etion  o the .K. At was esirable. A 
onsierable nmber o those who answere the qestionnaire esire the inlsion o sh 
a provision. Apart rom the opinions epresse by these inivials or boies, I am satis-
e that nless there is a resiary power veste in the Controller to revoke a patent in the 
event o the invention not being worke to an aeqate etent in the ontry, the omplsory 
liensing provisions themselves might ail to ahieve their prpose. rther I onsier that the 
eistene o sh a provision might itsel serve as an inement to the patentees so to instrt 
their liensees with the etails o sh tehnial inormation as they have an to rener them 
sh assistane as might be neee to enable them to work the invention ommerially an 
aeqately so that the patent might remain in ore an the patentees erive benet rom the 
royalties whih the liensees shol be paying ring the term o the patent.

. In view o this above onsieration, I onsier that it is essential that there shol be a 
provision on the lines o Clase B set ot below.

“B. evoation o Patents by the Controller or non-working.—

 () he Central Government or any person intereste may, ater the epiration o 
two years rom—

 (a) the ate o the grant o the rst omplsory liene or

 (b) where a patent has been enorse ner setion A with the wors 
“ienes o right” rom the ate o sh orer,

apply to the Controller or an orer revoking the patent on the gron that 
the reasonable reqirements o the pbli with respet to a patente invention 
have not been satise.

 () very appliation shall ontain sh partilars as may be presribe an the 
ats pon whih sh appliation is base an appliations other than by the 
Central Government shall set ot the natre o the appliant’s interest.

 () In onsiering the appliation le ner sb-setion (l), the Controller shall 
ollow the proere presribe by etion .

 () he Controller i satise that the reasonable reqirements o the pbli with 
respet to the patente invention have not been satise may make an orer 
revoking the patent.”

Clause 41C—hen reasonable requirements of the public deemed not satisfied

. his is the rial lase in this grop o provisions relating to omplsory liensing 
an revoation or non-working. In rating this lase, I have ollowe in general the pro-
visions o etion  o the Astralian At o  an ombine with it matter on in 
etion  () o the .K. At o , with sh hanges as appeare to be neessary either 
to get over some o the eisions in the .K. or to wien the sope o the provision so as to 
sit them to the onitions in Inia.

. Sub-clause ()(a).—his is base on etion () (a) (i) o the Astralian Patents At 
o . he reerene here to “a part o the patente artile as neessary or its eient 
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working” is an improvement on the langage o the provision in the .K. At o  an I 
have thereore aopte it.

. Sub-clause () (a) (i).—his also is an aaptation o etion () (a) o the Astralian 
Patents At. he hanges that I have mae are two; the rst onsists in the omission o 
the wor “nairly” qaliying the wor “prejie”, whih ors in the orresponing 
Astralian setion an is on in the .K. At [etion  () () (iii)]. [Compare Clase 
 () () (ii) o the Bill]. he wor “nairly” i not or in etion  () () o the .K. 
Patents At o  bt was introe by the At o . he omission o this wor wol 
avoi the onstrtion pt pon the provision in Colbourne Eng. Coy. Ltd.37. he other 
onsists in the reerene to the “trae an instry o any person et.”. hese wors on a 
plae in etion  () () o the .K. Patents At o — bt were omitte in the At 
o  possibly bease they were onsiere nneessary in view o the epression “the 
establishment or evelopment o ommerial or instrial ativities” [vide rat lase C()
(a)(iv)] whih was newly introe in the At o . I onsier it preerable to retain both 
these grons.

. Sub-clause ()(a)(ii).—his sb-lase has been aopte rom etion  o the 
Astralian At with slight rating hanges.

. Sub-clause ()(a)(iii).—he gron that a eman or the manatre o a patente 
artile or eport might serve as a gron or the grant o a omplsory liene was reom-
mene by the wan Committee an aopte in the .K. Patents At o . his beame 
neessary by reason o the eisions o Corts whih hel that “the eman’’ reerre to in 
etion () o the .K. Patents At o — was onne to the eman or the prot 
in the nite Kingom. he wan Committee reommene this etension in view o these 
eisions (vide paragraph  o the eon Interim eport o the wan Committee).

. he rst part o this gron is erive rom etion  () () (i) o the .K. Patents 
At, . he seon part reerring to “the reation o a new market” is my aition an 
appears to me to be an improvement over the provision ontaine in etion  () ()(i) o 
the .K. At o  an one neee in view o the ontry’s present instrial reqirements.

. Sub-clause ()(a)(iv).—his paragraph reproes etion ()()(iii) o the .K. At, 
 with this hange that the wor ‘“nairly” whih qalies the wor “prejie” in the 
.K. enatment is omitte in my rat or reasons whih I have ealt with in my omment 
ner paragraph (i).

. Sub-clause () (b).—his paragraph ombines the provisions o etion ()(e) o the 
.K. Patents At o  an etion (l)(b) o the Astralian At an orrespons in gen-
eral to Clase ()(e) o the Bill with however the omission o the wor “nairly” whih 
qalies the wor “prejie” in the other enatments.

. Sub-clause (c).—his paragraph is partilarly base pon etion ()(a) o the .K. 
Patents At,  whih has been reproe in Clase ()(a) o the Bill. An important 
hange that I have mae is the omission o the wors “being apable o being ommerially 
worke in Inia.” he omission o these wors will have a two-ol eet: —

 () It wol eprive the patentee o one o the eenes sally raise to appliations 
or a omplsory liene. he very at that a person omes orwar to take a 

37.  PC  at p. .
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liene oering to pay reasonable royalties to the patentee oght to aor s-
ient proo that the invention is apable o being ommerially worke within the 
ontry an even i aoring to the patentee the attempt o the appliant to work 
it wol ail, the appliant shol be given a hane. his is on the assmption that 
in at the invention is apable o being worke in the ontry.

 () I in at the invention annot be worke within the ontry, the eet o the omis-
sion o these wors is to enable an enorsement o the patent to be obtaine on the 
appliation by the Central Government. I within two years o sh enorsement 
no one takes any liene ner the patent an works the invention, the patent will 
all to be ealt with ner Clase B an ol be revoke. he main ilty 
ae by an nerevelope ontry onsists in this, that it may not be always pro-
itable to a patentee to start an instry to work the invention there thogh it might 
be sel in the long rn or the ontry to have sh an instry establishe. I the 
objet o the patent law in granting patent protetion or an invention is prinipally 
to have the patente invention worke within the ontry so as to iversiy employ-
ment, there oes not seem to be any jstiation or the grant o a patent monopoly 
or an invention whih annot be worke within the ontry. he grant o sh a 
patent is o little vale to the national eonomy an onstittes a haniap to it by 
reason o the elsive rights o importation grante to the patentee or the term 
o the patent. h elsive right as alreay eplaine preles the ontry rom 
seeking alternative sores o spply or the same goos rom other ontries where 
the patentee oes not enjoy patent protetion. It wol thereore seem that there 
is no point in eling rom the operation o this Chapter, patents whih are not 
apable o being ommerially worke within the ontry. In ases where it is not 
possible to work the invention within the ontry it will serve national interest to 
have that patent revoke rather than permit it to be on the egister an enable the 
patentee to have a monopoly or importing the patente artile or the ll term o 
 years. In view o these onsierations I have thoght it proper to remove the on-
ition that a patente invention shol be apable o being ommerially worke in 
Inia, rom this lase.

. Sub-clause () (d).—his in sbstane aopts Clase () (b) o the Bill orresponing 
to etion ()(b) o the .K. At o . he reerene however to the ategory o persons 
by whom importation might take plae is taken rom etion () o the Astralian At, 
an I have inle it or the reason that thogh the lase merely reproes the eet o the 
eisions as to what onstittes importation by a patentee it wol be onvenient to have in 
stattory orm the preise provisions pon the point.

. Sub-clause () (e).—his orrespons to etion () (), o the .K. At,  an 
etion  (l) () o the Astralian At an is nearly similar to Clase () () (ii) o the Bill.

. Sub-clause ().—he rame o this sb-lase has been aapte rom etion () 
o the Astralian At with two new provisos whih I have ae. In the sb-lase I have 
rate the maimm perio or whih the Controller might ajorn the appliation—appli-
ation or omplsory liene or appliation or enorsement or appliation or revoation o 
the patent—wol be  months. his wol give the patentee or years ( year+ years) 
to work the invention an to resist an appliation or omplsory liene or omplsory 
enorsement with the proviso however that the ajornment ol be grante only i the 
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patentee has beore the ate o the appliation taken aeqate steps to start the working o 
the invention within the ontry. ne o the provisos makes provision or the elsion o 
the time when owing to the operation o any enatment or orers o Government a patentee 
is prevente rom starting the instry or working the invention. Where the non-working is 
e to sh a ase it is obvios that a patentee shol have rther time to avoi orers or 
omplsory liensing or revoation. Cases however where the patentee oes not work the 
invention bease he is nwilling to omply with the onitions whih the Government might 
impose on him, either in regar to the manner o working, or as regars the isposal o the 
manatre artiles are however speially eepte.

. It will be notie that Clase () o the Bill provies or an appliation or a om-
plsory liene an or enorsement being mae only ater the epiry o three years rom 
the ate o the sealing o the patent. he Patents nqiry Committee in paragraph  o 
their Interim eport sggeste that there might not be this time lag o three years bt that 
appliations ol be amissible on the sealing o the patent. In making that reommena-
tion they prporte to ollow the reommenations o the wan Committee an the rat 
Bill originally prepare in the .K. Bt ring the passage o the Bill in the ose o ors 
this was altere an etion  o the At enable appliation or omplsory lienes to be 
mae only on the epiry o three years rom the ate o the sealing o the patent. When the 
Inian Patents an esigns At,  was amene by At  o  the amene etion 
 provie or appliations or omplsory liene being le only ater the epiration o 
three years in line with the provision in the .K. At o . Clase (), o the Bill ollows 
this provision. I onsier that the patentee shol be allowe a sient interval o time to 
work the patente invention ater the grant o the patent an that the perio o three years 
or whih provision has been mae in the Bill is reasonable.

. I also onsier that the perio o two years ater the grant o a omplsory liene or 
the grant o enorsement o the patent with the wors “ienes o right” whih is allowe 
beore an appliation or revoation ol be le is also reasonable. In the .K. it appears 
to be a matter o obt as to whether a patent enorse with the wors “ienes o right” 
ner etion  o the .K. Patents At,  ol be revoke on the gron o non-work-
ing ner etion  o that At. I have eneavore to make this point lear in the langage 
se in my rat o Clase B.

. he ollowing rat gives eet to the above reommenations:—

“C. When reasonable requirements of the public deemed not satised.—() or 
the prpose o the last three preeing setions the reasonable reqirements o the 
pbli shall be eeme not to have been satise—

 (a) i, by reason o the ealt o the patentee to manatre in Inia to an ae-
qate etent an spply on reasonable terms the patente artile or a part o the 
patente artile whih is neessary or its eient working or i by reason o the 
resal o the patentee to grant a liene or lienes on reasonable terms—

 (i) an eisting trae or instry or the evelopment thereo or the establish-
ment o any new trae or instry in Inia or the trae or instry o any 
person or lasses o persons traing or manatring in Inia is prej-
ie; or
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 (ii) the eman or the patente artile is not being met to an aeqate etent 
or on reasonable terms rom manatre in Inia; or

 (iii) a market or the eport o the patente artile manatre in Inia is not 
being spplie or evelope or sh market apable o being reate is not 
being reate; or

 (iv) the establishment or evelopment o ommerial or instrial ativities in 
Inia is prejie; or

 (b) i by reason o onitions impose by the patentee (whether, beore or ater 
the ommenement o this At), pon the grant o lienes ner the patent, or 
pon the prhase, hire or se o the patente artile or proess the mana-
tre, se or sale o materials not protete by the patent, or the establishment 
or evelopment o any trae or instry in Inia is prejie; or

 () i the patente invention is not being worke in Inia on a ommerial sale; or

 () i the patente invention is not being worke in Inia to the llest etent that 
is reasonable pratiable; or

 () i the eman or the patente artile in Inia is being met to a sbstantial 
etent by importation rom abroa by

 (i) the patentee or persons laiming ner him,

 (ii) by persons iretly or iniretly prhasing rom him,

 (iii) by other persons against whom the patentee is not taking or has not taken 
proeeings or inringement; or

 (e) i the working o the patente invention in Inia on a ommerial sale is being 
prevente or hinere by the importation rom abroa o the patente artile 
by the patentee or the other persons reerre to in the preeing paragraph.

() Where in ases to whih paragraph () o the last preeing sb-setion applies, 
the Controller is satise that the time whih has elapse sine the sealing o the patent 
has by reason o the natre o the invention or or some other ase, been insient to 
enable the invention to be worke in Inia on a ommerial sale to an aeqate etent, 
the Controller may ajorn the rther hearing o the appliation ner etions , 
A an B as the ase may be or sh perio not eeeing  months in the aggre-
gate as appears to him to be sient or that prpose:

Provie that sh ajornment shall not be orere nless the Controller is satis-
e that the patentee has taken aeqate or reasonable steps with promptite to start 
the working o the invention in Inia on a ommerial sale an to an aeqate etent:

Provie rther that where the patentee establishes that the patente invention 
ol not be worke or worke aeqately beore the ate o the appliation, e to 
any tate or Central enatment or any rle or reglation mae therener or orers 
o the Government, otherwise than by the imposition o onitions or the working 
o the invention in Inia or or the isposal o the patente artiles or o the artiles 
mae by the proess or mae by the se o the patente plant, mahinery or apparats, 
the perio ring whih sh enatment, rle or reglation or orer o Government 
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prevente the working o the invention shall be ele in ompting the  months 
reerre to in this sb-setion.”

Clause 42—rocedure for dealing with applications under ection 41.

. his lase sets ot the proere to be ollowe by the Controller ner Clase  
whih is sbstantially the same as that ontaine in Clase  o the Bill. By appropriate reer-
enes the provisions o this setion have been mae appliable to proeeings relating to the 
enorsement o a patent with the wors “lienes o right” an to appliations or revoation 
o patents.

“. Procedure for dealing with application under Section .— () Where the 
Controller is satise, pon onsieration o an appliation ner setion  that a 
prima facie ase has been mae ot or the making o an orer, he shall iret the 
appliant to serve opies o the appliation pon the patentee an any other persons 
appearing rom the egister o Patents to be intereste in the patent in respet o whih 
the appliation is mae an shall avertise the appliation.

() he patentee or any other person esiring to oppose the appliation may, within 
sh time as may be presribe or within sh rther time as the Controller may, on 
appliation mae either beore or ater the epiration o the presribe time allow, give 
to the Controller notie o opposition.

() Any sh notie o opposition shall ontain a statement setting ot the grons 
on whih the appliation is oppose.

() Where any sh notie o opposition is ly given, the Controller shall notiy the 
appliant an shall give to the appliant an the opponent an opportnity to be hear 
beore eiing the ase.”

Clause 42-—owers of the Controller in granting licences under ection 41.

. b-lases  to  o this Clase reproe the provisions ontaine in etion  o 
the .K. At, . I have ae two sb lases () an () whih are not on either in the 
.K. At or in the Bill. he new sb-lase () is esigne to avoi a onstrtion similar to 
the one aopte in the .K. in James Lomax Cathro— Application or omplsory liene38. 
A patentee owne three relate patents an an appliation or omplsory liene was mae 
in respet o all the three. he appliant was able to establish an abse o monopoly rights 
only in respet o one o the three. he appliation was in onseqene ismisse in so ar as it 
relate to the other patents. he appliation even or the patent in regar to whih abse was 
prove was rese on the gron that the omplsory liensee ol not, even i the liene 
were grante work the invention withot inringing the other patents in regar to whih no 
abse o monopoly rights ha been establishe. his eision was renere ner the .K. 
At o , bt I onsier that the same rle wol apply ner the Patents At, .

I am aware that the nsessl appliant in the above ase obtaine sbseqently a 
liene by making a resh appliation when he establishe that the patent in regar to whih 

38.  PC .
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he was able to establish abse o monopoly ol be worke withot inringing the earlier 
patents (vide  PC ) bt this oes not alter the point whih is relevant or the present 
prpose. b-Clase () is esigne to overome this sitation.

. Sub-clause ().—I have mae provision or an appliation by a liensee to the Controller 
or a revision o the terms as to royalty on the gron that this prove to be more oneros 
than originally epete.

. I have, however, mae this right o the liensee to apply or revision o terms sbjet 
to three onitions, namely, () it wol not be entertainable within  months rom the ate 
o the settlement o the terms, () that the liensee mst work the patent in orer to establish 
the onitions or revision, an () that only one appliation shall be entertainable by the 
Controller in respet o a single liene. he ratio behin onitions  an  nees no epla-
nation while the last onition is esigne to impart a nality to the terms at some stage.

. Sub-clause ().—bstantially reproes Clase () o the Bill.

. he ollowing is a rat o the lase as revise:—

“-A. Powers of the Controller in granting licences under Section —() Where 
the Controller is satise on appliation mae ner etion  that the manatre, 
se or sale o materials not protete by the patent is nairly prejie by reason 
o onitions impose by the patentee pon the grant o lienes ner the patent, or 
pon the prhase, hire or se o the patente artile or proess, he may, sbjet to the 
provisions o that setion, orer the grant o lienes ner the patent to sh stom-
ers o the appliant as he thinks t as well as to the appliant.

() Where an appliation ner etion  is mae by a person being the holer o 
a liene ner the patent the Controller may, i he makes an orer or the grant o a 
liene to the appliant, orer the eisting liene to be anelle or may, i he thinks t 
instea o making an orer or the grant o a liene to the appliant, orer the eisting 
liene to he amene.

() Where on an appliation ner etion  the Controller orers the grant o a 
liene he may iret that the liene shall operate—

 (a) to eprive the patentee o any right whih he may have as patentee to make, se, 
eerise or ven the invention or to grant lienes ner the patent;

 (b) to revoke all eisting lienes in respet o the invention.

() Where two or more patents are hel by the same patentee an an appliant or a 
omplsory liene establishes that the reasonable reqirements o the pbli have not 
been satise with respet to some only o the sai patents, then i the Controller is 
satise that the appliant annot eiently or satisatorily work the liene grante 
to him ner those patents withot inringing the other patents hel by the patentee, 
the Controller may by orer iret the grant o a liene in respet o the other patents 
also to enable the liensee to work the patent or patents in regar to whih a liene is 
grante ner etion .

() Where the terms an onitions o a liene have been settle by the Controller, an 
appliation may be mae to the Controller by the liensee or the revision o the terms 
on the gron that the terms settle have prove to be more oneros than originally 
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epete an that in onseqene thereo the liensee is nable to work the invention 
eept at a loss.

Provie however that no sh appliation shall be entertaine beore the epiry o 
 months rom the ate on whih the terms o the liene have been originally settle 
by the Controller an shall not be entertaine nless the liensee has worke the inven-
tion on a ommerial sale. o seon appliation or revision ner this lase shall 
be entertaine.

() Any person to whom a liene has been grante ner etion  shall be entitle 
to all pon the patentee to take proeeings to prevent any inringement o the patent 
an i the patentee reses or neglets to o so within two months ater being so alle 
pon, the liensee may institte proeeings or the inringement in his own name as 
thogh he were the patentee, making the patentee a eenant bt a patentee so ae 
as eenant shall not be liable or any osts nless he enters an appearane an takes 
part in the proeeings.”

Clause 42-B—erms and conditions of licences to be granted under ection 41

. Clase () (a) o the Bill ollows etion () (a) o the .K. At,  in empower-
ing the Controller to grant omplsory lienes in those ases where,

 () the invention an be worke on a ommerial sale in Inia, an

 () it wol be in pbli interest or the invention to be worke in the ontry withot 
elay.

I have alreay pointe ot why I reommen the eletion o the rst reqisite.

. A enial o the seon is oten pt orwar by patentees as a eene. In my rerat o 
the lase, I have roppe the seon ator, or the reason that most o the prime instries 
an lines o instrial ativity are governe by the Instries (evelopment an eglation) 
At,  an Government may be trste to see whether it is in the pbli interest that the 
invention shol be worke or worke to a larger etent. Besies, in ew o the items o either 
instrial or onsmer goos has the ontry reahe the satration point so that there is 
little anger o nreglate over-protion.

. Clase () (b) o the Bill appears to iret the Controller to sere to the patentee the 
maimm royalty that ol be pai leaving nmentione the interests o the liensee who is 
to work the patent an the onsmer who by prhasing the patente artile ltimately pays 
the royalty. I have eneavore to inle the interests o these two parties to be taken into 
aont by the Controller.

. b-lase () (b) is new only in the sense that it oes not n a plae in the Bill. It is, 
however, an aaptation o provisions whih on plae in etion () () o the .K. At, 
 as amene in , whih was, however, onne to lienes grante in respet o 
patents volntarily enorse by the patentees with the wors “lienes o right”. he power 
o the Controller to settle the terms o lienes is on the terms o the statte withot any 
restrition. Conseqently it is possible that the provision might be onstre as enabling the 
Controller to inle as one o the terms o the liene, permission to the liensee to import 
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the patente artiles rom abroa. I onsier it esirable that the matter shol be pt beyon 
obt by spei stattory provision.

. he ollowing rerat gives eet to the above reommenation:—

“-B. Terms and conditions of licences to be granted under Section .—() he 
powers o the Controller pon an appliation ner etion  shall be eerise with 
a view to sering the ollowing general prposes, that is to say—

 (a) that patente inventions shall be worke on a ommerial sale in Inia with-
ot ne elay an to the llest etent that is reasonably pratiable;

 (b) that the interests o any person or the time being working or eveloping 
an invention in Inia ner the protetion o a patent shall not be nairly 
prejie.

 () (a): In settling the terms an onitions o a liene ner etion , the Controller 
shall eneavor to sere

 (i) that the royalty an other remneration, i any, reserve to the patentee, or 
other person beneially entitle to the patent, is reasonable, having regar 
to the natre o the invention, the epenitre inrre by the patentee in 
making the invention or in eveloping it an other relevant ators.

 (ii) that the patente invention is worke to the llest etent by the person to 
whom the liene is grante an with reasonable prot to him;

 (iii) that the patente artiles are mae available to the pbli at reasonable 
pries.

 (b) o liene grante by the Controller shall athorise the liensee to import 
the patente artile rom abroa where sh importation wol, bt or sh 
athorisation onstitte an inringement o the rights o the patentee.”

Clause 43—icensing of related patents

. My rat pts into a separate lase the provisions ontaine in setion  () () (ii) 
o the .K. At,  rea with proviso () to etion () (). In sbstane, these provisions 
o the .K. At are ontaine in Clase () () (ii) rea with proviso to Clase  () o 
the Bill. My objet in separating however these provisions rom the rest o the omplsory 
liensing lases inle in Clase , rests pon the basi ierene between the provision 
ontaine in the rerate lases  an . Complsory lienes are grante ner the 
latter lase bease o the abse o monopoly rights, bt so ar as lase  is onerne, 
it is not a qestion o abse o monopoly rights, bt is base on the nee or the working o 
inventions; an it is to the pbli interest that all inventions or whih patents are grante 
shol be worke an that no obstales shol be thrown by the eistene o other patents in 
ore staning in the way o the working o a patent his is the reason why I have eliminate 
rom this Clase the reqirement that the appliation or a liene shol be le only ater 
the epiration o three years rom the ate o grant an have provie that an appliation or 
liene ner this Clase may be le at any time ater the grant o the patent.
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. ne o the ommon types o abses o patent monopolies is the se o patents or 
bloking prposes, i.e. “ptting the patente invention on ie” while others are prepare 
an esiros o working them. he provisions o this lase wol eetively onter any 
teneny to resort to sh a orm o abse.

. he onitions that the appliant mst be in a position to an be willing to grant a 
liene to the other patentee i he so reqires, ollow similar provisions in the .K. At an 
in the Bill.

. he ollowing rerat gives eet to the above reommenation:—

“. Licensing of related patents.—() otwithstaning anything in the other provi-
sions o this hapter, at any time ater the sealing o a patent, any person who has the 
right to work any other patente invention either as patentee or as liensee thereo, 
elsive or otherwise, may apply to the Controller or the grant o a liene o the rst 
mentione patent on the gron that he is prevente or hinere withot sh liene, 
rom working the other invention eiently or to the best avantage possible:

Provie that no orer ner this setion shall be mae, nless the Controller is sat-
ise that the appliant is able an willing to grant or prore the grant to the patentee 
an his liensees i they so esire a liene in respet o the other invention on reason-
able terms.

() When the Controller is satise that the onitions o sb-setion () have been 
establishe by the appliant, he may make an orer granting a liene ner the patent 
an on reqest by the patentee or his liensee ner the other patent on sh terms as 
he thinks t.

() he provisions o setion  an o sb-setion  o etion -A shall apply to 
the lienes grante ner this setion as they apply to those grante) ner etion 
.”

Clauses 44 and 45—Provisions in relation to patents for food, medicine etc.

. hese two lases eal with patents or inventions with respet to artiles o oo 
or rink, insetiies et. he provisions now in ore are ontaine in etion CC o the 
Inian Patents an esigns At,  an these are reproe in Clase  o the Bill.

. Clase  is in the natre o a preamble an it is esigne to eplain the reason or the 
speial treatment o the inventions: alling within this grop.

. In regar to the general sheme o the provisions as rate, they may broaly be sm-
marise ths:

 () he lases wol have retrospetive operation an apply as mh to patents in 
ore at the ommenement o the At as to those grante sbseqent to that ate.

 () In line with the eisting setion CC o the Inian Patents an esigns At,  
an Clase  o the Bill (ompare etion  o the .K. At) the perio o grae 
o three years appliable to appliations or omplsory liensing an enorse-
ments ner Clases  an -A have been eliminate in respet o appliations 
or liensing ner this Clase. his is on the gron that omplsory lienes in 
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respet o patents relating to oo, meiine, insetiies et. are grante bease 
o the imperative emans o pbli interest an not on the gron o any abse o 
monopoly, a matter lly eplaine by the ose o ors in the eision o Parke 
Davies & Company v. Comptroller-General of Patents39.

 () the eisting provision in etion CC whih has been aopte rom etion  
o the .K. At o  enats that where an appliation or omplsory liene 
is mae in respet o sh inventions, the Controller wol be bon to grant it, 
unless he has good reason for refusing the patent. hese last wors are o ine-
nite import thogh the better view appears to be that the appliation oght to be 
allowe nless the Controller were satise that the appliant was not a t person 
to work the invention to pbli avantage. his I have eneavore to lariy by 
entitling every “approve person” to work the patente invention ner a liene. 
As this lass o inventions toh pbli health, it is very neessary that there shol 
be a garantee that persons who are permitte to work the inventions are those 
who are qalie to work them honestly an eiently. I onsier that or this 
prpose, the sreening o the persons who might be permitte to work these inven-
tions shol be one by the Central Government instea o by the Controller, as the 
ormer wol be in a position to isharge this ntion more satisatorily, hav-
ing regar to the means o inormation available to them. I have aoringly mae 
a provision or appliations being mae to the Central Government by persons 
esiros o working any patente invention or lass o inventions an the Central 
Government, ater onsiering sh appliation, aoring approval an elaring 
them as “approve persons”.

 () When one a person is an approve person, with respet to any partilar lass o 
inventions the patentee o an invention alling within that lass is bon to grant 
him a liene on reasonable terms an in ase o isagreement between himsel an 
the patentee, the terms are to be settle by the Controller. his pratially amonts 
to enorsing patents alling within this grop with the wors “lienes o right”; 
with only this slight ierene that beore one is entitle “as o right” to make 
an appliation or the grant o a liene, he has to be “approve” by the Central 
Government. or this reason, I have ree the renewal ee payable in respet o 
this lass o patents to one-hal in line with a similar provision in Clase -A.

 () I have slightly epane the lass o inventions to whih this provision shol apply 
by inling artiles o oo an meiine or animals also. his is in line with the 
provision in the patent laws o witzerlan, enmark an ertain other ontries. 
I might also point ot that the enition o “rg” in the rgs At,  inles 
meiaments or animals.

 () In sb-lase () I have inle a provision or enabling liensees to import this 
lass o goos, bt this is sbjet to speial iretions o the Central Government 
taking into aont pbli interest. his is in ontrast with the powers o the 
Controller in regar to omplsory lienes in respet o other patents [vide lase 
B() (b)] an is jstie by the nees o pbli health. In this onnetion the pro-
vision in setion () o the Patents At o ew Zealan,  might be notie.

39.  PC .
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 () I have remove sb-lase () o Clase  o the Bill orresponing to etion 
CC() o the Inian Patents an esigns At,  an mae it into a separate 
lase, the reason being that the several sb-lases o this lase ealing with the 
onitions to be impose pon lienes grante ner it are obviosly inappliable 
an inappropriate to the lienes to be grante ner the other provisions.

. he ollowing rerat gives eet to the above reommenation:—

“. Provisions in relation to patents for food, medicine, etc.— Whereas pbli 
interest reqires that patents or inventions with respet to artiles o oo or meiine 
an rative evies an proesses thereor shol be worke in Inia with prompti-
te to the llest etent possible, by reason o the prime importane o these artiles 
an evies or ensring the maintenane an promotion o pbli health an the pre-
vention or alleviation o sikness an sering, the provisions o the ollowing two 
setions shall have eet.”

. “. Grant of licences by Controller in respect of patents under Section .—() very 
patent whih is in ore at the ommenement o this At in respet o an invention relating to 
a sbstane se or apable o being se as oo, meiine (or men or animals), insetiie, 
germiie or ngiie or in the protion o sh oo, or meiine or insetiie, germi-
ie or ngiie, an every patent in ore at the ommenement o this At an every patent 
grante thereater in respet o:

 (a) a proess or proing any sh sbstane as aoresai, or

 (b) any invention apable o being se as or as part o a srgial or rative evie,

shall be sbjet to the provisions o this an the net seeing setion.”

() At any time ater the sealing o a patent or an invention alling within sb-se-
tion (), any person, being a person approve in this behal by the Central Government 
an reerre to hereinater as an “approve person”, may reqire the patentee to grant 
to him a liene to work the patente invention in Inia, or the prposes set ot in 
sb-setion  o this setion on reasonable terms.

() Where the patentee an an “approve person” are nable to agree as regars the 
terms o the liene, the same may be settle by the Controller on the appliation either 
o the patentee or the “approve person”.

() Where in respet o a patent reerre to in sb-setion () a liene to work the 
invention grante beore the ommenement o this At is in ore, the Controller may 
on reqest by the liensee orer that the eisting liene be ehange or a liene to 
be grante by virte o this setion pon terms to be settle by him.

() he provisions o sb-setions o etion B shall, so ar as they are not inon-
sistent with any provisions o this setion, apply to the eerise o the power o the 
Controller ner this etion as they apply to appliations ner etion .

() In settling the terms o a liene ner sb-setion (), the Controller shall eneav-
or to sere that oo or meiine (or men or animals), insetiies, germiies or 
ngiies an srgial an rative evies shall be available to the pbli at the low-
est prie onsistent with the patentees’ eriving a reasonable avantage rom their pat-
ent rights.
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() A liene grante ner this setion shall entitle the liensee to make, se, eerise 
an ven the invention as oo, meiine (or men or animals) insetiies, germiies 
or ngiies or or the prposes o protion o oo, meiines, insetiies, germi-
ies or ngiies or as part o a srgial or rative evie bt or no other prposes.

() he terms o any liene grante by the Controller ner this etion shall not 
empower the liensee to import the patente artile rom abroa, provie however 
that the Central Government may, i pbli interest so reqires, at any time iret the 
Controller to inle sh a term (sbjet to sh onitions as it thinks t) in regar 
to a liene or lienes grante or to be grante in respet o any partilar patent, an 
therepon the Controller shall give eet to the iretion.

() he Central Government may on the appliation o any person esiros o 
working any patente invention or any lass o inventions alling within sb-setion 
() o this etion, an mae in the presribe manner, elare sh person to be an 
“approve person” in respet o that invention or that lass o inventions or the pr-
pose o this setion:

Provie that the Central Government may withot prejie to their rights, powers 
an privileges ner the other provisions o this At, athorise any person or athor-
ity to work an invention or lass o inventions an sh athorise person or athority 
shall be eeme to be “an approve person” or the prpose o this setion.

Provie always that any person who, at the ommenement o this At, is working 
as a liensee any patente invention alling within sb-setion () shall be eeme to be 
an “approve person” o working sh invention.

In granting or resing to grant sh reqest the Central Government shall take into 
onsieration the ollowing matters:—

 () the manatring or ommerial eperiene in the el o the appliant,

 () the ability o the appliant to sere the reqire nane an the neessary 
tehnial personnel, an

 () other relevant ators to ensre that the approve person shall be one who 
wol work the invention eiently an to pbli avantage.

() he renewal ees payable in respet o a patent alling within sb-setion () 
shall be a moiety only o the ees whih wol otherwise have been payable.

() or the removal o obts, it is hereby enate that the provisions o this an the 
ollowing two setions shall be onstre as aitional to those in the other portions o 
this hapter an shall prevail i inonsistent with sh other provisions.”

Clause 45-.—Revocation for non-working of patents falling under ection 45(1)

. his lase is new an oes not n a plae either in the .K. At,  or in the Bill. 
etion  o the .K. At,  whih makes provision or the revoation o patents in ase 
o ontine abse o monopoly even ater the grant o a omplsory liene is onne to 
ases where an appliation or sh liene has been le ner etion  (on the gron o 
abse o monopoly rights by the patentee) bt oes not eten to ases where a omplsory 
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liene is grante ner etion  o that At, (orresponing to lase  o the Bill). I o 
not onsier this logial or satisatory. I a patent alling within etion  o the Bill ol 
be revoke or ontine ailre to work the invention even ater the grant o a omplsory 
liene, I o not see any reason why a patent in regar to oo or meiine whih is not 
worke to an aeqate etent within the ontry shol not be revoke where there is ontin-
e non-working. I even ater the provision in Clase  or the grant o lienes it is on 
that the patent is not worke within the ontry with the reslt that the prpose soght to 
be ahieve by the grant o the patent is not realise, I onsier that national interests reqire 
that the patent shol be taken o the egister or its presene on the egister onstittes a 
hinrane to the ontry’s eonomy. I have thereore mae a provision or the revoation o 
the patent in sh irmstanes.

. he onition on whih the patent wol be revoke is that within a perio o or 
years rom the ate o the grant o the patent or  years rom the ate o the ommenement 
o the At, whihever is longer, whih I onsier is a reasonable sient time or working an 
invention o this lass—the eman or the patente prot in Inia is not being met ot o 
the manatre within the ontry. I the patentee annot ahieve this either by working the 
invention himsel or by instrting his liensees so to work, there is no prpose in retaining 
the patent in ore whih in the irmstanes wol mean that the patentee wol ontine 
to enjoy the monopoly o importing the patente prot rom abroa whih is not in the 
interest o the ontry.

. By a proviso I have sggeste that the Controller be veste with power to ajorn a 
proeeing or revoation or a perio o  months i it is establishe beore the Controller 
that sient steps have been taken promptly to start working the invention within the on-
try to meet aeqately the ontry’s eman or the patente prot. I have also ae a 
rier proviing or the elsion o the perio overe by the elay ase by stattes or orer 
o Government preventing or hinering the working o the invention with the same eeption 
as regars ompliane with onitions whih might be impose as regars working the inven-
tion in line with a similar provision in regar to the revoation in Clase -B.

. he ollowing rat gives eet to the above reommenation:—

“-A. Revocation for non-working of Patents falling under Section ().—() In 
respet o a patent or an invention alling within sb-setion () o etion  o this 
At the Central Government or any person intereste may, at any time ater the epi-
ration o or years rom the ate o the sealing o the patent or at any time ater the 
epiration o two years rom the ate o the ommenement o this At, whihever is 
later, apply to the Controller or the revoation thereo on the gron that the patente 
invention or any part thereo whih is neessary or the eient working o the pat-
ent, has not been ommerially worke in Inia by the patentee or by persons laiming 
ner him to an etent aeqate to meet the eman in Inia or the patente artile 
or that sh eman is being met to a sbstantial etent by importation rom abroa, 
an i on sh appliation the Controller is satise that the appliant has establishe 
his right to relie, may orer the patent to be revoke:

Provie, however, that where it is establishe to the satisation o the Controller 
that aeqate an reasonable steps have with promptite been taken to start the work-
ing o the patente invention in Inia on a ommerial sale an to an aeqate etent 
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bt that owing to reasons beyon the ontrol o the patentee or those laiming ner 
him, it has not been possible to work or work aeqately the invention in Inia an 
that i aore rther time there is a reasonable probability o the aeqate working 
o the invention, he may by orer ajorn the appliation or sh perio not eee-
ing in the aggregate twelvemonths, as will, in his opinion, give sient time or the 
invention to be so worke:

Provie rther, that where it is establishe that the patente invention ol not 
be worke or worke aeqately beore the ate o the appliation or revoation e 
to any tate or Central enatment, rle or reglation therener, or some orers o the 
Government, otherwise than by the imposition o onitions or the working o the 
invention in Inia or or the patente artile or artiles mae by the patente proess 
or mae by the se o the patente plant or mahinery or apparats, the perio r-
ing whih sh enatment, rle or reglation or orer o Government prevente sh 
working o the invention shall be ele in ompting the  months reerre to in 
this sb-setion.

In eiing the appliation, the Controller shall ollow the proere presribe by 
etion .”

. Clause -B—Special provision for notication of patents by the Central Government.—
As state alreay, this lase seeks to reproe the sbstane o sb-lase () o Clase  
o the Bill, orresponing to etion CC() o the Inian Patents an esigns At, . 
As to the terms o the liene grante in respet o this type o patents, I have ollowe an 
larie the present provision. he ollowing is a rat o the provision.—

“-B. Special provision for notication of patents by the Central Government.—
he Central Government may, i satise that it is epeient an neessary in the pb-
li interest that a liene ner a patent in ore shol be grante at any time ater the 
sealing o the patent or any invention not alling within sb-setion () o etion  
may so notiy in the ial Gazette an therepon the ollowing provision shall have 
eet, that is to say—

 (i) he Controller shall on appliation mae at any time ater the notiation by 
any person intereste grant to the appliant a liene ner the sai patent on 
sh terms as he thinks t nless he is satise that the appliant has not the 
apaity to work the invention to the pbli avantage.

 (ii) In settling the terms o a liene grante ner this setion, the Controller shall 
eneavor to sere that the artiles manatre ner the patent shall be 
available to the pbli at the lowest pries onsistent with the patentees’ eriv-
ing a reasonable avantage rom their patent rights.

 (iii) he provisions o etions , A, B shall apply to the eerise o the power 
o the Controller to grant lienes ner this setion as they apply to an applia-
tion ner etion .”

. Clause —Revocation of patent in public interest.—etion  o the Inian Patents 
an esigns At,  enables the Government to revoke any patent by notiation i they 
are satise that the ontinane in ore o the patent is ontrary to the pbli interest. his 
provision is omitte in the Bill bt I see no reason why it shol be ele. he power 
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onerre may selom be se bt nevertheless it is a sel provision an taking into aont 
the onitions now obtaining as well as tre nees. I think it wol be sel or the r-
therane o the national eonomy. I have sbstantially reproe its terms in Clase  in 
my rat.

he ollowing rerat gives eet to the above reommenation:—

“. Revocation of Patent in public interest.—A patent shall be eeme to be 
revoke i the Central Government elares by notiation in the ial Gazette that 
the patent or the moe in whih it is eerise is mishievos to the tate, or generally 
prejiial to the pbli.”

Clause 47—upplementary provisions with respect to orders under this Chapter

. Sub-Clause ().—his reproes etion () o the Inian Patents an esigns 
At,  whih ollowe etion -A o the .K. Patents At, —. he reerene 
to “any other moe o enorement” in the .K. At was apparently to the enorement by 
reorse to the writ o manams to whih appliants who seee beore the Boar o 
rae ha to resort, ner setion  o the .K. Patents, esigns an rae Marks At o 
—whih mae no provision or the enorement o orers granting a omplsory liene. 
I o not onsier there is nee or the retention o these wors. I wol sggest that the sb-
lase might rea—

“Any orer or the grant o a liene ner this hapter shall operate as i it were a ee 
granting a liene eete by the patentee an all other neessary parties emboying 
the terms an onitions, i any, settle by the Controller.”

. Sub-clause ().—Inia is not a party to any international onvention an in the reip-
roal arrangements whih she has entere into there are no restritions in relation to the grant 
o a omplsory liene. ene there is no nee or the saving ontaine in Clase  (). he 
sb-lase may be elete.

Clause 47-—rders and directions of the Central overnment final

. I have ae this new lase to provie that the orers o Government ner this hap-
ter whih wol inle orers ner Clase , are not to be qestione in any ort. his 
shol be so sine they are passe in eerise o their aministrative power on the gron that 
they are neee in pbli interest.

he ollowing lase gives eet to the above reommenation:—

“-A. Orders and directions of Central Government nal.—All orers or ire-
tions o the Central Government ner this hapter shall be nal an shall not be alle 
in qestion in any ort or in any proeeing.’’
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Clause 48—nticipation by prior publication

. I have alreay eplaine the reasons why I onsier that antiipatory pbliations sh 
as wol eprive an invention o novelty shol not be onne to pbliations in Inia. In 
view o this, Clase  () (b) o the Bill has to be onsierably moie.

. he langage o Clase  () is erive rom etions  an  o the .K. Patents 
At,  an I onsier that the phraseology employe ol be improve by aopting the 
revision whih the provision has nergone in etion  o the .K. At o . he lase 
might be rerate as ollows:—

“. Anticipation by prior publication.—() An invention laime in a omplete 
speiation shall not be eeme to have been antiipate or hel to be not new by 
reason only that the invention was pblishe in a speiation le in prsane o an 
appliation or a patent mae in Inia an ate beore st Janary .

() bjet as hereinater provie, an invention laime in a omplete speiation 
shall not be eeme to have been antiipate or hel to be not new, by reason only 
that the invention was pblishe beore the priority ate o the relevant laim o the 
speiation, i the patentee or the appliant or the patent proves—

 (a) that the matter pblishe was obtaine rom him or (where he is not himsel the 
tre an rst inventor) rom any person rom whom he erives title, an was 
pblishe withot his onsent or the onsent o any sh person; an

 (b) where the patentee or the appliant or the patent or any person rom whom 
he erives title learne o the pbliation beore the ate o the appliation or 
the patent; that the appliation was mae as soon as reasonably pratiable 
thereater:

Provie that this sb-setion shall not apply, i the invention was beore the 
priority ate o the laim ommerially worke in Inia, otherwise than or 
the prpose o reasonable trial, either by the patentee or the appliant or the 
patent or any person rom whom he erives title or by any other person with 
the onsent o the patentee or the appliant or the patent or any person rom 
whom he rives title.

() Where a omplete speiation is le in prsane o an appliation or a pat-
ent mae by a person being the tre an rst inventor or eriving title rom him, an 
invention laime in that speiation shall not be eeme to have been antiipate by 
reason only o any other appliation or a patent in respet o the same invention, mae 
in ontravention o the rights o that person, or by reason only that ater the ate o the 
ling o that other appliation, the invention was se or pblishe withot the onsent 
o that person, by the appliant in respet o that other appliation, or by any other 
person in onseqene o any islosre o the invention by that appliant.

() otwithstaning anything in this At, the Controller shall not rese to aept 
a omplete speiation or to grant a patent, an a patent shall not be revoke or 
invaliate by reason only o any irmstanes whih by virte o this setion o not 
onstitte an antiipation o the invention laime in the speiation.”



  R    

Digitised and typeset by CC nline® (). The surest way to legal research!M

Clause 49—revious communication, display or working

. irtally this lase reproes the provisions ontaine in etion  o the .K. 
Patents At, . he only rating hange I wol sggest is in sb-lase () where or the 
wors “aept an appliation”, the wors “aept a omplete speiation” might be sbsti-
tte to bring it in line with my earlier reommenation as regars Clase  o the Bill.

Clause 49-—se and ublication after provisional specification

. he .K. Patents At,  ontains in aition a provision in etion  ealing 
with ases where there has been a pbliation o an invention ater the ling o a provisional 
speiation or a omplete speiation whih has been irete to be treate as a provisional 
speiation ner Clase (). Possibly, even withot a spei provision o this type, the 
orts might not treat as an antiipation any pbliation ater the ling o an appliation or a 
patent. Bt still, to avoi any impliation that the Inian enatment by omitting this provision 
intene to epart rom the nglish law, I onsier it avisable to inle this provision. his 
pts the matter beyon argment that a pbliation or a se o an invention ater the priority 
ate o a laim ol not amont to an antiipation to eprive an invention o novelty. I have 
rate the lase in line with .K. provision an have nmbere it as Clase -A.

. he ollowing rat gives eet to the above reommenation:—

“-A. Use and publication after provisional specication.—Where a omplete spe-
iation is le or proeee with in prsane o an appliation whih was aompa-
nie by a provisional speiation or where a omplete speiation le along with 
an appliation is treate by virte o a iretion ner sb-setion () o etion  o 
this At as a provisional speiation, then, notwithstaning anything in this At, the 
Controller shall not rese to grant the patent, an the patent shall not be revoke or 
invaliate by reason only that any matter esribe in the provisional speiation 
or in the speiation treate as aoresai as a provisional speiation was se in 
Inia or pblishe in Inia or elsewhere at any time ater the ate o the ling o that 
speiation.”

Clause—50 Co-ownership of patents

. his lase reproes in sbstane the provisions ontaine in etion  o the .K. 
Patents At, . he law in regar to the inter se rights o joint patentees is now to be on 
in etion  o the Inian Patents an esigns At, , whih is base pon etion  
o the .K. Patents an esigns At, . he hanges mae in the .K. At,  were in 
implementation o the reommenation o the wan Committee (paragraphs  to  o 
their nal report). Clase  o the present Bill removes ertain inonvenienes an obsrity 
in langage whih are to be on in etion  o the Inian Patents an esigns At,  
nevertheless it reqires slight rating hanges.

. ner the .K. Patents Ats beore , there was a stattory ban impose on the 
right o one o-proprietor to liense a patent or his interest in it withot the onsent o his other 
o-proprietors. here was however no bar to his assigning his interest in the patent to one or 
more inivials, the ommon law right o an owner o property to o so being nettere. 
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he wan Committee reommene that this eet shol be remove an etion  () o 
the .K. At,  implements this reommenation.

. ner the .K. At, the hange eete is irete to apply only to patents grante 
ater the ommenement o that At [vide the opening wors o etion  ()]. here is no 
reason, however, why this hange shol be onne to patents grante ater the At omes 
into ore. It seems to me that it wol be esirable to eten the sope o these provisions 
to patents alreay in ore an provie or a saving lase regaring the rights o eisting 
assignees o partial interests. he wors “ater the ommenement o this At” orring in 
sb-lase () may thereore be elete an a new sb-lase in the ollowing terms ae at 
the en as sb-lase () :—

“() othing in this setion shall however aet the rights o the assignees o partial 
interests in a patent reate beore the ommenement o this At.”

he wor “artile” orring in the beginning o sb-lase () may be replae by the wors 
“patente artile.”

. Sub-clause ().—he epression “as they apply in” relation to other hoses in ation” 
may be wholly omitte as the epression “hoses in ation” is inappropriate to Inian legal 
terminology. his omission wol not aet the import o the sb-lase.

Clause 51—ower of Controller to give directions

. his lase orrespons to etion  o the .K. At, . I wol sggest in ai-
tion to the saving in sb-lase () [whih orrespons to sb-setion () o etion  o the 
.K. At, ] a rther saving on the lines o etion () (b) o the Astralian At,  
as ollows:—

“o iretion shall be given ner this setion so as to aet the mtal rights or obli-
gations o trstees or o the legal representatives o a eease person or o their rights 
or obligations as sh, or whih is inonsistent with the terms o an agreement between 
o-proprietors o the patent.”

CR X—se of inventions for purposes of overnment and cquisition of 
nventions by the Central overnment

. In view o the aitional provisions I am reommening or inlsion in this hapter, 
the hapter heaing might be altere to rea:

“se o inventions or prposes o Government an Aqisition o Inventions by the 
Central Government.”

Clause 52—efinitions of “overnment”

. he General Clases At ontains a enition o Government an thereore the pre-
sent lase  ening the wors “Government” an “prposes o Government” is nnees-
sary an may be elete.
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Clause 53—se of patented inventions for purposes of overnment

. Clase  orrespons to etion  o the .K. At. In line with the .K. At, the 
prpose or whih an invention may be se by the Government is in the Bill limite to the 
se or the prposes o some epartment o Government. As alreay state, the epression 
“Government” inles “the Central” as well as “the tate” Governments an thereore the 
prposes or whih the lases in Chapter I o the Bill make provision are the se o inven-
tions or tate an Central Governmental prposes.

. he sope o a patentee’s obligation in the stanar orm o etters Patent grante in 
the .K. prior to the .K. Patents At,  was limite to “spplying or asing to be sp-
plie or or (is Majesty’s) servie all sh artiles o the sai invention as may be reqire 
by the oers….aministering any epartment o or servie....at sh times an pon sh 
reasonable pries..”.

. A qestion was moote Beore the wan Committee as to whether this limitation 
o the Government’s power to se a patente invention or reqiring the se o the patente 
invention only or the prposes o the Government epartments wol not be nly restri-
tive an prove insient or the epane pbli nees o moern times. In partilar, the 
Committee’s attention was rawn to the at that even by  there were several pbli 
nertakings as well as nationalise instries whih partook so mh o the harater o 
governmental ativity as to jstiy their being broght within the sope o this power to 
se patente inventions or pbli prposes. evertheless, they epresse themselves against 
enlarging the sope o the Government’s power in this regar. In paragraphs  an  o 
their inal eport they state:

“or o we see any aeqate reason or enlarging the prposes or whih the Crown 
may, in normal times, se inventions ner the powers onerre by etion , the 
ompenios epression “or the servies o the Crown” being, in or opinion, s-
ient to over, not only the nees o the arme ores an the reqirements o national 
eene, bt also the reqirements generally o the varios Government epartments 
or their own se.

he stats o the boies who will be managing the nationalise instries has not, so 
ar as we know, as yet been eie, an we eel that it wol be prematre to isss 
the powers whih will be available to them. or the prposes o this eport, we assme 
that they are not to be regare as Government epartments, an that the se o the 
prots o any manatre they nertake, in so ar as they are not spplie or the 
se o Government epartments, wol not be regare as being se o those prots 
or the servies o the Crown.”

. A view somewhat similar to that epresse by the Committee regaring the onstit-
tional position o these pbli orporations was taken by the Cort o Appeal in a jgment 
elivere by enning .J. in Tamlin v. Hannaford40 bt the position appears to be still not 
settle. As Proessor ammell says:—

“he eat onstittional position o the national orporation in harge o nationalise 
nertakings has not yet been lly settle .... It has been sggeste that they all some-
where between Government epartments an loal athorities.”

40.  ()  KB .
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[“ationalisation in egal Perspetive”, Crrent egal Problems ().]

. here has been some isssion o the problems arising ot o the peliar sitation 
o these pbli orporations in Narayananswami Naidu v. Krishnamurthi41. It wol appear 
that the ase o eah orporation epens on its own ats an reqires a etaile eamina-
tion o its onstitting statte an the relation o the Corporation vis-a-vis the Government. 
Tamlin v. Hannaford however eies that Parliament may establish a orporation whih 
is or all pratial prposes a epartment o Government an the Central an Boar re-
ate ner the own an Conty Planning At,  was reerre to by enning .J. as an 
instane.

. he provisions o this hapter rest on a priniple o high pbli poliy. ner the 
ommon aw o nglan, “prior to the At o , the Crown was entitle to se patente 
inventions withot the assent o or ompensation to the patentee, thogh it was the pratie to 
rewar the patentee ex-gratia” (errell on Patents, page ). hogh ever sine the Patents, 
esigns an rae Marks At, o  patents bon Crown, there was still reserve to the 
Crown a wie power to se patente inventions or its prposes. he tate whih grants a 
patent monopoly was hel entitle to se the invention or governmental nees withot reer-
ene to the wishes o the patentee sbjet only to the payment o reasonable ompensation, 
an not what the patentee hose to eman. he qestion however is whether the governmen-
tal nees or whih an invention ol be se shol be onne to se by a Government 
epartment. I have onsiere this qestion arelly an have reahe a onlsion ierent 
rom that o the wan Committee.

. In the rst plae I o not onsier it esirable that the qestion as to whether any pb-
li orporation is or is not a epartment o Government or the prposes o the tilization o 
patents shol be let in a state o nertainty. his apart, whatever might be the position in 
the .K. I o not onsier that in the irmstanes o this ontry it is neessary or proper 
to restrit the powers o Government as in the .K.

. In this onnetion I might reall a reerene to paragraphs  to  ante wherein 
I ha averte to the introtion o the “Inventions an esigns (Crown se) Bill,  
in the ose o ors an its sbseqent withrawal an nally the enatment o the .K. 
eene Contrat At, . What, however, is relevant to the present isssion is that even 
in the .K. there was a realisation that the terms o setions  to  o the .K. At o  
were inaeqate to meet the reqirements o the epaning ntion o a moern welare 
tate. I onsier that nertakings arrie on by Government, being either owne by the 
Government or in whih they have a sbstantial interest, shol be in the same position as a 
Government epartment in regar to the right to se patente inventions on payment o om-
pensation withot having reorse to the omplsory liensing provisions in Chapter III. In 
the ontet o Inia’s planne an ontrolle eonomy I am nable to pereive any sensible 
istintion between a Government epartment rnning an nertaking sh as Posts an 
elegraphs or ailways an a pbli orporation like the inri ertilisers owne an on-
trolle by the Government, thogh the latter might have a jristi personality ierent rom 
that o the Government. rther, i in moern times athorities are reate or aministering 
new spheres o ativity assme by Government, it stans to reason that these athorities, 
whatever their jristi position, shol be treate as inistingishable rom the tate or the 
present prpose.

41. I  Ma .
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. I thereore onsier that or the prposes o this hapter the se o an invention by a 
Government nertaking shol be treate as eqivalent to Government se. In view o the 
natre o the hanges I am reommening, I have rerate the lase to give eet to my 
views.

. An eplanation is however e as to the orm whih I have aopte or the rerat 
o sb-lase (). he athority to athorise the se o the invention wol be the Central 
Government thogh the prpose or whih that athority may be given, or the prposes o 
this hapter, wol inle that o the Central an tate Governments as well as Government 
nertakings. I have one this in orer that there, might be o-orination in the tilisation o 
a patent, whih the eistene o a single athority wol ahieve.

. he marginal heaing in the Bill omits the wor “patente” whih ors in the 
orresponing etion (), o the .K. At o . As an invention may be se by the 
Government even beore the grant o the patent, the marginal heaing as it now stans, 
appears to be appropriate. In this onnetion attention may be rawn to the orresponing 
setion  o the Astralian At, where also the marginal heaing omits the wor “pat-
ente” beore “invention”.

. Sub-clause ().—My rat o the sb-lase is moelle on etion  (), o the 
Astralian At.

. Sub-clause ().—he wors “or teste” whih are on in etion  () o the 
Astralian At, have been inle in my rat. he inlsion o the wor “appliant” in ai-
tion to the wor “patentee” was originally sggeste by the wan Committee to be inle 
in this sb-lase in orer possibly to provie or Government being able to se an invention 
even beore a patent is grante. Bt as an epress provision has been mae in sb-lase () 
or this prpose, there is no nee to retain the reerene to “appliant” in this sb-lase as 
is one in the Bill. Besies the wors ‘‘by the appliant” in sb-lase () might sggest that 
there was an obligation to pay royalty or the se o an invention even in those ases where 
the appliation oes not ltimately reslt in a patent. his is ertainly not what is intene. I 
have thereore elete the wors “by the appliant or” orring in sb-lase () o the Bill 
in my rerat.

. Sub-clause ().—My rerat makes two hanges () by replaing the wors “aeptane 
o the appliation” by the wors “aeptane o the omplete speiation” to keep in line 
with my sheme, an () the omission o the reerene to the “appliant” or the reasons state 
with reerene to sb-lase ().

. Sub-clause ().—his sb-lase makes provision or athorisation being mae by 
Government or the se o an invention even beore the grant o a patent. It might be nees-
sary thereore to make spei provision or an athorisation being given to a person to se 
the invention by the appliant even beore the grant o a patent. he epression “appliant 
or” orring in this lase may thereore be retaine in aition to the term “patentee” 
[Compare setion  () o the Astralian At].

. Sub-clause ().—he sb-lase reqires that partilars as to se o the invention by 
Government shol be rnishe to the appliant or the patentee as soon as pratiable ater 
the se is begn. As the right to ompensation as well as the right to se or inringement 
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wol arise only ater the grant o patent, the wor “appliant” in this sb-lase wol 
appear to be inappropriate an may be elete. his aors with the .K. At, setion  ().

. Sub-clause ().—A omparison o this sb-lase with the orresponing etion  
() o the .K. At o  shows that the Bill oes not make any provision or the se o the 
invention or the spply o goos to oreign governments in prsane o any agreement or 
arrangement with sh government otsie Inia. It is not known whether we have any treaty 
or agreement with or neighboring ontries, or instane, epal, or spply o artiles or 
other eene eqipments to them. I we have, a provision on the lines o etion  () o the 
.K. At or etion  () o the Astralian At, wol be neessary.

. b-lase () o the Bill is restrite to Government’s power to sell “any goos no 
longer reqire or Government prposes” as in the .K. his restrition I have remove an 
a general power given to Government to sell artiles mae in prsane o sb-lase (), a 
provision whih wol be essential i the inventions are se in Government instrial ner-
takings. I have rther ombine the matter now on in sb-lase () with that in sb-
lase () o the Bill. In eeting this hange I have ollowe the analogy o the Astralian 
At.

. Sub-clause ().—b-lase () o my rat is new. ner the provisions o etion , 
ollowing in this respet the .K. At, where ompensation is payable or the se o an inven-
tion, the amont is negotiate with the patentee an the payment is mae to him [ie sb-
lase ()] an this even in ases where ner the terms o Clase  the patentee has to share 
the ompensation with an elsive liensee or his assignor. It appeare to me somewhat o 
that persons who were entitle to share in the ompensation shol have no voie in settling 
the total amont payable. I have soght to retiy this anomaly by reqiring that the noties 
ner sb-lase () whih are preliminary to the etermination o the ompensation shol 
be given to these “sharers” an to ensre that the negotiation o the terms, shol in aition 
to the patentee, be with sh persons also.

. Sub-clause ().—his etene enition o the pharase “prposes o Government” 
gives eet to my reommenation as regars the persons or athorities to sbserve whose 
prposes the Central Government might iret any invention to be se.

. he ollowing rerat gives eet to the above reommenations:—

“. Use of inventions for purpose of Government.—() otwithstaning anything 
in this At, at any time ater an appliation or a patent has been le or a patent has 
been grante, the Central Government an any person athorise in writing by it may 
make, se, eerise or ven the invention or the prposes o Government in aor-
ane with the provisions o this hapter.

() Where an invention has, beore the priority ate o the relevant laim o the om-
plete speiation, been reore in a oment by or teste or trie by or on behal 
o Government, or a Government nertaking otherwise than in onseqene o the 
ommniation o the invention iretly or iniretly by the patentee or by a person 
rom whom he erives title, any se o the invention or the prposes o Government 
may be mae ree o any royalty or other payment to the patentee.

() In an so ar as the invention has not been so reore or trie or teste as 
aoresai, any se o the invention mae by the Central Government or any person 
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athorise by it ner sb-setion () at any time ater the aeptane o the omplete 
speiation in respet o the patent or in onseqene o any sh ommniation as 
aoresai, shall be mae pon sh terms as may be agree pon, either beore or ater 
the se, between the Central Government an the patentee, or as may in ealt o 
agreement be etermine by the igh Cort on a reerene ner etion .

() he athorisation by the Central Government in respet o an invention may be 
given ner this setion, either beore or ater the patent is grante an either beore or 
ater the ats in respet o whih sh athorisation is given or one an may be given 
to any person whether or not he is athorise iretly or iniretly by the patentee to 
make, se, eerise or ven the invention.

() Where an invention has been mae, se, eerise or vene by or with the 
athority o the Central Government ner this setion, then nless it appears to the 
Government that it wol be ontrary to the pbli interest so to o, the Government 
shall notiy the patentee as soon as pratiable ater the se has begn an rnish him 
with sh inormation as to the etent o the making, se eerise or vening o the 
invention as he may, rom time time, reasonably reqire.

() he right to make, se, eerise an ven an invention ner sb-setion () o 
this setion, or any provision or whih this setion is sbstitte, shall inle the 
right to sell the goos whih have been mae in eerise o that right an a prhaser 
o goos so sol, an a person laiming throgh him, shall have the power to eal with 
the goos as i the Government or the Government nertaking, as the ase may be, 
were the patentee o the invention.

() Where in respet o a patent whih has been the sbjet o an athorisation ner 
this setion, there is an elsive liensee as is reerre to in etion  (), or where 
sh patent has been assigne to the patentee in onsieration o royalties or other ben-
ets etermine by reerene to the se o the invention (inling payments by way o 
minimm royalty), the notie irete to be given ner sb-setion () shall also be 
given to sh elsive liensee or assignor as the ase may be, an the reerene to the 
patentee in sb-setion () o this setion shall be eeme to inle a reerene to sh 
assignor or elsive liensee.

() or the prposes o this hapter reerenes to the se o an invention or the 
prpose o Government shall mean the making, sing, eerising or vening the inven-
tion or the prposes o the Central Government, the Government o a tate or o a 
Government nertaking.”

Clause 54—Rights of third parties in respect of overnment use

. his lase is sbstantially a reprotion o setion  o the .K. Patents At,  
o whih it has been sai, “Its langage is involve an its interpretation not ree rom i-
lty”.  sb-setion () o etion  o the .K. Patents At, the omment has been mae 
that “the wor ‘se’ whih ors or times presmably means in eah ase the se or the 
servies o the Crown ene in the opening lines an eles any other se”. (he .K. 
Patents At,  pblishe by the Chartere Institte o Patent Agents, pages -). b-
lase () thereore reqires to be rerate to remove ambigity.
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. he reerene in etion  () o the .K. At to “the se o an invention by a patentee 
or an appliant or a patent” was esigne to reverse the eision o the Cort o Appeal in 
Foster Wheeler Ltd. v. E. Green & Son Ltd.42. In that ase it was hel by the Cort o Appeal 
that a patentee who was irete by the Amiralty to spply them with ertain patente 
artiles was bon by ovenants previosly entere into by him whereby he ha prele 
himsel rom spplying patente artiles to any other than a sole prhaser; a sit by the 
prhaser restraining the patentee rom spplying the Amiralty was onseqently sstaine. 
he nerlying point o this eision was that a patentee irete to se an invention or 
Government prposes was not a “person athorise to se” it within the setion orrespon-
ing to Clase  o the Bill. he provision in lase  () is neessary an may be retaine.

. With reerene to the same lase, the wan Committee notie the eision in 
No-Nail Proprietory Ltd. v. No-Nail Boxes Ltd.43 where it was hel that a stiplation or a 
minimm royalty entere into between a patentee an a liensee remaine operative notwith-
staning that the liensee was athorise by a Government epartment to se the invention 
or Government prposes. he eision was base on an interpretation o the wors se in 
etion  () o the .K. Patents At, — “An the terms o any agreement or liene 
onle between the inventor or patentee an any person other than Government epart-
ment, shall be inoperative so ar as onerns the making, se or eerise o the invention 
or the servie o the Crown”. Atkinson J. hel—an his view was phel by the Cort o 
Appeal—that a lase proviing or the payment o minimm royalty was not a payment or 
the se o the invention bt or a ailre to eerise or se the invention an was onseqently 
not washe ot by the provision jst now etrate. he wan Committee i not onsier 
that the rle reqire to be altere an mae no sggestion in that iretion.

. he phraseology employe in etion  () o the .K. At o  “payments in 
respet o sh se or allate with reerene thereto” [whih is aopte in Clase  ()] 
wol obviosly ele minimm royalty payments with the reslt that sh stiplations 
wol be bining on Government an any payments to be mae to liensees wol have to 
take into aont the liability o the liensee to pay sh a royalty bease it wol be a om-
ponent o the prie harge by the liensee. I o not onsier this sitation proper. he prini-
ple nerlying the provision ontaine in etion  () o the .K. At,  (orresponing 
to Clase  o the Bill) was eplaine by Atkinson J. in the eision jst now reerre to ths:

“* * *he Crown shall be in a better position than a sbjet to this etent that thogh 
it mst pay, thogh it annot se withot paying something, it shall pay that whih 
is e in a partilar way an not that whih is e by an agreement between the 
patentee an the liensee.”

. otwithstaning that an agreement or a minimm royalty might not stritly be a pay-
ment or the se o an invention or one allate with reerene to sh se, I see no priniple 
r logi behin the otrine that Government whih is not bon by a stiplation or royalty 
base on se, is however bon by a minimm royalty lase.

. I have rerate the lase an in sb-lase () as rerate I have speially inle 
a stiplation or minimm royalty among the onitions whih o not bin the Government. 

42.  PC .
43.  PC .
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he wors or “allate by reerene thereto” whih or in the Bill are renant as sh 
payments are eqally “payments in respet o sh se” an are thereore omitte.

. Sub-clause ().—In view o the inlsion o minimm royalty in sb-lase (), sb-
lase () o the Bill beomes nneessary sine it makes provision solely or these ases where 
elsive liensees were oblige to pay minimm royalties.

. Sub-cause ().—his sb-lase [sb-lase () o my rerat] whih eals with assign-
ors o patents who ha stiplate or royalty payments rom patentees has been slightly altere 
to sit it to the hange eete in sb-lase ().

. Sub-clause ().—he last portion o this sb-lase eals with two points: () the mat-
ters to be taken into aont by the igh Cort in the apportionment o the payment mae 
by the Government between the elsive liensee paying royalties an the patentee an () 
the right to intervene on the part o the elsive liensee beore Government enters into an 
agreement with the patentee in regar to payments to be mae ner Clase  (). he sb-
lase oners a right on the elsive liensee to be hear on his giving notie in writing o 
his interest to the Government beore any payment is agree pon between the Government 
an the patentee, bt there is no provision here or elsewhere or the isse o notie to him 
beore sh agreement is entere into by the Government. In the irmstanes it wol not 
be possible or the elsive liensee to give notie o his interest to the Government “beore 
the amont o any sh payment has been agree pon between the Government an the pat-
entee”. I have retie this anomaly by a new provision, Clase  (), or the isse o notie 
to the elsive liensee an or his being party to any agreement regaring the qantm o 
ompensation. I have simplie the strtre o lase  () o the Bill an have rerate it 
renmbering it as sb-lase ().

. “. Rights of third parties in respect of Government use.—() In relation to any 
se o a patente invention or an invention in respet o whih an appliation or a patent is 
pening, mae or the prposes o Government—

 (a) by the Central Government or any person athorise by the Central Government 
ner etion ; or

 (b) by the patentee or appliant or the patent to the orer mae by the Central 
Government,

the provisions o any liene, assignment or agreement mae, whether beore or ater the 
ommenement o this At, between the patentee or appliant or the patent (or any person 
who erives title rom him or rom whom he erives title) an any person other than the 
Central Government, shall be o no eet so ar as those provisions—

 (i) restrit or reglate the se or the prposes o Government o the invention, or o 
any moe, oment or tehnial inormation relating thereto, or

 (ii) provie or the making o payments in respet o any se o the invention or moel, 
et. or the prposes o Government (inling payments by way o minimm roy-
alty); an the reprotion or pbliation o any moel or oment in onnetion 
with the sai se or the prposes o Government shall not be eeme to be an 
inringement o any opyright sbsisting in the moel or oment.



    R  

Digitised and typeset by CC nline® (). The surest way to legal research!M

() Where the patent or the right to apply or or obtain a patent, has been assigne to the 
patentee in onsieration o royalties or other benets etermine by reerene to the se o 
the invention (inling payments by way o minimm royalty) then in relation to any se o 
the invention mae or the prposes o Government by the patentee to the orer o the Central 
Government, sb-setion () o etion  shall have eet as i that se were mae by virte 
o an athority given ner that setion; an any se o the invention or the prposes o 
Government by virte o sb-setion () o that setion shall have eet as i the reerene to 
the patentee inle a reerene to the assignor o the patent, an any sm payable by virte 
o that sb-setion shall be ivie between the patentee an the assignor in sh proportion 
as may be agree pon between them or as may in ealt o agreement be etermine by the 
igh Cort on a reerene ner etion .

() Where by virte o sb-setion () o etion  o this At, payments are reqire to 
be mae by the Central Government in respet o the se o an invention or the prposes 
o Government an where in respet o sh patent there is an elsive liensee athorise 
ner his liene to se the invention or the prposes o Government, sh sm shall be 
share by the patentee an sh liensee in sh proportions, i any, as may be agree pon 
between them or in ealt o agreement be etermine by the igh Cort ner setion  
to be jst, having regar to any epenitre inrre by the liensee—

 (a) in eveloping the sai invention; or

 (b) in making payments to the patentees other than royalties or other benets eter-
mine by reerene to the se o the invention inling payments by way o mini-
mm royalty in onsieration o the liene.”

ew Clause 54-—cquisition of inventions—atents by the Central overnment

. etion -A o the Inian Patents an esigns At ontains provisions regaring 
patents relating to instrments or mnitions o war whih have been assigne to the Central 
Government. his setion was base on etion  o the .K. At, —.

. he wan Committee sggeste omprehensive provisions or ealing with serity 
inventions an or the se by Government o patente inventions or Governmental prposes. 
heir reommenation was aepte an etion  o the .K. At,  inorporates the 
provision as to the iretions or serey whih was evolve ring the Worl War II, an to 
be on in the eene eglations o , an etions  to  o the .K. At eal with 
“Crown se” o inventions. he provision as regars aqisition o inventions by Government 
by volntary prhase or assignments ontaine in etion  o the .K. At, —, 
were elete in the At o .

. he Inian Patents Bill ollows this pattern. he provisions relating to serity pat-
ents are ontaine in Clase , those relating to Government se o patente inventions in 
Clases  to  an there is no lase orresponing to etion -A o the Inian Patents 
an esigns At, .

. I am o opinion that in Inia there is a nee or a provision or enabling Government 
to omplsorily aqire patente inventions or inventions or whih appliations or patents 
are pening as ner the law, as it stans, Government have no power to make sh aqi-
sition. h a power to aqire a patent wol be sel to Government in more than one 
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ontingeny. or instane where the Government have to pay ompensation or the se o an 
invention ner Clase (), the payment to be mae wol epen pon the amont o se 
o the patente invention. In oneivable ases it might be more eonomial to by the patent 
otright, instea o having to make perioial payments o royalty. Again, there might be 
ases where it wol be neessary to aqire a patent otright in the pbli interest, or the 
proper eploitation o the invention. It may also be neessary in some ases to aqire allie 
or ognate inventions or patents o improvement or the proper an eient working o a 
main invention.

. he Bill no obt provies or obtaining omplsory lienes ner ertain irm-
stanes bt apart rom the neessity to establish the stattory onitions beore sh lienes 
are obtaine, an otright prhase might in some ases be more eonomial an satisatory 
than a liene ner the patent. Ater all the power to aqire wol be merely enabling an 
as it might be sel in ertain ontingenies, I wol reommen a provision on the lines 
o Clase -A whih ollows. I might a that a similar provision eists in Astralia (vie 
etion  o the Astralian Patents At, —).

. “-A. Acquisition of inventions and Patents by the Central Government.—() he 
Central Government may, i satise that it is neessary that an invention being the sbjet o 
an appliation or a patent or a patent shol be aqire rom the appliant or the patentee 
or a pbli prpose, pblish a notiation to that eet in the ial Gazette, an there-
pon the invention or patent, an all rights in respet o the invention or patent shall, by ore 
o this setion, stan transerre to an be veste in the Central Government.

() otie o the aqisition shall be given to the appliant or i a patent has been grante 
to the patentee an other persons, i any, appearing in the register as having an interest in the 
patent.

() he Central Government shall pay to the appliant or patentee an other persons 
appearing on the register as having an interest in the patent sh ompensation as may be 
agree pon between the Central Government an the appliant, patentee or other persons 
as the ase may be; or, as may in ealt o an agreement, be etermine by the igh Cort 
ner etion  o the At.

() he Central Government may by rles mae ner this At presribe the manner in 
whih the ompensation payable or the aqisition o an invention shall be etermine.”

Clause 55—Reference of disputes as to overnment use

. his lase orrespons to etion  o the .K. At o . I have rerate sb-
lases  to  to bring them into line with my other reommenations an also with a view 
to lariy the import o the provisions ontaine in them.

. Sub-clause ().—he reerene to the igh Cort in the sb-lase as well as in the 
rest o the setion is to that igh Cort whih has territorial jrisition over the patent. It 
will be notie that in this sb-lase the party to the ispte on the Government sie is the 
Central Government thogh the se to whih the invention was pt whih gave rise to the 
ispte might have been or the benet o a tate or a Government nertaking. he reason 
or this is that ner Clase  it is the Central Government alone that gives the athorisation 
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whether the prpose be that o the Central Government or o a tate Government or o a 
Government nertaking.

. he proviso to sb-lase () o the Bill nees revision. In view o the at that it is pos-
sible that parties that raise the ispte are employees o Government nertakings the sope 
o the proviso shol be wiene. he net qestion that wol arise is as to the athority 
to eie the ispte, whether this shol be the employer in eah partilar ase or whether 
one Central athority shol be veste with jrisition in that behal. In view o the position 
o the Central Government vis-a-vis the aministration o the patent laws as also the irm-
stanes that it is an athorisation by them that enable se to be mae o a patente inven-
tion giving rise to the ispte beore the Cort, I onsier that it wol be avantageos an 
proper that the Central Government shol be veste with jrisition to eie the ispte 
an have aoringly mae provision thereor in my rerat o the proviso.

. Sub-clause ().—his sb-lase enables appliations being mae by Government or 
the revoation o the patent pon any o the grons set ot in etion . here are two 
points arising ot o this: () he sb-lase oes not epressly state whether sh revoation 
proeeings shol be by way o an inepenent appliation or by way o onter laim in 
the same proeeing. ine Government wol have the power to apply or revoation o the 
patent ner the terms o Clase  by an inepenent proeeing it is presme that the 
reerene to revoation in sb-lase () is one by way o onter laim in the same proeeing 
in whih the Government’s right to se the invention or the terms o payment or sh se are 
in ispte beore the igh Cort. I have mae this lear in my rerat. () he Bill empowers 
“the Government” to apply or revoation whih wol mean the Central Government or the 
Government o any tate. In my rerat o Clase  I have onne the right to le petitions 
or the revoation o a patent to the Central Government. Bease o that provision an also 
or the reason that the ispte beore the Cort in whih the onter-laim or revoation 
wol be le, wol be one between the Central Government an the patentee, I have in 
my rerat restrite the right to apply or revoation by way o onter-laim to the Central 
Government.

. he wors “in any ase” in sb-lase () (b) o the Bill are taken rom setion  () 
(b) o the .K. At o  bt are somewhat obsre. hese wors are apparently intene 
as a ontrast to the wors “i the patentee is a party to the proeeings” orring in para-
graph (a) o sb-lase (), so as to over ases where the patentee is not a party to the pro-
eeing. he wors “in any ase” have thereore been sbstitte by the wors “whether the 
patentee is or is not a party to the proeeings”.

. Sub-clause ().—he epression “onsel” in this sb-lase may be sbstitte by 
the wor “Avoates” whih is the term normally se in Inia. In view o the at that the 
proeeings ner Clase  are beore a igh Cort, it is not proper to se the wors “egal 
Pratitioners” or “Pleaers” an my rerat arries this ot.

. he ollowing is a rat o lase :—

“. Reference of disputes as to Government use.—() any ispte as to the eerise 
by the Central Government or a person athorise by it o the powers onerre by 
etion , or as to terms or the se o an invention or the prposes o the Government 
therener or as to the right o any person to reeive any part o a payment mae in pr-
sane o sb-setion () o that setion or as to the amont o ompensation payable 
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or the aqisition o an invention or a patent ner etion -A, may be reerre to 
the igh Cort by either party to the ispte in sh manner as may be presribe by 
the rles o the igh Cort:

Provie that where the invention laime in the patent was mae by a person who 
at that time was in the servie o the Central Government or o the Government o 
a tate, or was an employee o a Government nertaking an the sbjet matter o 
the invention is ertie by the relevant Government or the prinipal oer o the 
Government nertaking to be onnete with the work one in the orse o the 
normal ties o a Government servant or employee o the Government nertaking, 
any sh ispte shall be settle by the Central Government ater hearing the patentee 
an sh other parties as the Central Government onsiers have interest in the matter.

() In any proeeings ner this setion to whih the Central Government is a 
party, the Central Government may—

 (a) i the patentee is a party to the proeeings petition by way o onter-laim or 
revoation o the patent on any gron pon whih a patent may be revoke 
ner etion ; an

 (b) whether a patentee is or is not a party to the proeeings, pt in isse the vali-
ity o the patent withot petitioning or its revoation.

() I in sh proeeings as aoresai any qestion arises whether an invention 
has been reore, teste or trie as is mentione in etion , an the islosre o 
any oment reoring the invention, or o any eviene o the test or trial thereo 
wol, in the opinion o the Central Government, be prejiial to the pbli interest, 
the islosre may be mae onentially to the Avoate o the other party or to an 
inepenent epert mtally agree pon.

() In etermining ner this setion any ispte between the Central Government 
an any person as to terms or the se o an invention or the prposes o the 
Government, the igh Cort shall have regar to any benet or ompensation whih 
that person or any person rom whom he erives title, may have reeive, or may be en 
title to reeive, iretly or iniretly in respet o the se o the invention in qestion 
or the prposes o Government.

() In any proeeings ner this setion, the igh Cort may at any time orer the 
whole proeeings or any qestion or isse o at arising therein to be reerre to an 
oial reeree, Commissioner or an arbitrator on sh terms as the igh Cort may 
iret an reerenes to the igh Cort in the oregoing provisions o this setion shall 
be onstre aoringly”.

Clause 56—aving

. his lase is a reprotion o etion  () o the .K. At o . ner the 
orresponing setion  o tile Astralian At, however, the restritive wors “ner any 
law or the time being in ore relating to customs or excise” o not or. As other Inian 
enatments besies the ea Cstoms At an the Central ise At ontain provisions ner 
whih oreitres may take plae, (vide or instane setions  an  Chapter III o 
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the Inian Penal Coe) the sope o the lase shol not be onne to artiles oreite 
ner laws relating to Cstoms or eise. I wol sggest that the Astralian moel may be 
ollowe an the wors “relating to stoms or eise” be elete.

Clause 57—ower of Court to make declaration as to non-infringement.

. his lase is sbstantially a reprotion o etion  o the .K. At o . he 
wan Committee reommene the aoption o this provision in view o the rle in eqity 
that the Corts ha no jrisition to pronone a elaratory jgment nless the eenant 
ha enie the right o the plainti an asserte any averse right in himsel. he position is 
the same in Inia ner etion  o the pei elie At, At I o .

. he wan Committee ealt with this matter in paragraphs  to  o their nal 
report. he Committee onsiere that provisions whih ha been aopte in the patent laws 
o Astralia, Czehoslovakia an Canaa, proviing or obtaining a elaratory jgment 
might be selly inorporate in the .K. Patents At. o  sbjet to ertain onitions.

. his reommenation was aepte by Parliament an the provision inling the 
onitions sggeste were enate as etion  o the .K. At, . I onsier it wol be 
an avantage to have a similar provision in the Inian statte also.

. he rating o Clase  () is however eetive in so ar as it oes not speiy the 
relie whih the plainti seeks an whih he esires or insists pon the eenant aknowl-
eging. his sb-lase oes not also state, as oes the .K. setion that the relie was avail-
able “notwithstaning that no assertion to the ontrary ha been mae by the patentee or 
liensee”. I the opening wors o sb-lase () are sbstitte by the ollowing, these eets 
wol be remeie:

“. Power of Court to make declaration as to non-infringement.—
(l) otwithstaning anything ontaine in etion  o the pei elie At,  
(At I o ), any person may institte a sit in the istrit Cort having jrisi-
tion, or a elaration that the se by him o any proess, or the making, se, or sale 
o any artile by him, oes not or wol not onstitte an inringement o a laim o 
a patent against the patentee or the holer o an elsive liene ner the patent, 
notwithstaning that no assertion to the ontrary has been mae by the patentee or the 
liensee, i it is shown.......”

. Sub-clause ().—his sb-lase ollows sb-setion () o etion  o the .K. At, 
 whih implemente the reommenation ontaine in paragraph  () o the report o 
the wan Committee. he wors “istrit Cort” may be sbstitte by the wor “Cort”.

. Sub-clause ().—his sb-lase reproes sbstantially etion  () o the .K. 
At o  an etion  () o the Astralian At. he last portion o the sb-lase, 
however, nees revision. An impliation whih might be raise by the granting o a elara-
tion as to non-inringement in avor o the plainti might be that the patent is not vali. It 
is this impliation whih is state to be negative by the wors at the en o the sb-lase. 
imilarly the possible impliation that wol arise when the plainti’s sit or elaration as 
to inringement is ismisse might be that the patent is vali. he lase shol epressly seek 
to negative this impliation also as in the ase o the other one. Aoringly, I wol sggest 
that the last portion o the sb-lase might rn ths:



  R    

Digitised and typeset by CC nline® (). The surest way to legal research!M

“he making or resal o sh a elaration in the ase o a patent shall not be eeme 
to imply that the patent is invali or vali”.

. Sub-clause ().—I wol sggest that the wors “ate o avertisement o aeptane” 
be hange to “ate o pbliation o the omplete speiation” as in the .K. At o .

. Clause —Suits for infringement of patents: Sub-clause ().—I sggest that this sb-
lase may ollow the lines o etions  an  o the rae an Merhanise Marks At, 
 (At  o ) an be in this orm:

“() o sit by a patentee or inringement o a patent shall be institte in any ort 
inerior to the istrit Cort having jrisition to try the sit.

(A) he relie whih a Cort may grant in any sit or inringement inles an 
injntion (sbjet to sh terms, i any, as the Cort thinks t) an at the option o the 
plainti, either amages or an aont o prots”.

. It wol be seen that in the rerate sb-lase () the ats onstitting inringement 
are not set ot bt these wol have to be gathere rom the provisions ontaine in Clase 
 rea in the light o the patent grant.

. he new sb-lase (A) wol merely ene the relies whih the Cort may grant to 
the sessl plainti in a sit or inringement.

. In the nite Kingom beore  it was open to the sessl plainti in an inringe-
ment ation to obtain in aition to ah injntion either amages or an aont o prots. 
he latter alternative, namely, an aont o prots was taken away by etion  o the .K. 
Amening At o  (amening etion  o the At o ) an the plainti’s rights were 
restrite to an injntion an amages. he wan Committee reommene the restoration 
o the law as it was beore  an this reommenation has been implemente in etion  
o the .K. At, . ner the Inian Patents an esigns At,  the sessl plain-
ti in an inringement ation may, in aition to an injntion, obtain either amages or an 
aont o prots. he same position obtains ner the rae an Merhanise Marks At, 
 also. My rerat aopts the orm in etion  o the rae an Merhanise Marks 
At, .

. Sub-clauses () and ().—hese sb-lases reproe sbstantially sb-setions () 
an () respetively o etion  o the .K. At, . he only hange I wol sggest is 
the aition o the wors “or an aont o prots” ater the wors “in awaring amages” 
in sb-lase ().

. With regar to sb-lase (), the orresponing provision in the .K. At o  is 
to be on in sb-setion () o etion  whih eals with revoation o patents. I have in 
my rerat o Clase  inle this provision as sb-lase (). Besies, a provision on these 
lines in this lase might nless properly phrase be interprete as enabling a eene to be 
raise on the gron that the patent is liable to be revoke ner Chapter III whih is not 
intene. ene sb-lase () may be elete.

. Sub-clause ().—In the sheme whih I have otline earlier (vide paragraph  et seq 
ante), every istrit Cort an every igh Cort having original jrisition wol be om-
petent to entertain sits in relation to inringement o patents. In sh sits, it wol be open 
to the eenant to raise a plea attaking the valiity o the patent, an sh orts wol be 
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ompetent to eie that isse an pronone pon the valiity or otherwise o the patent. 
h a eision however wol have no eet on the patent as sh; it wol only be bining 
as res judicata between the parties to that litigation.

. I the eenant esires to have a patent revoke, the proeeings or the prpose 
wol have to be initiate in the ompetent igh Cort whih wol have jrisition over 
the patent in qestion. In view o this sheme the provision or a onter-laim as is provie 
or in sb-lase () is ot o plae an might thereore be elete.

. In this onnetion the only other point to be onsiere is whether there is any nees-
sity or making a provision or a eene by way o onter-laim or the revoation o a pat-
ent where the sit or inringement is le in a igh Cort whih is ompetent to entertain a 
petition or the revoation o that patent. I o not onsier it neessary to make any spei 
provision or this prpose. he ompetent igh Cort might be one o the three hartere 
igh Corts, namely, Maras, Bombay an Caltta an these Corts have by their rles 
mae provision or the entertainment o onter-laims. In the ase o these orts thereore, 
withot any provision thereor in the Patents At, a onter-laim or revoation wol be 
open as spplemental to a eene raising the valiity o the patent.

. In regar to the other igh Corts, as they o not have, ner their etters Patent 
any original jrisition, sits or inringement ol ome p or trial beore them only i 
sh sits are transerre ner the powers ontaine in etion  o the Civil Proere 
Coe. In ases o sh transers, these Corts wol be bon to ollow the proere whih 
wol have applie i the sits were trie in the Corts in whih they were originally le, 
with the reslt that the proere by way o onter-laim might not be appliable. Bt even 
here no real inonveniene wol be elt bease in sh a ontingeny, the transerre sit 
or inringement an any sbstantive petition or revoation le beore that ompetent ort 
ol be hear an ispose o together an the igh Corts might be epete to orer a 
joint trial o onnete proeeings. I nee harly point ot that i the sit remains in the 
istrit Cort, there is no qestion o a onter-laim bease the istrit Corts wol be 
inompetent to entertain petitions or revoation o patents.

Clause 59—nnocent infringement—iability for amages

. ner the Bill, a sessl plainti in an ation or inringement is entitle to am-
ages or an aont o prots mae by the inringing eenant. Clase  emboies the rle 
imposing the restrition on the reovery o amages where the inringement is innoent, its 
langage being moelle on etion  o the Inian Patents an esigns At, . Base 
on this langage an argment was aresse to me in a ase relating to the inringement o a 
patent regaring lphathiazole, that the stattory protetion aore to innoent inringers 
was onne to laims or amages an i not eten to a laim or an aont o prots. 
his argment was possible bease etion  o the Inian Patents an esigns At,  
while reerring to laims to amages, i not reer to the relie o an aont o prots an 
a similar argment wol be open on the terms o Clase . I wol thereore sggest the 
inlsion o the wors “or an aont o prots” ater the wors “amages” in sb-lases 
(), () an (). he marginal heaing also might be similarly moie.



  R    

Digitised and typeset by CC nline® (). The surest way to legal research!M

. here is one rther matter to be notie in regar to the langage se in sb-lase 
() to iniate the state o min o the innoent inringer to qaliy or the stattory prote-
tion. he wors se in the sb-lase are: “he was not aware nor had reasonable means of 
making himself aware of the existence o the patent”. he italiize wors are repeate in 
the eplanation to the sb-setion. he wors se in the orresponing setion  o the 
.K. At,  are: “ha no reasonable grons or spposing”, while the Astralian At 
[etion  ()], ses the epression “ha no reasons to believe”. he istintion between 
the Astralian an the .K. orms appears to be that “belie” implies a higher egree o 
awareness than “spposing”. or the prposes o this lase, it wol be neessary or the 
inringer to establish that the inringement was ommitte in goo aith. here wol be a 
lak o goo aith only i there are no reasonable grons or belie that the patent eiste. 
he wors se in the Bill “nor ha reasonable means o making himsel aware o the eist-
ene o the patent” eqates means o knowlege with knowlege itsel whih oes not appear 
to me to be either jst or proper. I onsier the Astralian orm more appropriate an wol 
reommen its aoption. his wol mean the sbstittion o the wors “an ha no reason-
able grons or believing that the patent eiste” or the wors “nor ha reasonable means 
o making himsel aware o the eistene o the patent”. I wol only a that this wol 
bring the sope o the protetion aore by lase  into line with that ontaine in etion 
 () (b) (i) o the rae an Merhanise Marks At, , whih eals with the ase o an 
innoent inringer o a registere trae mark. he phraseology o the eplanation shol be 
sitably moie to make it aor with the hange in sb-lase ().

Clause 60—rder of inspection etc. in suit

. his lase orrespons to the provisions o etion  o the Inian Patents an 
esigns At, . In the .K. there is no orresponing provision bt in onting an 
enqiry an granting interim relie the ort aopts the proere lai own in rle  o 
rer -A o the preme Cort les. As the Civil Corts in Inia are governe by the pro-
visions o the Civil Proere Coe, whih oners pon them power to pass interim orers by 
way o inspetion, injntion, aonts or the imposition o other terms, there is no neessity 
or this provision in the Bill. he lase may be elete.

Clause 61—Certificate of contested validity of specification

. he lase is erive rom etion  o the Inian Patents an esigns At o  
whih ollows etion  o the .K. Patents an esigns At, , a setion whih ner-
went moiation in the .K. Patents At o . he power to grant ertiates o valiity 
was beore  onne to ations or inringement an i not eten to ases where the 
valiity o a laim was nsesslly hallenge in a petition or revoation. he law was 
altere in  an ner etion  () o the .K. At o , ertiates o valiity ol 
be grante in any proceeding in whih the valiity o a laim o a speiation was hal-
lenge an was phel. etion  o the Astralian At ollows in this respet the provision 
ontaine in etion  o the .K. At o . nobtely there is logi in the hange 
eete by the .K. Patents At o  bt or reasons whih I shall set ot presently I wol 
reommen that the proeeings in whih ertiate o valiity ol be grante be onne 
to petitions or revoation.
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. ner the sheme whih I have ealt with in etail earlier (vide paragraph  ante) 
I have sggeste that while the valiity o the laims o a patent ol be hallenge in any 
sit or inringement the same wol not aet the patent as sh bt only have eet as 
a proeeing inter partes between the parties to the inringement ation. I the valiity o 
a laim o a patent is esire to be hallenge so as to aet the patent itsel, this shol 
be one only in a petition or revoation whih ol be entertaine by that igh Cort, 
whih wol have territorial jrisition over the oe in whih that patent is registere or 
is eeme to be registere. As inringement ations ol be le in any istrit Cort whih 
has territorial jrisition to entertain the sit an as the reslt o the proeeing is not bin-
ing on any person not a party to that proeeing, there is the possibility o the valiity o a 
laim being phel in one ort an pronone against by a ierent ort trying another 
inringement ation. I the valiity o the laim shol ome p or onsieration on a thir 
oasion an there are onfiting earlier eisions tohing the valiity o the laim it wol 
not be possible or that Cort to grant any relie on the basis o the ertiate o valiity. In 
the .K. sh a onfit o eisions annot arise as both inringement ations an petitions 
or revoation wol be le in an ispose o, only by the igh Cort. In view, thereore, 
o the mltipliity o orts whih wol have jrisition to entertain sits or inringement 
in whih the valiity o the laim might ome into qestion, I wol reommen that the 
power to grant ertiates o valiity might be onne to the ompetent igh Corts trying 
petitions or revoation.

. Sub-clause ().—his ollows in general etion  () o the .K. At o  bt its 
langage an sope is, however, open to some ambigity. In this onnetion the ollowing 
matters reqire attention:—

 (i) In any sbseqent sit or inringement, the penalty o osts on the higher sale 
shol be visite only i the eenant ontests the valiity o the laim in regar to 
whih the ertiate was grante in a previos sit.

 (ii) h a penalty shol be impose only i the party, raising the plea as to valiity 
o a laim, is prove to have been aware o the grant o sh a ertiate, an that 
notwithstaning sh knowlege, nsesslly ispte the valiity o the laim.

 (iii) b-lase () reers to ‘inringement o patent’, ‘revoation o patent’ an ‘party 
relying on the valiity o the patent’, whereas ertiate ner sb-lase () reers 
only to the ‘valiity’ o a laim that was onteste in those proeeings. he wors 
se in the Astralian At, etion , are to be preerre as they avoi this 
ilty.

 (iv) Whereas the onling wors o etion  () o the .K. At as well as etion 
 o the Astralian At entitle the sessl plainti in an ation or inringe-
ment or the sessl responent in a revoation proeeing to a higher sale o 
osts “so ar as onerns a laim in respet o whih ertiate was grante”, the 
last wors o Clase  () o the Bill iret the grant to the patentee o “all osts 
on the higher sale iniental to the sit” an o not restrit it to the osts so ar 
as onerns the laim, as in the .K. an the Astralian stattes. It is lear that 
the osts payable on the higher sale shol be onne to the osts iniental to 
the laim whose valiity was improperly an nsesslly onteste in the later 
proeeing. he proviso is taken rom the .K. At o  [etion  ()] bt 
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sbstittes the wor ‘eree’ or the wor ‘proeeings’. he eet o this hange 
wol be that the proviso wol apply only to appeals in sits or inringement 
an wol not apply to appeals against orers in petitions or revoation. his is 
presmably not what was intene. he proviso may be amene on the lines o 
the .K. statte so as to over appeals both in sits or inringement an petitions 
or revoation.

. ne other matter may be onsiere with regar to this proviso. he proviso even 
as amene as sggeste above, will apply only to osts in the appellate ort an the eet 
o the proviso will be that when an nsessl eenant or an nsessl petitioner or 
revoation les an appeal against the orer o the rst ort, the osts o any appeal wol 
be on the orinary sale an not on the higher sale. In ases, however, where the patentee 
is nsessl in the rst ort (in the n proeeing) bt sees on appeal the qestion 
is, whether the appellate ort shol be bon to orer osts on the higher sale in so ar 
as it relates to the osts o the rst ort. It wol seem rom the langage o the proviso in 
the .K. At that this matter is not ree rom obt althogh the payment o the osts on 
the higher sale as regars the trial ort wol not in sh ases appear to be reasonable or 
jst. he awar o osts on the higher sale is to isorage an penalise rivolos attaks on 
patents, the valiity o the laim o whih has been pronone by a ompetent ort. Where, 
however, the trial ort in the n ation ns against the patentee, the ation o the party 
who attaks the valiity o the laim annot be sai to be rivolos or nreasonable an hene 
there is no jstiation or penalising him with the higher sale o osts bease he ails in the 
appellate ort. In sh ases i the eenant in the inringement ation or the plainti in the 
revoation proeeing is nally nsessl, he shol be mae to pay only the osts ner 
the Civil Proere Coe an not the speial osts provie ner Clase (). I this view 
is aepte, the proviso shol be amene sitably.

. In the appene rerat I have eneavore to give eet to the above sggestions:—

“. Certicate of contested validity of specication.—() I in any proeeings 
beore a igh Cort or the revoation o a patent ner etion , the valiity o any 
laim o a speiation is onteste, an that laim is on by the ort to be vali, 
the Cort may ertiy that the valiity o that laim was onteste in those proeeings 
an was phel.

() Where any sh ertiate has been grante, then, i in any sbseqent sit beore 
a ort or inringement o that laim o the patent, or i in any sbseqent proeeing 
or revoation o the patent, in so ar as it relates to that laim, the patentee or other 
person relying on the valiity o the laim, obtains a nal orer or jgment in his 
avor, he shall be entitle to an orer or the payment o his ll osts, harges an 
epenses o an iniental to, any sh sit or proeeing properly inrre so ar as 
they onern the laim in respet o whih the ertiate was grante nless the Cort 
trying the sit or proeeing otherwise irets:

Provie that the osts as speie in this sb-setion shall not be orere when 
the party ispting the valiity o the laim satises the ort that he was not aware 
o the grant o the ertiate when he raise the ispte an withrew orthwith sh 
eene, when he beame aware o sh a ertiate:
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Provie rther that orts hearing appeals rom erees or orers in sits or 
inringement or petitions or revoation shall not be hel to be empowere by virte o 
this sb-setion to pass orers or osts on the sale reerre to therein.”

Clause 62—Relief for infringement of partially valid specification

. his Clase enlarges the present setion -A o the Inian Patents an esigns At, 
 an is sbstantially a reprotion o etion  o the .K. At, . he eplanation 
whih ors at the en o the lase oes not appear in the orresponing setion o the .K. 
At bt appears at the en o setion -A o the present Inian Patents an esigns At o 
 an may be retaine.

. I have alreay pointe ot in my notes ner Clase  that in the .K., relie by way 
o aont o prots whih was elete ner the amening .K. At o  has now been 
restore ner the .K. At o  (etion ) an that the appliant has now the option 
to laim either amages or an aont o prots in aition to injntion. In view o the new 
lase [b-lase  ()] propose by me, the proviso has to be sitably moie, say, as—

“Provie that the ort shall not grant relie eept by way o injntion save in the 
irmstanes mentione in sb-setion ()”.

. Sub-clause ().—or reasons alreay state, the wors “or an aont o prots” 
shol be ae ater the wor “amages”.

. Sub-clause ().—hol be elete as it wol be inonsistent with the sheme I have 
reommene ner whih amenments o speiation o a patent ol be orere only 
by the ompetent igh Corts an when ealing with petitions or revoation (vide Clase 
-A). he eplanation shol appear at the en o sb-lase (), moie by the aition 
o the wors “or an aont o prots” ater “amages”.

Clause 63—ransmission of orders of the igh Court to the Controller

. his is a reprotion o etion  o the Inian Patents an esigns At, . here 
is no orresponing provision in the .K. Patents At o  bt there are some parallel pro-
visions in the Astralian Patents At [etions ,  an ()] an in the Canaian At 
(etion ). ner the proere whih I have sggeste in regar to the etermination o 
the valiity o a patent in an ation or inringement an or revoation o a patent, the trans-
mission o orers to the Controller an the entry on the register wol all ner two heas:

() Petitions for revocation.—In regar to eah patent there wol be only one om-
petent ort, namely, the igh Cort having territorial jrisition over the hea oe 
or the branh oe, as the ase may be, where the patent is registere or eeme to 
be registere. When a petition or revoation has been le in that igh Cort, the 
ollowing orers might be passe:—

 (a) he patent might be revoke or some o the laims may be elete. In that 
event the ort passing the orer might be enjoine to orwar a opy to the 
Controller who wol make entries in the egister onormably to it. he 
Astralian At makes provision or parties loging opies o the orers o ort 
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with the Controller bt I wol preer the orts themselves orwaring opies 
as being mh simpler an on the gron that it saves time.

 (b) he igh Cort may ismiss the petition or revoation in toto, holing that 
every laim o the patent hallenge in the proeeings was vali, or might 
ismiss the petition or ealt or or non-prosetion or or other ases not 
tohing the merits o the patent. In this ase also it is neessary that the orer 
o the ort shol be transmitte to the Controller an loge in his oe 
with entries in the egister showing the proeeing whih has taken plae in 
respet o the patent an its reslt.

 () ring the orse o proeeings on a petition or revoation beore the igh 
Cort the speiation o a patent might be amene (vide Clase -A). In sh 
ases also the nal orer allowing amenment shol be entere in the egister 
so that thereater the speiation o the patent wol rea as amene. In my 
rat o Clase -A I have mae spei provision or this prpose an there-
ore there is no nee to inle sh orers ner Clase .

() Other proceedings.—he other type o proeeings, namely, inringement ations 
or sits ner Clase  o the Bill might be le in any ort not below a istrit 
Cort within whose jrisition the ase o ation to se might arise. he opening 
wors o Clase  inle orers an erees passe in sits or inringement an 
provie or these being entere on the egister.

. n the sheme whih I have reommene, however, thogh isses as to the valiity o 
laims o a patent might be raise as a eene in these proeeings, the eet o any ning 
as to the invaliity by the Corts wol not eten beyon that proeeing an the parties to 
that proeeing. In other wors, it wol have no eet whatsoever pon any o the laims o 
the patent entere on the egister. or this reason I wol sggest that jgments an erees 
passe in sits or inringement an in sits ner lase  o the Bill where the valiity o 
the laims o any patent is pt in isse shol be orware to the Controller an shol be 
entere by him not in the egister o Patents bt in a spplemental reor.

. My rerat o the lase gives eet to these reommenations—

“. Transmission of orders of the High Court to the Controller.—() very orer 
o the igh Cort on a petition or revoation inling orers granting ertiates o 
valiity o any laim shall be transmitte by that Cort to the Controller who shall 
ase an entry thereo an reerene thereto to be mae in the egister o Patents.

() Where in any sit or inringement o a patent or in any sit ner etion  o 
this At, the valiity o any laim or a speiation is onteste an that laim is on 
by the Cort to be vali or not vali, as the ase may be, the Cort shall transmit a 
opy o its jgment an eree to the Controller who shall on reeipt thereo ase 
an entry in relation to sh proeeing to be mae in the presribe manner in a sp-
plemental reor.

() Where an appeal is preerre against the eision o the orts reerre to in sb-
setion () or sb-setion () the provisions o the sai sb-setions shall also apply to 
the ort or orts etermining the appeal.”
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Clause 64—ower of igh Court to stay proceedings etc.

. his lase is nneessary an may be elete as in the sheme propose by me a 
petition or revoation an be le only beore one igh Cort, viz. that having territorial 
jrisition.

Clause 65—earing with assessor

. his orrespons to etion  o the Inian Patents an esigns At, . imilar 
provisions are on in etions  () an  () o the .K. Patents At,  an etions 
 (a) an  o the Astralian Patents At, -. he preise ntions o the assessors, 
the manner o their appointment, the sale o remneration an other etails are not set ot 
in the lase, nor is provision mae or rles being rame or the prpose, as ner etion 
 () o the .K. At. rer -A rle  o the les o the preme Cort represent the 
rle mae in the .K. ner this provision.

. I wol sggest that the material portions o the above rle  o rer -A may be 
inorporate as part o the statte itsel, as owing to the mltipliity o ort ompetent to 
hear sits or inringement, it wol be esirable to have a niorm provision in the At to be 
ollowe by the orts. he appene rerat seeks to arry ot this sggestion:

“. Scientic Advisers.—() In any sit or inringement or in any proeeing beore 
a ort ner this At, the ort may at any time, an whether or not an appliation 
has been mae by any party or that prpose, appoint an inepenent ienti Aviser 
to assist the ort or to enqire an report pon any qestion o at or o opinion not 
involving qestions o law or onstrtion.

() he Cort shall nominate the ienti Aviser an shall settle the qestion or 
instrtions to be sbmitte or given to him.

() he remneration o the ienti Aviser shall be e by the Cort an shall 
inle the osts o making a report an a proper aily ee or any ay on whih the 
ienti Aviser may be reqire to atten beore the Cort, an sh remneration 
shall be eraye ot o pbli ns.”

Clause 66—Remedy for groundless threats of infringement proceedings.

. his lase orrespons to etion  o the Inian Patents an esigns At o  
an ollows the langage o etion  o the .K. Patents At o .

. Sub-Clause ().—he wors “by irlars, avertisements or otherwise” in this sb-
lase have appeare in the .K. Ats sine  an have been onsiere in some ases. It 
has been hel that the wors “or otherwise” are not to be onstre ejusdem generis with 
the proeeing wors “irlars, avertisements”. In Skinner & Co. v. Perry44, Bowen .J. in 
ealing with this point state:

“sing langage in its orinary sense, it is ilt to see that an intimation eases to 
be a threat bease it is aresse to a thir person in answer to an inqiry, or bease 

44.  PC .
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it is aresse to the person himsel * * * I I threaten a man that I will bring an ation 
against him, I threaten him none-the-less bease I aress that intimation to himsel”.

. he wors “or otherwise” have also been onsiere in the reent ase o Benmax v. 
Austin Motor Co. Ltd.45 by the Cort o Appeal. vershe M.. observe ths—

“* * * It seems, however, to be establishe that the wors “or otherwise” mst not be 
onstre ejusdem generis so that the letter written, or eample, by a patentee’s solii-
tors beore ation broght an threatening to bring an ation or inringement o the 
patent, mst be regare as within the ormla “where any person otherwise threatens 
any other person”....” 

In my rerat whih I have appene I have sbstitte or the ambigos wor “otherwise” 
a etaile reerene to ommniations whih that wor might signiy.

. Sub-clause ().—vershe M. . pointe ot in the above eision that the epression 
“the plainti shall be entitle to the ollowing relies” in the orresponing etion  () o 
the .K. At o  was ambigos. It was rge beore the ort that on a proper onstr-
tion o etion  () o that At every party establishing threats an proving that they were 
njstiable was entitle as o right not merely to a elaration bt to an injntion an am-
ages. ealing with this matter, the learne Master o the olls state:

“ow it is qite tre that the terms o the seon sb-setion appear to be obligatory—
“the plainti shall be entitle to the ollowing relie”—Bt it wol be startling i 
these wors were obligatory. he remey o an injntion is one that has always been 
regare as essentially a matter or isretion........I the eenants are right, in a ase 
o this kin the ort wol be bon to grant an injntion, thogh the ort on-
siere it, as I shol onsier it in this ase, both njst an inonvenient. Moreover, 
it has never been the pratie o this ort to grant injntions whih are on the ae 
o them tile or meaningless. What wol be the point o granting an injntion to 
restrain the plainti rom threatening to bring an inringement ation in respet o a 
etters Patent when by the same orer the ort ha revoke the etters Patent save 
perhaps to ast some obt pon whether it really ha been revoke? his setion has 
emerge in the  At ater onsierable amenments in previos Ats. ne o the 
problems whih the etion ha earlier presente, was solve by the removal rom the 
present setion o the ormer proviso that it ha no appliation when an ation or 
inringement was broght within a reasonable time ater the allege threat. I an see 
a sensible gron or removing that limitation. * * * here is this rther point: rom 
sb-setion () it is plain that a person aggrieve may not seek more than one or other 
o the remeies set ot in sb-setion (); yet, so ar as I an see, i the eenants are 
orret, one the ation has been broght an the party who has mae the threats has 
aile to jstiy, the ort is bon to grant all the relies regarless o what the plainti 
may ask or. hat annot be right, an inee I go rther an say that I annot believe 
that Parliament intene in regar to the grant o an injntion to make it obligatory 
in any sense or a ort, an partilarly a Cort o nqiry, to grant an injntion. 
nless the wors are lear an beyon any possible obt, I, or one, shol absoltely 
eline to be so bon. In spite o the ormla “the plainti shall be entitle”, whih 
in its ontet may not be qite happy, I am nable to onstre an o not onstre 

45.  PC .
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this setion as ompelling the ort, given the premises, to grant all or inee any o 
the relie set ot in sb-setion (). In my jgment the phrase “the plainti shall be 
entitle” annot mean more than this—that the plainti shall be entitle prima aie”.

“In the irmstanes o the ase, having regar to the at that in my jgment the 
patent shol be revoke, an having regar also to the irmstanes that Messrs. 
Astin now say that they make no laim to any inqiry as to amages, an o not 
seek amages, I am qite satise that the ort shol grant no relie whatever ner 
etion ”.

b-lase () as rerate by me seeks to obviate this ritiism.

. Sub-clause ().—his sb-lase ollows the langage o sb-setion () o etion  
o the .K. At.

. Sub-clause ().—his sb-lase is a reprotion o the proviso to etion  o the 
Inian Patents an esigns At,  an is an anahronism. he orresponing proviso 
whih ha appeare in the .K. Ats o  an  was omitte in the .K. by the 
Amenment At o  as being nneessary. I might reall that vershe M. . epresse 
the opinion in the Benma ase that the omission o this proviso in  was proper. b-
lase () might be elete.

. he lase wol then rea:

“. Remedy for groundless threats of infringement proceedings.—() Where any 
person (whether or not entitle to or intereste in a patent or an appliation or a pat-
ent) threatens any other person by irlars or avertisements or by ommniations, 
oral or in writing, aresse to that or any other person, with proeeings or inringe-
ment o a patent, any person aggrieve thereby may bring a sit in a istrit Cort 
having jrisition to try it praying or a elaration that the threats are njstiable 
besies laiming relie by way o injntion against the ontinane o the threats, or 
amages (i any) that the plainti has sstaine thereby, an or osts.

() nless in sh sit the eenant proves that the ats in respet o whih the pro-
eeings were threatene onstitte or, i one, wol onstitte, an inringement o 
a patent or o rights arising rom the pbliation o a omplete speiation in respet 
o a laim o the speiation not shown by the plainti to be invali, the Cort may 
grant to the plainti all or any o the relies praye or.

() or the removal o obt it is hereby elare that a mere notiation o the eist-
ene o a patent oes not onstitte a threat o proeeing within the meaning o this 
etion”.

Clause-67—Register of atents

. his lase eals with the egister o Patents.

As I have alreay iniate, jgments eiing isses regaring the valiity or invaliity 
o any laims o a patent in an inringement ation or in a sit ner Clase  are not to be 
entere in the egister o Patents sine they aet only the parties to the respetive litigation 
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bt they are to be entere in a separate spplemental reor (vide Clase ). Bt bease o 
this no hange nee be mae in the langage o Clase  o the Bill.

he provisions in sb-lase () are more appropriate to Clase  an I wol sggest its 
transer to the later lase ater sb-lase () o that lase as sb-lase (a).

Clause 68—Contents of the Register of atents

. It was sbmitte to the wan Committee that the egister o Patents shol be a reor 
as omplete as possible o all transations in relation to patents an shol also aor to the 
pbli omplete inormation as regars the terms o the agreements relating to patents. he 
Committee observe that “so ar as the proprietary interest in patents is onerne, it appears 
that the reqirement o the At is generally omplie with. he same annot, however, be sai 
o the registration o lienes, a sbstantial proportion o whih, aoring to the eviene, 
remains nregistere. We lly spport the view whih has been pt beore s that this is an 
nesirable state o aairs”. hey onsiere several alternative sggestions or overoming 
this evil bt reraine rom making any positive reommenation. I agree with the wan 
Committee that every transation whih is registrable shol be entere in the egister an 
as soon as possible ater the transation is entere into.

. here is one other losely relate matter an that is as regars registration o the 
agreements attahe to liene grants. he wan Committee onsiere that it was not epe-
ient to provie or omplsory registration o sh agreements, as they were o the view 
that the patentee an the liensee wol normally esire to keep sh agreements onen-
tial an that it wol not be in the interests o the trae that they shol be mae pbli. I 
o not share this view an I onsier that where there is any ealing with a patent, (be it by 
way o title to the patent, or by way o the se o the patent) i the agreement in relation to it 
is emboie in a oment, the law shol insist pon the ling o that oment with the 
Controller. he wan Committee pointe ot that there was no law against the grant o parol 
lienes or the se o patents. Bt apart rom the implie lienes arising, say, rom the sale 
o a prot, I see no harm in insisting on every grant o an epress liene being in writing. 
It is possible that parties might seek to avoi the provision as to registration o the agreement 
by splitting p ontratal terms an keeping ertain o the terms onential, while oering 
or registration merely the ormal ones. In sh ases, there is always the anger o the ol-
lateral agreements not being amissible in eviene ner setions  an  o the viene 
At in the event o any ispte between the parties oming p beore the Corts. hat, in my 
opinion, is a sient saegar against attempts at evasion o registration o the entirety 
o the agreement. I wol sggest a reinoring o this rle o eviene by epress provision 
thereor in this lase.

. o allay any ears regaring islosre o trae serets the lase might provie that 
the terms o the agreement le beore the Controller shol be kept onential an shol 
not be open to pbli inspetion eept ner the orers o Cort on the lines o etion  
() o the rae an Merhanise Marks At,  in respet o agreements as to registere 
ser. eeless to say that this last provision an possibly apply only to volntary lienes.

. he position o a title onerre by an nregistere assignment is still somewhat 
obsre. It is not lear, or instane, whether an nregistere interest in or ealing with the 
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patent is eetive against a sbseqent registere proprietor or liensee ner a registere 
liene who took withot notie o it. In New Ixion Tyre Cycle Company Ltd. v. Spilsbury46, 
Mr. Jstie Kekewih sai:

“Any person who registers an instrment, whether an assignment or otherwise, mst 
register it sbjet to any rights appearing rom the register to be veste in any other 
person.”

his eision was phel by the Cort o Appeal, vide47. he eet o this jgment wol 
be that as between two oments o ierent ates, the oment o a later ate bt whih 
is registere earlier, has priority over an earlier transation whih is registere later. In other 
wors, in orer to etermine the sope o two ompeting titles between two oments o 
ierent ates by the same inivial, the inqiry to be mae is as to whih o the oments 
was registere earlier an not whih o them was eete earlier. It wol be seen that sh 
a view rns onter to the orinary notions o law that a person an only grant sh rights as 
inhere in him. I he has alreay parte with his rights, an amittely the nregistere o-
ments was ertainly eetive to onvey the title bease the registration is a ormality to be 
omplie with only ater the title passes, the assignor ha alreay parte with his interest an 
was not thereore in a position to eal with the patent an in sh irmstanes to asribe 
priority to the oment o a later ate wol not appear to be in aorane with aepte 
priniples o law.

. he problem wol appear to be more ompliate in ases where a person laiming 
ner a oment o a later ate bt registere earlier, ha notie o the earlier transation. 
A qestion may also arise as to whether the laimant ner the earlier transation ol be 
hel to be estoppe by any at or omission on the part o sh a laimant to notiy his title 
to the patent beore the later transation took plae. hese onsierations are very relevant 
ner the Inian law where the patent is treate as a speies o intangible movable property. It 
wol appear that ner the Inian law relating to transer o movable property it is the pri-
ority o the transation an not the priority o registration that oght to etermine the relative 
priority between ompeting titles erive rom the same person in respet o a patent. I am o 
opinion that it is esirable that the statte shol speially provie or the priority o the 
earlier ate transations in the absene o irmstanes rom whih an estoppel ol be 
one, provie this is ople with a provision reqiring registration within a presribe 
time limit o all transations in relation to patents.

. Sub-clause ().—his provies or ases where the Controller is satise as to the proo 
o title o any person bt there is no provision appliable to ases where the Controller is not 
satise as to the title o the person applying or registration o an assignment or transmis-
sion. etion  () o the rae an Merhanise Marks At,  whih eals with the reg-
istration o assignment an transmissions o trae marks ontains a proviso in the ollowing 
terms:

“Provie that where the valiity o an assignment or transmission is in ispte between 
the parties, the egistrar may rese to register the assignment or transmission ntil the 
rights o the parties have been etermine by a ompetent Cort.”

I wol sggest the inlsion o a similar provision here.

46.  PC .
47.  PC .
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. Sub-clause ().—I have alreay pointe ot that as between two ompeting titles the 
title base on the earlier transation shol have priority over the later transation even 
thogh the later transation is registere earlier. he langage o the present sb-lase () 
is in absolte terms an oes not eempt even an appliation or registration rom the sope 
o the ban impose by the lase. It shol thereore be amene so as to rea as “ept 
or the prposes o the appliation ner sb-setion () or o an appliation to retiy the 
egister”. he ollowing wors mst be ae ater “an appliation” an beore “to retiy” 
in the present sb-lase ():

“ner sb-setion () or o an appliation”.

I wol also sggest that the athority who shall not amit the nregistere oment in evi-
ene shol be not merely the ort bt also the Controller. I sggest that or the wors “any 
Cort” in the sb-lase the wors “by the Controller or by any Cort” may be sbstitte.

. he ollowing amenments to Clase  wol arry ot the above reommenations:—

() Ater sb-lase () the ollowing new sb-lase (a) may be ae:

 “ (a) An assignment o a patent or o a share in a patent, a mortgage, liene or the 
reation o any other interest in a patent shall not be vali nless the same were 
in writing an the agreement between the parties onerne is ree to the 
orm o a oment emboying all the terms an onitions governing their 
rights an obligations an the appliation or the registration o sh o-
ment is le in the presribe manner with the Controller within three months 
or within sh rther perio not eeeing three months in the aggregate as 
the Controller on appliation mae in the presribe manner allows rom the 
eetion thereo:

Provie that the oment shall when registere have eet rom the ate 
o its eetion.”

() At the en o sb-lase () a the ollowing proviso:

“Provie that when the valiity o the transation or transmission or o the 
mortgage, liene or other transation reerre to in sb-setion () is in ispte 
between the parties, the Controller may rese to register the assignment, trans-
mission, mortgage, liene or other transation ntil the rights o the parties 
have been etermine by a ompetent Cort.”

() Ater sb-lase () insert the ollowing as sb-lase (a):

 “(a) Athentiate opies o all ees, agreements, lienes an other oments 
aeting the title to any patent or any liene therener an sh other o-
ment as may be presribe shall be spplie to the Controller in the presribe 
manner or being le in the Patent e:

Provie that in the ase o lienes grante ner a patent, the Controller 
shall, i so reqeste by the patentee or liensee, take steps or sering that 
the terms o the liene are not islose to any person eept ner orers o 
Cort.”

() bstitte or sb-lase () the ollowing:
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 “() ept or the prposes o an appliation ner sb-setion () or o an appli-
ation to retiy the register o patents, a oment or instrment in respet o 
whih no entry has been mae in the register o patents ner sb-setion () 
shall not be amitte by the Controller or by any Cort, as eviene o the title 
o any person to a patent or share o or interest in a patent nless the Controller 
or the Cort, or reasons to be reore in writing otherwise irets.”

Clause 69—Rectification of the Register

. his lase reproes etion  o the Inian Patents an esigns At, .

. In the .K. the provision as to retiation o the egister is ontaine in two se-
tions, one o whih vests power in the Controller an the other in the Cort. he power o 
the Controller is ontaine in etion  o the .K. At an is onne to the orretion o 
lerial errors or obvios mistakes. he power o the Cort to retiy is not so limite bt 
etens to the retiation o a patent or proper ase. I see onsierable avantage in the 
aoption o similar provisions onerring powers separately on the Controller an the Cort.

. Clase  as it stans omitting sb-lases () an () (whih wol be obviosly 
ot o plae) may se as a provision or retiation by the Cort i the epression 
“Controller” is replae by the wors “igh Cort”. he marginal heaing o the lase may 
rea: “etiation o the egister by the igh Cort”.

. A new sb-lase may be ae in the ollowing terms proviing or notie to the 
aete parties:

“() otie o any appliation to the igh Cort ner this setion shall be given in the 
presribe manner to the Controller who shall be entitle to appear an be hear on 
the appliation, an shall appear i so irete by the Cort.”

. he ollowing re-rat gives eet to the above reommenations:

“. Rectication of the Register by the High Court.—() he igh Cort may, on 
the appliation o a person aggrieve—

 “(a) by the absene or omission o any entry rom the egister, or

 (b) by any entry mae in the egister withot sient ase, or

 () by any entry wrongly remaining on the egister, or

 () by any error or eet in any entry in the egister, make sh orer or the mak-
ing o any entry therein or the variation or the eletion o any entry therein as 
it may think t.

() he igh Cort may in any proeeing ner this setion eie any qestion 
that may be neessary or epeient to eie in onnetion with the retiation o the 
egister.

() otie o any appliation to the igh Cort ner this setion shall be given in 
the presribe manner to the Controller who shall be entitle to appear an be hear 
on the appliation, an, shall appear i so irete by the Cort.
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() Any orer o the igh Cort ner this setion retiying the egister shall iret 
that notie o the retiation shall be serve pon the Controller in the presribe 
manner who shall pon reeipt o sh notie retiy the egister aoringly.”

Clause 69—ower of Controller to correct clerical errors etc.

. I have appene a rat o a lase relating to the power o the Controller to orret 
lerial errors. As setion  has mae a speial provision or the amenment o the omplete 
speiation it is neessary to eept the provision o that setion rom the operation o the 
present lase. My rat ollows in general etion  o the .K. Patents At, .

“A. Correction of clerical errors and obvious mistakes by Controller.—() bjet 
to the provisions o etion  an  as regars amenment o omplete speia-
tions le in prsane o an appliation or a patent, an sbjet to the provisions 
o etion A, the Controller may, in aorane with the provisions o this setion, 
orret any lerial error in any patent or in any speiation or other oment le 
in prsane o sh an appliation or in any appliation or a patent or any lerial 
error in any matter whih is entere in the egister o patents.

() A orretion may be mae in prsane o this setion either pon a reqest in 
writing mae by any person intereste an aompanie by the presribe ee, or with-
ot sh a reqest.

() Where the Controller proposes to make any sh orretion as aoresai other-
wise than in prsane o a reqest mae ner this setion, he shall give notie o the 
proposal to the patentee or the appliant or the patent, as the ase may be, an to any 
other person who appears to him to be onerne, an shall give them an opportnity 
to be hear beore making the orretion.

() Where a reqest is mae ner this setion or the orretion o any error in a 
patent or appliation or a patent or any oment le in prsane o sh an appli-
ation, an it appears to the Controller that the orretion wol materially alter the 
meaning or sope o the oment to whih the reqest relates, an oght not to be 
mae withot notie to persons aete thereby, he shall reqire notie o the natre 
o the propose orretion to be avertise in the presribe manner.

() Within the presribe time ater any sh avertisement as aoresai any person 
intereste may give notie to the Controller o opposition to the reqest, an where 
sh notie o opposition is given the Controller shall give notie thereo to the person 
by whom the reqest was mae, an shall give to him an to the opponent an oppor-
tnity to be hear beore he eies the ase.”

Clause 70—vidence of entries, documents, etc.

. b-lases () an () o this lase reproe setions  an A o the Inian 
Patents an esigns At, . I wol sggest, however, the eletion o the proviso to sb-
lase () as being nneessary. It may be mentione that the orresponing etion  o the 
.K. At,  oes not ontain any sh proviso.
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. I wol also sggest the aition o a new sb-lase [sb-lase ()] on the lines o 
etion  o the rae an Merhanise Marks At,  in orer to obviate the nee or 
the presene o the Controller an other oials o the Patent e to give eviene regar-
ing the ontents o oments.

. his new sb-lase might rea:

“() he Controller or any other oer o the Patent e shall not, in any legal 
proeeing to whih he is not a party, be ompellable to proe the register or any 
other oment in his stoy, the ontents o whih an be prove by the protion 
o a ertie opy isse ner this At or to appear as a witness to prove the matters 
therein reore nless by orer o Cort mae or speial ase.”

Clause 71—owers of the Controller

. his lase orrespons to etion  o the Inian Patents an esigns At,  
an etion  () o the .K. At, . he lase oes not ontain any provision orre-
sponing to etion  () o the rae an Merhanise Marks At,  as to review by 
the Controller o his own eisions. h a provision may be neessary where ex parte orers 
have to be set asie when a party who ails to appear establishes satisatory ase or his 
non-appearane. I wol aoringly propose two aitional paragraphs to sb-lase  () 
reaing as ollows :

“ (ee) reviewing his own eision on appliation mae in the presribe manner;

(eee) setting asie orers passe ex parte;”

. b-lase () may be rerate on the lines o etion (b) o the rae an 
Merhanise Marks At,  when it wol rea:

“() Any osts aware by the Controller in eerise o the powers onerre pon 
him ner sb-setion () shall be eetable as a eree o a ivil Cort.”

. he lase as re-rate wol rn:

‘. Controller to have certain powers of a civil court.—() bjet to any rles 
mae in this behal, the Controller in any proeeings beore him ner this At shall 
have the powers o a ivil ort while trying a sit ner the Coe o Civil Proere, 
 (At  o ) in respet o the ollowing matters, namely:

 (a) smmoning an enoring the attenane o any person an eamining him on 
oath;

 (b) reqiring the isovery an protion o any oment;

 () reeiving eviene on aavits;

 () issing ommissions or the eamination o witnesses or oments;

 (e) awaring osts;

 () reviewing his own eision on appliation mae in the presribe manner;

 (g) setting asie orers passe ex-parte; an
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 (h) any other matter whih may be presribe.

() Any osts aware by the Controller in eerise o the powers onerre pon 
him ner sb-setion () shall be eetable as a eree o a ivil Cort.”

Clause 72—vidence before the Controller

. his lase reproes etion A o the Inian Patents an esigns At,  an 
orrespons to etion  () o the .K. At, . he lase might remain as it is.

Clause 73—xercise of discretionary power by Controller

. his lase reproes etion  o the Inian Patents an esigns At,  an 
orrespons to etion  o the .K. At. It is however, esirable to inorporate the opening 
wors o etion  o the .K. At in orer to make it lear that the powers ner Clase 
 are “withot prejie” to the ty enjoine on the Controller by or ner other setions 
o the At, to give notie to the parties an hear them beore eiing on the matters alling 
within his jrisition.

. he lase may be rerate to rea:

“. Exercise of discretionary power by Controller.—Withot prejie to any 
provisions o this At, reqiring the Controller to hear any party to the proeeings 
therein, or to give any sh party an opportnity to be hear, the Controller shall give 
to any appliant or a patent, or or amenment o a speiation (i within the pre-
sribe perio the appliant so reqires) an opportnity to be hear beore eerising 
aversely to the appliant any isretion veste in the Controller by or ner this At.”

Clause 73—isposal by Controller of applications for extension of time

. he Bill oners on the Controller the power to eten the time to o varios ats by 
appliants, opponents et., an this has to be by ormal appliation mae in the presribe 
manner by the party who seeks sh enlargement o time. A qestion has sometimes been 
raise whether the party intereste in opposing the etension nee be given notie o these 
appliations an be hear beore sh etensions are orere. I notie has to be given an 
a hearing beore etensions are allowe it wol be seen that onsierable elays wol be 
ase, an to avoi this reslt etion () was inserte in the rae an Merhanise 
Marks At, . I wol sggest a similar provision, moie to meet the reqirements o 
this At in whih the ration o the perio to whih etension might be grante is in most 
ases stattorily limite. he lase might rea:

“A. Disposal by Controller of applications for extension of time.—Where ner 
the provisions o this At or the rles mae therener, the Controller may eten the 
time or oing any at, nothing in this At shall be eeme to reqire him to give notie 
to or hear the party intereste in opposing the etension nor shall any appeal lie rom 
any orer o the Controller granting or resing sh etension.”
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Clause 74 to 78—atent gents

A. I have alreay ealt with this matter in etail in paragraphs  to  o Part I o 
this eport. My main reommenations in this onnetion are—

 () that a register o Patent Agents shol be establishe an that this register shol 
be maintaine at the Patent e ner the Controller o Patents & esigns;

 () that no person whose name is not on the roll o Patent Agents shol be permitte 
to esribe or hol himsel ot as a Patent Agent, or to pratie the proession o a 
Patent Agent, the transgression o the rle being penalise;

 () that the ollowing lasses o persons shol be entitle to to be registere as Patent 
Agents on appliation mae in presribe maner, namely,

 (a) any legal pratitioner entitle to at or plea beore a igh Cort, who hols a 
niversity egree in physial siene or in engineering or possesses an eqiva-
lent sienti or tehnial qaliation;

 (b) any person who is a graate in physial siene or engineering or possesses 
an eqivalent sienti or an tehnial qaliation an who has passe the 
qaliying eamination presribe ner the les or registration as Patent 
Agents;

 () any person who is a graate in siene or engineering or possesses an eqiva-
lent qaliation an who has serve as an aminer o Patents or over  
years, provie that no oer o the Patent oe who has hel a post involving 
ties as a hearing oer or more than twelve months shall be qalie to 
register or pratie as a patent agent.

 () any person who has been pratising as a bona de Patent Agent or at least ve 
years beore the st Janary, , an has le more than  omplete spei-
ations within that perio an not less than ve speiations in eah o these 
ve years;

 () An alien shall not be registere as a Patent Agent provie however any alien 
who ha been bona de pratising or at least ve years beore the st Janary, 
 in the manner state in para  () may be permitte to be entere on the 
roll;

 () A Company or a Corporation shall not be apable o being registere as a 
Patent Agent;

 () A rm may pratise as Patent Agents provie that every member o the rm is 
inivially registere as sh Agent;

 () hogh only a person registere in the presribe manner as a Patent Agent 
may esribe or hol himsel ot as a Patent Agent, the proession o Patent 
Agents is not to be a lose one an there nee not be any objetion to allowing 
the appliant or a person ly athorise by him to rat the omplete spei-
ation or at on his behal beore the Controller.

 () A legal pratitioner entitle to at or plea in any igh Cort in Inia, may 
appear beore the Controller in all proeeings ner the At an may o any 
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at on behal o an or the appliant other than the rating o the speia-
tion, whih, however he wol be entitle to o only i he were a registere 
Patent Agent.

 () he name o a registere Patent Agent may be remove rom the register by the 
Central Government on the gron o proessional misont ater giving him 
an opportnity to be hear.

he lases relating to Patent Agents may be rerate on the above lines.

Clauses 79 to 85—International Agreements

. I onsier that the several matters ealt with in the provisions ontaine in these or 
lases might be better arrange than in the Bill an I have rerate them so as to ahieve 
this prpose an inientally to remove some verbal eets.

. I have also inle the ollowing aitional provisions in my rerat:—

 () A provision on the lines o etion  o the rae an Merhanise Marks At, 
 to provie or reiproity between the law in Inia an that in other ontries 
as regars the right o the respetive nationals to apply or patents an as regars 
the protetion o patents that may be grante— (new Clase ).

 () A provision or onerring mltiple priorities in respet o eah o the laims o the 
omplete speiation, where sh speiation is le with a single onvention 
appliation base on two or more separate appliations in ierent onvention 
ontries or the same or ognate invention. h a provision was reommene 
by the ean Committee in Astralia an etion  o the present Astralian At 
implements this reommenation. I am o opinion that sh a provision wol be 
in line with the general sheme o priorities I have reommene [vide new Clase 
()].

 () A provision on the lines o etion  () (b) o the .K. Patents At,  ner 
whih the power o the Comptroller to post-ate an appliation is limite in the 
ase o onvention appliations so as not to onfit with the  month-rle lai 
own by the proviso to Clase  (). [vide new Clase  ()].

 () A provision on the lines o etion  () (h) o the .K. Patents At,  by whih 
one o the grons o opposition to a onvention appliation is that the appliation 
was mae beyon  months rom the ate o the earliest appliation in a onven-
tion ontry [vide new Clase  ()]. It wol be note that in the absene o sh 
a gron, the limitation o  months wol be very ineetive.

he .K. At ontains no spei provision regaring the breah o the  
months rle as a gron or revoation, bease it wol be overe by paragraph 
(j) o etion  () “that the patent was obtaine on a alse sggestion or represen-
tation”. As there is a similarly wore gron in Clase , I have not thoght it 
neessary to make any speial provision thereor in Clase .

() A provision on the lines o etion  () o the .K. Patents At,  ner whih 
pbliation o the invention ater the priority ate o the laim oes not onstitte 
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antiipation entailing the rejetion o an appliation or so as to invaliate a patent 
alreay grante [vie Clase  ()]. he neessity or this provision is so obvios 
that it nees no eplanation.

 () A provision to give eet to the rle ontaine in etion  () (b) o the .K. At, 
 relating to the etermination o the reasonable time within whih appliations 
or patents shol be mae in the ase o “obtaining”.

 () astly, a provision in Clase  on the lines o etion  () an () o the 
Astralian At,  ner whih an appliant in a onvention appliation has to 
rnish partilars o the speiations an ates o ling o the basi appliation 
properly athentiate to enable the Controller to veriy whether the appliation is 
in onormity with the law an also to etermine the priority ates o the several 
laims in the omplete speiation.

. Besies this, I reommen the eletion o the ollowing two provisions on in the 
Bill:—

() Sub-clause  of Clause  of the Bill.—his sb-lase orrespons to sb-setion  o 
etion  o the .K. At,  to  whih irete the “laying open to pbli inspe-
tion” o onvention appliations whih were not aepte within eighteen months ater they 
were le. ealing with this provision, the wan Committee in paragraph  o their inal 
eport state ths:

“* * * his was onsiere esirable in orer that onvention appliations shol be 
itable as antiipations o later British appliations within abot the same perio rom 
their priority ate as wol apply to British appliations le in the rst instane with 
a provisional speiation. his proere leas to onsierable troble an epense 
in pratie an has other nesirable onseqenes. As we have alreay reommene 
that all patents whether or not laiming priority in respet o an appliation in a on-
vention ontry shol be ate as o the ate o ling the omplete speiation in this 
ontry, any neessity or istingishing between onvention appliations an others 
shol isappear an the later part o etion  () whih eals with laying open to 
inspetion o the oments o onvention appliations shol be anelle.”

he above provision was aoringly elete in the .K. At o . he present Bill like the 
.K. At o  aopts the priniple that the rial ate in regar to patent rights is the ate 
on whih the omplete speiation is le, an this sb-lase thereore is not neessary.

() Sub-clause () of Clause .—his sb-lase has been taken rom etion  () o 
the .K. Patents At, . A provision in similar terms was introe as sb-setion () 
o etion  to the .K. Patents At,  by an amenment eete in . his was 
intene to give eet to Artile -A () o the International Convention (ratie by that 
ontry in Jne ) reaing as ollows:—

“. very appliation whih, ner the omesti law o any ontry o the nion, 
or ner International treaties onle between several ontries o the nion, is 
eqivalent to a reglar national appliation, shall be reognise as giving rise to right 
o priority.”

he onvention now in ore ner whih an appliation or protetion otsie a ontry is 
treate as eqivalent to an appliation in the ontry oes not apply to patents or inventions 
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an as pointe ot in “La Soudure Electrique” et.48, the ases where the provision wol be 
attrate wol be those relating to registration o esigns ner the Berne onvention. In the 
sal agreements entere into by Inia, there are not any lases making provision or what 
the sb-lase ontemplates an I o not, thereore, onsier there is any nee or sb-lase 
() o Clase .

. I have aoringly elete sb-lase () an sb-lase () respetively rom lases 
 an  o the Bill.

. he rerate lases might rn in these terms:

“. Notication as to declaration of convention country.—() In this hapter, “on-
vention appliation” means an appliation or a patent mae by virte o etion .

() With a view to the llment o a treaty onvention or arrangement, with any 
ontry otsie Inia whih aors to appliants or patents in Inia or to itizens 
o Inia similar privileges as are grante to its own itizens, in respet o the grant o 
patents an the protetion o patent rights, the Central Government may, by notia-
tion in the ial Gazette, elare sh ontry to be a “onvention ontry” or the 
prposes o this At; 

Provie that a elaration may be mae as aoresai or the prposes either o all or 
o some only o the provisions o this At, an a ontry in the ase o whih a elara-
tion mae or the prpose o some only o the provisions o this At is in ore, shall be 
eeme to be a onvention ontry or the prpose o those provisions only.”

. “ Provision as to reciprocity.—Where any ontry speie by the Central 
Government in this behal by notiation in the ial Gazette oes not aor to the 
itizens o Inia, the same rights in respet o the grant o patents an protetion o patent 
rights as it aors to its own nationals, no national o sh ontry shall, not withstaning 
anything in this At be entitle either solely or jointly with any other person—

 (a) to apply or the grant o a patent or be registere as a proprietor o a patent,

 (b) to be registere as the assignee o the proprietor o a patent, or

 () to apply or a liene or hol any liene ner a patent grante ner this At.”

. “. Convention applications.—() Withot prejie to the provisions o etion  o 
this At, an appliation or a patent or an invention in respet o whih protetion ha been 
applie or in a onvention ontry (hereinater reerre to as the basi appliation) may be 
mae by the person by whom the appliation or protetion was mae or by the assignee o 
that person: 

Provie that no sh appliation shall be mae by virte o this sb-setion ater the 
epiration o twelve months rom the ate o the appliation or protetion in a onvention 
ontry, or where more than one sh appliation or protetion has been mae rom the ate 
o the rst appliation.

() Where appliations or protetion have been mae in one or more onvention ontries 
in respet o two or more inventions whih are ognate or o whih one is a moiation o 
another, a single onvention appliation may, sbjet to the provisions o etion  o this 

48.  PC .
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At, be mae in respet o those inventions at any time within  months rom the ate o the 
earliest o the sai appliations or protetion:

Provie that the ee payable on the making o any sh appliation shall be the same as i 
separate appliations have been mae in respet o eah o the sai inventions; an the reqire-
ments o lase (b) o sb-setion () o etion  shall, in the ase o any sh appliation 
apply separately to the appliations or protetion in respet o eah o the sai inventions.”

. “. Special provisions relating to convention applications.—

 () very onvention appliation shall,—

 (a) be aompanie by a omplete speiation; an 

 (b) speiy the ate on whih an the onvention ontry in whih the applia-
tion or protetion, or the rst sh appliation was mae, an shall state 
that no appliation or protetion in respet o the invention ha been mae 
in a onvention ontry beore that ate by the appliant or any person 
rom whom he erives title.

 () bjet to the provisions o etion  o this At, a omplete speiation le 
with a onvention appliation, may inle laims in respet o evelopments o 
or aitions to the invention in respet o whih the appliation or protetion 
was mae in a onvention ontry, being evelopments or aitions in respet 
o whih the appliant wol be entitle ner the provisions o etion  o 
this At to make a separate appliation or a patent.

 () A onvention appliation shall not be post-ate ner etion  () o this 
At to a ate later than the ate on whih ner the provisions o this At the 
appliation ol have been mae.

 () In aition to the grons o opposition set ot in etion , a onvention 
appliation shall be open to the ollowing rther gron o objetion, namely, 
that the appliation was not mae within  months rom the ate o the rst 
appliation or protetion or the invention mae in a onvention ontry by 
the appliant or a person rom whom he erives title.

 () Where a omplete speiation is le in prsane o a onvention appliation 
then notwithstaning anything in this At, the Controller shall not rese to 
grant the patent an the patent shall not be revoke or invaliate by reason 
only that any matter islose in any appliation or protetion in a onvention 
ontry pon whih the onvention appliation is one was se in Inia or 
pblishe in Inia or elsewhere at any time ater the ate o that appliation or 
protetion.

 () In relation to a onvention appliation, the provisions o etion  () (b) shall 
be rea as i the reerene to “the appliation being mae as soon as pratia-
ble thereater” were a reerene to the ling o the appliation in a onvention 
ontry.”

. “. Priority date of claims of complete specication in respect of convention appli-
cation.—() Where two or more appliations or patents or similar protetion in respet o 
inventions have been mae in one or more onvention ontries an those inventions are so 
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relate as to onstitte one invention, one appliation may be mae by any or all o the per-
sons reerre to in sb-setion () o etion  within twelve months rom the ate on whih 
the earlier or earliest o those appliations was mae, in respet o the inventions islose in 
the basi appliations.

() he priority ate o a laim o the omplete speiation being a laim base on matter 
islose in one or more o the basi appliations is the ate on whih that matter was rst 
so islose.

() or the prposes o this At, a matter shall be eeme to have been islose in a basi 
appliation or protetion in a onvention ontry, i it was laime or islose (otherwise 
than by way o islaimer or aknowlegement o prior art) in that appliation or any o-
ments sbmitte by the appliant or protetion in spport o an at the same time as that 
appliation; bt no aont shall be taken o any islosre eete by any sh oment 
nless a opy o the oment is le at the Patent e with the onvention appliation or 
within sh perio as may be presribe ater the ling o that appliation.”

. “. Supplementary provisions as to convention applications.—() Where a onven-
tion appliation is mae in aorane with the provisions o this hapter, the appliant shall 
rnish in aition to the omplete speiation, a opy or opies o the speiation or 
speiations, or orresponing oments, le or eposite by the appliant in the Patent 
e o the onvention ontry in whih the basi appliation was mae, ertie by the 
ial Chie or hea o the Patent e o the onvention ontry, or otherwise verie to 
the satisation o the Controller,

 (a) along with the appliation or within three months thereater, or

 (b) within sh rther perio ater that time as the Controller allows.

() I any sh speiation or other oment is in a oreign langage, a translation into 
nglish o the speiation or oment, verie by aavit or otherwise to the satisation 
o the Controller shall be annee to the speiation or oment.

() or the prpose o this At, the ate on whih an appliation was mae in a onvention 
ontry, is sh ate as the Controller is satise by a ertiate o the ial Chie or hea 
o the Patent e o the onvention ontry or otherwise, as the ate on whih the applia-
tion was mae in that onvention ontry.”

. “. Other provisions of this Act to apply to convention application.—ave as oth-
erwise provie in this hapter, all the provisions o this At shall apply in relation to a on-
vention appliation an a patent grante in prsane thereo as they apply in relation to an 
orinary appliation an a patent grante in prsane thereo.”

Clause 86—pecial provisions as to vessels, aircraft and land vehicles

. his lase is intene to replae etion  o the Inian Patents an esigns At, 
 whih rns in these terms:—

“. Foreign vessels in Indian waters.—() A patent shall not prevent the se o an 
invention or the prposes o the navigation o a oreign vessel within the jrisi-
tion, o any Cort in Inia, or the se o an invention in a oreign vessel within that 
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jrisition, provie it is not se therein or or in onnetion with the manatre 
or preparation o anything intene to be sol in or eporte rom inia.

() his setion shall not eten to vessels o any oreign tate o whih the laws o 
not oner orresponing rights with respet to the se o inventions in Inian vessels 
while in the ports o the tate or in the waters within the jrisition o its orts.”

By an amenment eete in , the sope o the setion was etene to airrat on in 
Inian territory in similar irmstanes.

. It will be notie that there are two points o ierene between the present setion 
an Clase , the latter being sbstantially a reprotion o etion  o the .K. Patents 
At, :—

 () Whereas etion  () o the Inian Patents an esigns At applies to vessels 
an airrat o all oreign ontries, Clase  is onne to the vessels or airrat 
o those oreign ontries whih happen to be in Inia or temporary prposes or 
aientally an with whih Inia has entere into a treaty or arrangement.

 () here is no provision in lase  regaring reiproity as is ontaine in sb-
setion () o setion  o the Inian Patents an esigns At, , this eatre 
being e to the at that the provisions o the lase apply only to ontries with 
whom a treaty, onvention or arrangement is in ore, (see Clase ).

. he ontries with whih onvention arrangements eist p till now are only a ew 
Commonwealth ontries. In the irmstanes I onsier that a lase on the lines o sb-
setion () o etion  o the Inian Patents an esigns At,  applying to every oreign 
ontry whih oes not isriminate against the vessels or airrat o Inian nationals or 
registere in this ontry, shol be ae to the lase as it stans.

. I wol thereore reommen that Clase  might rn in these terms:

“. Special provisions as to vessels, aircraft and land vehicles.—() Where a vessel 
or airrat registere in a oreign ontry or a lan vehile owne by a person orinar-
ily resient in sh ontry omes into Inia (inling the territorial waters thereo) 
temporarily or aientally only, the rights onerre by a patent or an invention shall 
not be eeme to be inringe by the se o the invention—

 (a) in the boy o the vessel or in the mahinery, takle, apparats or other aesso-
ries thereo, so ar as the invention is se on boar the vessel an or its atal 
nees only; or

 (b) in the onstrtion or working o the airrat or lan vehile or o the aes-
sories thereo;

as the ase may be.

() his setion shall not eten to vessels o any oreign state o whih the laws o 
not oner orresponing rights with respet to the se o inventions in Inian vessels, 
airrat or lan vehiles while in the ports or within the territorial waters o the tate 
or otherwise within the jrisition o its orts”.
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Clause 87—ppeals

. Sub-clause ().—It seems esirable to provie in epress terms that no appeal shall lie 
rom the eisions or orers o the Central Government ner this At. A provision on the 
lines o etion  () o the rae an Merhanise Marks At,  is aoringly sg-
geste or inlsion as sb-lase ().

. he present sb-lase () might be nmbere as sb-lase (). he reerene to the 
provisions ontaine in the varios items (a) to (t) wol have to be moie to keep in line 
with the hange nmbering I have sggeste.

. Sub-clause ().—I wol sggest that the pratie o the patent oes shol be to 
transmit a opy o the orer o the Controller in every ase to the parties, either by personal 
elivery or to the agent or to the Avoate by registere post as is the pratie o the Appellate 
Commissioner an the Inome-ta ribnal ner the Inome-ta At. his wol prevent 
objetion being raise on the gron that the party i not reeive intimation o the orer 
siently early to enable him to apply or the opy o the orer or the prpose o appeal. I 
the proere o sening opies o the orers iret to the parties is aopte, there wol be 
no nee or any provisions on the lines o sb-lase (). I the opies serve on the parties are 
themselves athentiate—ertie opies—they might themselves be se or ling appeals. 
Certie opies wol be neee only in the rare ontingeny o the opies serve, being lost 
or mislai. In those irmstanes, there wol be no nee or a provision or eling the 
perio spent in obtaining opies in ompting limitation or ling appeals.

. rther, ner the power given to the igh Corts to rame rles or the proere 
governing the hearing o appeals provision might be mae or the etension o time in ling 
an appeal on the lines o etion  o the imitation At. his wol se to over ases 
where the orer serve on the party is lost, an he is nable to obtain a ertie opy in time. 
b-lase () may thereore be elete.

. I the above sggestions are aopte, the lase wol rea:— 

“. Appeals.—() o appeal shall lie rom any eision, orer or iretion mae 
or isse ner this At by the Central Government or rom any at or orer o the 
Controller or the prpose o giving eet to any sh eision, orer or iretion.

() An appeal shall lie to a igh Cort rom any iretion, eision or orer o the 
Controller ner any o the ollowing provisions, that is to say,

 (a) any orer ner etion .

 (b) iretion, eision or orer ner etion .

 () any iretion ner etion .

 () any eision ner etion .

 (e) any orer ner etion -A.

 () any eision or orer ner etion .

 (g) any eision or orer ner etion .

 (h) any orer ner etion .
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 (i) any orer ner etion .

 (j) any orer ner etion ().

 (k) any orer ner etion .

 () any orer ner etion -A.

 (m) any orer ner etion -B.

 (n) any orer ner etion -A.

 (o) any orer ner etion .

 (p) any orer ner etion ().

 (q) any orer ner etion A.

 (r) any orer ner etion -B.

 (s) any iretion ner etion (), ().

 (t) any orer resing to register a oment ner etion  ().

 () any orer ner etion A.

() very appeal ner this etion shall be in writing an shall be mae within 
three months rom the ate o the iretion, eision or orer as the ase may be, o 
the Controller, or within sh rther time as the igh Cort may in aorane with 
rles rame ner etion  allow.

Clause 88—rocedure for hearing of appeals

. he proere or hearing appeals ner this Clase ollows etion  (G) o the 
Inian Patents an esigns At,  in proviing that an appeal shall be hear by a Benh 
o two Jges. his was possibly bease it was thoght that no appeal wol lie rom the 
eisions o a single Jge hearing an appeal rom the Controller. he view whih was one 
entertaine by the Caltta igh Cort has sine been overrle by the preme Cort. 
ene there is no nee or a Benh on that gron. In the report relating to the revision o 
rae Marks aw, I have onsiere the relative merits o appeals being hear by a single 
Jge or by a Benh in etail an sggeste that it was sient i appeals were hear by a 
single Jge an etion  o the rae an Merhanise Marks At,  gives eet to 
this. he lase may be rerate on the lines o etion  () o the rae an Merhanise 
Marks At, .

. Sub-clauses () and () are a repetition o the provisions o Clase  an may thereore 
be omitte.

. Sub-clause ().—I wol sggest the omission o the wors “save as otherwise pro-
vie”, as a rle inonsistent with the At ol not bt be ontrary to the provisions o this 
setion as well.

. I the above sggestions are aepte, the lase wol rea:
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“. Procedure for hearing of appeals.—() very appeal beore a igh Cort ner 
etion  shall be preerre by a petition in writing an shall be in sh orm an shall 
ontain sh partilars as may be presribe.

() very sh appeal shall be hear by a single Jge o the igh Cort:

Provie that any sh Jge may, i he thinks t, reer the appeal at any stage o the 
proeeings to a Benh o the igh Cort.

() Where an appeal is hear by a single Jge, a rther appeal shall lie to the Benh 
o the igh Cort.

() he igh Cort may make rles onsistent with this At as to the proere to 
be ollowe in respet o appeals mae to it ner etion .”

Clause 89—Contravention of secrecy provisions relating to certain inventions

. his lase reproes sbstantially the provisions o etion  () o the .K. At, 
 [f. etion  () o the Astralian Patents At]. he oene in qestion is analogos 
to that pnishable ner etion  () o the ial erets At o  ner whih the 
pnishment impose may eten to two years imprisonment or ne withot limit. I wol 
sggest that the limitation o ne to s. , now appearing in Clase  may be elete 
an the ne may be withot limit.

. In passing it may be pointe ot that etion  () o the Canaian Patents At treats 
an analogos misont as an oene ner the ial erets At o that ontry.

Clause 90—ractice by non-registered patent agents

. his lase is in line with etion  () o the .K. At o  an etion  o the 
Astralian At an nees no hange.

Clause 91—alsification of entries in register

. A omparison with the orresponing provisions o etion  o the Astralian At 
or etion  o the .K. At,  or etion  o the rae an Merhanise Marks At, 
 as to the penalty or alsiation o entries in the register shows that the pnishment 
now provie ner Clase  is insient. I wol aoringly sggest that taking into 
aont the gravity o the oene, the same pnishment o  years imprisonment may be 
aware ner this lase as in etion  o the rae an Merhanise Marks At, .

Clause 92—nauthorised claim of patent rights

. he pnishment provie or the oene appears to be mh too severe or the trans-
gression involve. ner the orresponing provision in the .K. At o  [etion ()], 
the penalty or the oene o alse representation that an artile sol is a patente artile is a 
ne hot eeeing £ , while or the se o the wors, “Patent e” on the oener’s plae 
o bsiness, the pnishment is a ne not eeeing £ . imilarly ner the Astralian At 
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[etion  ()], the pnishment or this oene is £ . In the light o these preeents, I 
shol onsier that a ne whih may eten to s.  wol be reasonable an sient.

. here is also one other matter whih I esire to mention: he gravemen o the oene 
is a alse representation that an artile enjoys patent protetion under the law in India. It 
has, however, to be remembere that importe artiles sometimes bear the mark “Patent “or 
“Patente”, wors employe to iniate that the artile has obtaine patent protetion in the 
ontry o its manatre. n the lase as it stans, it is possible that even in these ases 
a person who sells sh artiles wol be gilty o an oene bease there is no sbsisting 
patent or that artile in Inia. In this respet, the provisions ontaine in Clase  o the 
Astralian At appear to me to be not open to this objetion an thereore preerable to the 
orm aopte in etion () o the .K. At on whih the lase is base.

. I wol thereore rerat the lase to rea:

“. Unauthorised claim of patent rights.—() I any person alsely represents that 
any artile sol by him is patente in Inia or is the sbjet o an appliation or a pat-
ent in Inia, he shall be pnishable with a ne whih may eten to s. .

() or the prposes o this setion—

 (a) a person shall be eeme to represent that an artile is patente in Inia i there 
are stampe, engrave or impresse on or otherwise applie to the artile the 
wor “patent” or “patente” or some other wor or wors epressing or imply-
ing that a patent or the artile has been obtaine in Inia, an

 (b) a person shall be eeme to represent that an artile is the sbjet o an appli-
ation or a patent in Inia, i there are stampe, engrave or impresse on, or 
otherwise applie to, the artile the wors, “patent applie or”, “patent pen-
ing” or some other wor or wors implying that an appliation or a patent or 
the artile has been mae in Inia.

Explanation.—he se o the wors “patent”, “patente”, “patent applie or”, 
“patent pening” or other wor or wors epressing or implying that an artile is pat-
ente or that a patent has been applie or shall be eeme to reer to a patent in ore 
in Inia, or to a pening appliation or a patent in Inia as the ase may be, nless 
there is any aompanying iniation that the patent has been obtaine or applie or 
in any ontry otsie Inia.”

Clause 93—rongful use of words “atent ffice”

. Althogh ner the orresponing setion  () o the .K. At o  an etion 
 o the Astralian At, -, the penalty or the oene is limite to a mere ne, the 
pnishment ner etion  o the rae an Merhanise Marks At  or the orre-
sponing oene inles imprisonment or si months or ne or with both. aving regar 
to the prevailing onitions in Inia, I wol sggest that the lase may be amene on the 
lines o etion  o the rae an Merhanise Marks At, .
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Clause 94—Refusal or failure to supply information

. here are two points to whih I wol avert in onnetion with this lase. he 
rst is as regars the penalty impose. he seon is as to what other onseqenes whih 
a ailre to spply inormation or the spplying o alse inormation oght to have pon the 
ontinane o the patent; in other wors, whether the penal onseqenes o a ailre to obey 
the iretions o the Controller shol he onne merely to the pnishment o the oener 
or whether it oght not to eten to aet the patent itsel in onnetion with whih this 
resal was mae or inorret inormation rnishe, or the interest, i any, o the oener 
in the Patent.

. In regar to the rst matter, namely, the pnishment, I wol raw a istintion 
between a mere resal or ailre to spply inormation withot lawl ese, an the sp-
plying o inormation whih is known or has reason to be believe to be alse. Whatever 
jstiation there might be to impose a pnishment o imprisonment in the latter ase, I o 
not onsier that a mere resal or a mere ailre to rnish inormation whih is alle or by 
the Controller oght to sbjet the oener to a pnishment o imprisonment. In that lass o 
ases, I wol onsier that the imposition o a ne not eeeing s., wol be ample.

. In ases, however, where inormation is islose bt is eliberately alse, a pnish-
ment o imprisonment wol seem to be alle or on the analogy o a alse statement on 
oath. or this prpose, the rles might presribe that the patentee or a liensee— elsive 
or non-elsive—who is alle pon to rnish inormation an who oes so, shol arm 
the trth o that statement by having an aavit sworn to beore an oer ompetent to 
aminister an oath. he inormation rnishe shol be in the orm o an annere to the 
aavit arme beore sh an oer.

. he net point is as to whether the ailre to islose the inormation or the rnishing 
o alse inormation shol not have onseqenes pon the ontinane in ore o a patent 
or on the interest in the patent o the person ailing to give inormation or giving alse inor-
mation. aving onsiere the matter arelly I have reahe the onlsion that it is not 
pratiable to evise a sheme whih wol onne the eet o sh an ae penalty to the 
party responsible an that there wol have to be an elaborate provision or the protetion o 
innoent persons. I have thereore onsiere it proper to onne the penalty to the ne an 
imprisonment as alreay iniate.

. he lase may be rerate to rea:—

“. Refusal or failure to supply information.—() Any person who reses or ails 
to rnish to the Controller any inormation or statement whih he is reqire to r-
nish ner etion  shall be pnishable with ne whih may eten to s.,.

() Any person who being reqire to rnish inormation reerre to in sb-setion 
() rnishes sh inormation or statement whih is alse an whih he either knows or 
has reason to believe to be alse or oes not believe to be tre, shall be pnishable with 
imprisonment whih may eten to si months or with ne or with both”.
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Clause 95—Contravention of provisions of ection 98 by officers and employees 
of the atent ffice.

. I o not onsier there is any neessity or the provision in Clase . I there is a 
breah o isipline on the part o an oer or an employee o the Patent e, he might 
be sitably ealt with epartmentally an that oght to se. his lase may be elete.

Clause 96—ffences by Companies

. his lase orrespons to etion  o the .K. At, . I wol however, sg-
gest that the provision might be rerate on the same terms as etion  o the rae an 
Merhanise Marks At, .

Clause 97—Restrictions on employees of atent ffice as to right or interest in 
patents.

. he lase is in orer.

Clause 98—fficers and employees not to furnish information etc.

. he lase is in orer an may stan as it is. 

Clause 99—voidance of certain restrictive conditions

. his lase in terms reproes etion  o the .K. Patents At, . he objet 
o the provision whih ates in the .K. rom  (vide etion  o the Patents At, ) 
is to ensre that patent rights are not mae an instrment o a monopoly wier in sope or 
longer in ration than that aore ner the patent by the statte. In the nite Kingom 
it was however, on that the provision in the Patents At was not by itsel sient to 
meet the myria orms in whih restraints on trae whih were injrios to pbli interest 
were evise an bilt aron patent grants an even withot reerene to Patents. his evil 
has been soght to be ontere by reorse to speial legislation—he Monopolies an 
estritive Praties (Inqiry an Control) At,  an estritive rae Praties At, 
.

. In paragraph  ante, I have alreay iniate my opinion as regars the esirability 
an neessity or ireting an investigation by a speial ommission as to the etent to whih 
monopolies an restritive trae praties prevail in this ontry in orer to evise sitable 
mahinery or eraiating the evil.

. eaving asie these larger qestions, there is no obt that a lase o this sort wol 
operate to minimise ertain orms in whih patentees sally attempt improperly to eten 
their patent rights. It is thereore very essential that the lase shol be rame so as to be 
ree rom ambigity an leave as ew loopholes as possible to evae its provisions.

. peaking o the langage o etion  o the .K. At o , the wan Committee 
sai:—
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“etion  prove o little vale, owing to the ease with whih its provisions an 
be evae. he meaning o the setion is ar rom lear, an its woring is so limite 
as to provie easy means o evaing an eeating the objet with whih the setion 
was inserte in the Ats. It is not ilt to rame a ontrat whih is highly restri-
tive in its operation, while remaining within the letter o this setion. An appliant or 
a liene may be onronte with the hoie o aepting a liene on these restritive 
terms or going withot”. (eon Interim eport paragraph ).

. etion  o the At o , however, whih replae this setion is not very ierent 
thogh the sope an operation o the provision have been slightly etene. he ritiism to 
whih the wan Committee sbjete etion  o the .K. At o  is, I shol onsier, 
appliable thogh not in the same measre to etion  o the .K. At o .

. I set ot the provision o Clase  in a qestionnaire whih was irlate to persons 
intereste in patents an I enqire as to whether this provision was () neessary or () s-
ient. Almost nanimosly the answer was that it was both neessary an sient. I am 
however, not persae that the preise impliations o the provision, the ambigity in its lan-
gage an the ease with whih it ol be evae were lly realise by those who answere 
the qestionnaire.

. here has been jst one eision in whih the langage o this provision has been on-
siere, vide49 (Tool Metal Manufacturing Coy. Ltd. v. Tungsten Electric Coy. Ltd.). Keeping 
in min the ontentions that were rge in that ase an the onstrtion whih Pearson, J., 
was inline to aopt o the wors se an also bearing in min the loopholes pointe ot 
by others (vide e.g. Blano White, Patents or Inventions at pp.  to ), I wol rerat 
the lase as ollows:

“. Avoidance of certain restrictive conditions.—() It shall not be lawl to insert—

 (i) in any ontrat or or in relation to the sale or lease o a patente artile or o 
an artile mae by a patente proess, or

 (ii) in a liene to manatre or se a patente artile, or

 (iii) in any lease or liene to work any proess protete by a patent;

a onition the eet o whih may be—

 (a) to reqire the prhaser, lessee, or liensee to aqire rom the venor, lessor, 
or liensor, or his nominees, or to prohibit him rom aqiring or to restrit in 
any manner or to any etent his right to aqire rom any person or to prohibit 
him rom aqiring eept rom the venor, lessor, or liensor or his nominees, 
any artile other than the patente artile or an artile other than that mae by 
the patente proess; or

 (b) to prohibit the prhaser, lessee or liensee rom sing, or to restrit in any 
manner or to any etent the right o the prhaser, lessee or liensee, to se an 
artile other than the patente artile or an artile other than that mae by the 
patente proess, or whih is not spplie by the venor, lessor or liensor or 
his nominees;

49.  PC .
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 () to prohibit the prhaser, lessee or liensee rom sing, or to restrit in any 
manner or to any etent the right o the prhaser, lessee or liensee to se any 
proess other than the patente proess;

an any sh onition shall be nll an voi.

() An agreement between the venor, lessor or liensor an the venee, lessee an 
liensee respetively or or in relation to the prhase or se o the artiles or proesses 
speie in any o the oregoing sb-lases (a), (b) or () shall be a restritive onition 
alling within sb-setion () notwithstaning that sh agreement is mae beore or 
ater the ontrat relating to the sale, lease or liene o the patente artile or proess, 
an whether or not the restritive onitions are emboie in sh sale-lease or liene 
as the ase may be.

() In proeeings against any person or the inringement o a patent, it shall be 
a eene to prove that at the time o the inringement there was in ore a ontrat 
relating to the patent an ontaining a onition elare nlawl by this setion, 
provie however, that this sb-setion shall not apply i the plainti is not a party to 
the ontrat an proves to the satisation o the ort that the restritive onition was 
inserte in the ontrat withot his knowlege an onsent, epress or implie.

() Any ontrat or the sale or lease o a patente artile or or liene to mana-
tre, se or work a patente artile or proess, or relating to any sh sale, lease or 
liene whether mae beore or ater the ommenement o this At, may at any time 
ater the patent or all the patents by whih the artile or proess was protete at the 
time o the making o the ontrat has or have ease to be in ore, an notwithstan-
ing anything to the ontrary in the ontrat or in any other ontrat, be etermine 
by the prhaser, lessee, or liensee as the ase may be, o the patent on giving three 
months’ notie in writing to the other party.

he provisions o this sb-setion shall be withot prejie to any right o etermin-
ing the ontrat eerisable apart rom this sb-setion.

() othing in this setion—

 (a) aets a onition in a ontrat by whih a person is prohibite rom selling 
goos other than those o a partilar person;

 (b) valiates a ontrat whih, bt or this setion, wol be invali;

 () aets a onition in a ontrat or the lease o, or liene to se, a patente 
artile, by whih the lessor or liensor reserves to himsel or his nominee the 
right to spply sh new parts o the patente artile as may be reqire to pt 
or keep it in repair.

() he provision o this setion shall apply to ontrats mae beore the ommene-
ment o this At, in so ar as any restritive onitions elare nlawl by this setion 
ontine in ore ater that ate.”

. he prinipal hanges I have mae in my rerat are:—

 () he haraterisation o the improper restritive onition in the opening para o 
the lase as “nlawl” instea o as voi. his was bease it was obtl i a 
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onition whih is voi by virte o a statte wol avoi similar terms in a oreign 
ontrat, i.e., those to whih the proper law o ontrat wol not be the Inian 
law. Bearing in min that most o the Inian patents are hel by oreigners, this 
appeare to me to be matter or serios onsieration. he orm I have aopte is 
erive rom etion  o the .K. Patents At,  the langage o whih has 
been aopte in etion  o the Astralian Patents At, — .

 () b-lase () has been rame to onter any attempt to evae sb-lase () by 
resorting to ierent or separate ontrats () or the sale, lease or liene o or 
ner a patent an () the restritive onitions regaring the aqisition or se o 
npatente goos or proesses.

 () b-lase () has been strengthene as ompare to sb-lase () o the Bill in 
that the ons o proving want o knowlege or onsent is thrown on the plainti 
whih is reasonable sine he wol be in a better position to lea eviene on the 
point than the inringer-eenant.

 () b-lase () o my rerat is not in the Bill. Its langage is erive rom etion 
 () an () o the .K. Patents At,  with, however, this variation that 
the option to etermine the ontrat is not available to the patentee. As the rle 
emboie in etion  o the .K. At has been esigne to onter attempts by 
patentees to eten the ration o their patent monopolies beyon that allowe 
by the statte, it stans to reason that the option to avoi sh a ontrat shol 
be onne to the other party. or the same reason, I have omitte the provision 
or ompensation in the event o the etermination o the ontrat to be on in 
etion  () o the .K. At, .

 () b-lase () makes provision or the retrospetive operation o this lase to 
agreements whih, having been mae beore the ommenement o the At, on-
tine in ore thereater. In this respet, it makes a epartre rom the Bill whih 
by Clase  () () epressly onnes Clase  to agreements entere into ater 
the new At. I o not, however, onsier this proper or neessary. When one it 
is onee that these are restraints on trae whih are ontrary to pbli poliy 
an pbli interest. I o not see any impropriety in enoring the provision with 
retrospetive eet. I wol, however, sggest that Clase  might be broght 
into ore some reasonable time, say three months ater the rest o the At so that 
parties might reashion their ontrats so as to take them otsie the provisions o 
the lase.

 () I have omitte sb-lase () o the Bill. he basis o sb-lase () is that on-
trats ontaining sh onitions are nreasonable restraints o trae an are, 
thereore, ontrary to pbli poliy. h onitions are, however, agree to by 
prhasers, lessees an liensees bease o the sperior bargaining power whih 
patentees enjoy by virte o the monopoly onerre on them by law. I this is so, 
it is somewhat illogial to provie what in eet is a loophole or sh ovenants 
being entere into an enore. An nreasonable restraint on trae is not merely 
nair as between the parties bt is injrios to pbli interests an I, thereore, 
onsier that sb-lase () o the Bill shol be elete. I have alreay pointe ot 
that when the lase whih ltimately beame etion  o the .K. At o  
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was originally introe into the ose o Commons, an in the Bill as it emerge 
rom that ose, the matter ontaine in sb-lase () was absent, an that it was 
in the ose o ors that the two provisions were ae. I have rther state 
that the eistene o these provisions in the .K. At have pratially nllie an 
renere ineetive the provision ontaine in the main boy o the etion. his 
is an aitional reason why I reommen the eletion o sb-lase (). b-lase 
() is only onseqential on sb-lase () an shol also be elete.

Clause 100—ees

. I wol sggest a moiation o sb-lase () on the lines o etion  () an () 
o the rae an Merhanise Marks At,.

Clause 101—rivilege of reports of Controller

. Clase  reproes etion  o the Inian Patents an esigns At,  with a 
proviso whih is taken rom etion  () o the .K. At, .

Clause 102—Restriction pon publication of specification

. I wol sggest that the provisions in Clases  an  may be ombine an the 
present Clase  be nmbere as sb-lase () o the re-rate Clase  an the present 
Clase  as sb-lase () o that lase on the lines o the .K. At with a slight hange to 
meet the reqirements o Clase . In my notes to Clase . I have iniate that in ases o 
appliations or grant o patents in regar to whih serey iretions have been impose by 
the Controller, the Central Government shol have the right to inspet the omplete spei-
ation at any time beore its aeptane in orer to eie as to whether the serey iretions 
shol ontine or not. he lase may be rerate as ollows:—

“. Restriction upon publication of specications, etc.—() bjet to the provi-
sions o etion  o the At, an appliation or a patent, an any speiation le in 
prsane thereo, shall not, eept with the onsent o the appliant, be pblishe by 
the Controller or be open to pbli inspetion at any time beore the ate o avertise-
ment o aeptane o the appliation.

() eports o or to the Controller mae ner this At shall not be open to pbli 
inspetion or be pblishe by the Controller, an sh reports shall not be liable to 
protion or inspetion in any legal proeeing nless the Cort erties that the 
protion or inspetion is esirable in the interests o jstie, an oght to be allowe:

Provie that the Controller may, on appliation mae in the presribe manner, 
by any person, islose the reslt o any searh mae ner etion  o this At 
in respet o any appliation or a patent where the omplete speiation has been 
pblishe”.
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Clause 103—ublication of patented inventions

. his lase is a reprotion o etion  o the Inian Patents an esigns At,  
an orrespons to etion  () () o the .K. At,  an le  o the .K. Patent 
les, : he provision orrespons to etion  o the Astralian an etion  o 
the Canaian enatments.

. In this onnetion, I wol sggest that there might be as in the ..A. the pblia-
tion o a ombine jornal or Patents, esigns an rae marks as Government has now 
eie to amalgamate the Patent an rae Marks es. (ee setion  o the rae an 
Merhanise Marks At, ). his oial jornal may ontain all notiations, avertise-
ments an other matters reqire to be pblishe ner the Patents At, the esigns At an 
the rae an Merhanise Marks At.

. he ollowing rerat o the lase seeks to give eet to this reommenation:—

“. Publication of patented inventions.—() he Controller shall isse perioi-
ally a jornal to be alle the Patent e Jornal an shall pblish therein all sh 
partilars o appliations or patents as are reqire by this At to be pblishe an 
all sh other matters as are irete by this At or the les mae therener to be 
pblishe therein an sh other matter an inormation relating to Patents, esigns 
an rae Marks as may appear to him to be sel to the pbli.

() he Controller may also prepare an pblish in sh orm as he eems epei-
ent inees an abrigements o speiations, ataloges an other works relating to 
inventions an patents as may be presribe or as he thinks t.”

Clause 104—owers of Controller to correct clerical errors

. I have alreay issse in my notes ner Clase  the sope o the power to be 
veste in the Controller to orret lerial errors in onnetion with the appliation or a pat-
ent an other relevant oments. I have sggeste a rat o the lase an it is nmbere 
Clase A. In view o this, Clase  is nneessary an may be elete.

Clause 105—Power of Controller to call for information from patentee

. pinion has been epresse that this provision enabling the Controller to all or peri-
oial statements rom the patentee or the elsive liensee as to the ommerial working o 
the invention in Inia might prove a bren rather than an avantage, an that or this reason 
this provision shol be omitte. It is rge that the partilars as to the ser sbmitte by 
the patentee or the elsive liensee ol not be the sbjet o srtiny or ross-eamination 
by the Controller so that one ol not be sre that the statements rnishe by the patentee 
or the elsive liensee were orret. It was state that it was possible that the patentee might 
rnish ntre or inorret statements with a view to enable him to onront any appliant or 
omplsory liene with the inorret statements when the time or this arose.

. here were others who epresse the opinion that ompliane with the provisions o 
this lase wol ompel manatrers to islose their trae serets an that i this reqire-
ment were insiste pon, they wol rather lose own than to ontine to work the patent. 
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I am not inline to take this threat seriosly. I am also not satise that the provision wol 
be either seless or wol be o isavantage to the general pbli. Most o the instries in 
whih patents are worke are overe by the reqirements o the Instries (evelopment 
an eglation) At o  ner whih manatrers are bon to rnish to Government 
partilars as to the working an other etails o manatre. Besies, Clase  provies 
or a siently eterrent pnishment or rnishing alse statements as to the working o 
the invention by a patentee or the liensee. I eel that this provision will enable the Controller 
to have etaile partilars as to the atal working o the invention. It wol enable him to 
ispose o qikly an eiently appliations or omplsory lienes an enorsements o 
“lienes o right” ner the relevant lases o the Bill.

. rther, partilars as to working o the invention wol be sel or statistial pr-
poses as at present no estimate an be mae o the etent to whih patents are being worke.

. he latter objetion seems to be rather eaggerate. he inormation whih the 
Controller reqires ner this lase is as to the “etent to whih the patent is ommerially 
worke in Inia”, an sh inormation is generally islose in the iretors’ eport an 
the balane sheets o the ompanies an o not involve the islosre o any trae serets. o 
legitimate eeption ol thereore be taken to any provision ner etion .

. n the lase as it stans the Controller might reqire inormation as to working only 
rom a patentee or an elsive liensee. I onsier this insient to ahieve the prpose o 
the lase. he patent may be worke not by the patentee bt by a non-elsive liensee. In 
sh ase, it is possible that the patentee might not be in a position to rnish partilars as 
to the etent to whih the patent has been ommerially worke in Inia. I in sh a ase the 
Controller annot reqire the non-elsive liensee to rnish inormation the prpose o 
the lase wol ail. here oes not appear to be any logial priniple behin the elsion 
o the non-elsive liensee rom the operation o this lase. Ater all, the lase is esigne 
to n ot the etent o ommerial working o every patent an as a patent ol be worke 
by elsive as well as non-elsive liensees, there is no reason why the latter shol be 
ele rom the sope o this lase. I wol, thereore, sggest that or the wors “an 
elsive liensee”, the wors “a liensee, elsive or otherwise” may be sbstitte.

. I wol also sggest that or the wors “the patent has been ommerially worke”, 
the wors “the patente invention has been ommerially worke” may be sbstitte.

. I wol aoringly reommen the retention o this lase with the moiation I 
have sggeste whih is arrie ot in the ollowing rat.

“. Power of Controller to call for information from patentee.—he Controller 
may, at any time ring the ontinane o the patent, by notie in writing, reqire a 
patentee or a liensee, elsive or otherwise, to rnish to him within two months 
rom the ate o sh notie or within sh rther time as the Controller may allow, 
sh inormation or sh perioial statements as to the etent to whih the patente 
invention has been ommerially worke in Inia as may be speie in the notie.”

Clause 106—ervice of notices, etc. by post

. his lase is the same as etion  o the Inian Patents an esigns At,  an 
orrespons to etion  o the .K. Patents At o .
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he wor “pre-pai” may be inserte beore the wor “post”.

Clause 107—eclaration by infant, lunatic, etc.

. I wol sggest that sb-lase () might be amene by the sbstittion o the wor 
“minority” or the wor “inany” in line  as the wor se in the Inian Contrat At 
an in the Inian Majority At is “minority” an not “inany”, an the aition o the wor 
“lnay” immeiately ater the wor “minority”.

Clause 108—ecurity for costs

. his lase orrespons to etion -A o the Inian Patents an esigns At,  
an etion  () o the .K. At o . he reerene to the igh Cort may be elete 
rom this lase as in any event igh Corts have the power to reqire any person to give 
serity or the payment o osts ner the Civil Proere Coe an that power will be 
attrate to proeeings ner this At an it is neessary to provie only or proeeings 
beore the Controller.

Clause 109—ransmission of copies of specification, etc., and inspection thereof

. his lase reproes etion  o the Inian Patents an esigns At, . I wol 
sggest two minor rating hanges, namely, or the wor “appointe” the wor “speie” 
may be sbstitte an or the wors “approve by” the wors “with the approval o”.

Clause 110—nformation relating to patents

. his reproes etion -A o the Inian Patents an esigns At,  an sb-
stantially etion  o the .K. At, . he present lase may be retaine an the o-
ments whih shol be open to inspetion an o whih opies ol be ha may be speie 
in the rles as in rle  o the .K. Patent les, .

Clause 111—oss or destruction of patent

. his orrespons to etion  o the Inian Patents an esigns At, , etion  
o the .K. At o  an etion  o the Astralian Patents At, -. I wol sggest 
two minor rating hanges in this lase so as to make it rea:—

“. Loss or destruction of patent.—I a patent is lost or estroye, or its non-
protion is aonte or to the satisation o the Controller, the Controller may at 
any time, on appliation mae in the presribe manner, ase a pliate thereo to be 
seale an elivere to the appliant.”
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Clause 112—odels to be furnished to ndian useum

. his lase reproes the present etion  o the Inian Patents an esigns At, 
 orresponing to etion  o the .K. At, . here is however no orresponing 
provision in the present .K. At, . It appears that little se has been mae o this setion 
an I wol thereore sggest its eletion.

Clause 112-—igh Court to make rules

. I wol a a new lase empowering the igh Corts to make rles in respet o 
proeeings beore them on the lines o etion  o the rae an Merhanise Marks 
At, .

“. A. High Court to make rules.—he igh Cort may make rles onsistent with 
this At as to the ont an proere in respet o all proeeings ner this At beore 
it.”

Clause 113—ower to make rules

. his lase has to be revise in the light o the provisions ontaine in the several 
lases o the Bill as nalise. ene I am leaving it ntohe.

Clause 114—pecial provisions relating to certain patents.

. his lase ontains speial provisions as to patents grante beore the relevant ates 
in Part B tates an in merge territories may be retaine.

Clause 115—Repeal, saving and transitional provisions

. Sub-clause () (a).—I wol sggest the aition o the wor “egistration” in the 
sb-lase to make it lear that eept as speially provie, all patents in ore wol be 
governe by the provisions o this enatment.

. Sub-clause () (c).—I wol reommen the eletion o this sb-lase or reasons 
state in the notes on Clase .

. Sub-clause () (d).—or the reasons state in my notes on Clase , I wol reom-
men the eletion o this sb-lase.

. Sub-clause () (e).—As I am reommening the ontination o the opposition pro-
eeings beore grant, this lase is nneessary an may be elete.

. Sub-clause () (g).—I have reommene the eletion o Clase  making provisions 
or the etension o the term o a patent on the gron that the patentee ha not mae s-
ient prots ring the normal term o  years. ine there might be ases where patentees 
have ha the term enlarge by having reorse to etion  o the Inian Patents an esigns 
At,  a saving might be inserte in their avor as sb-lase (gg)—saving their etene 
terms rom the operation o the new At.
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. Sub-clause (i).—b-lase () an () o Clase  empower an elsive liensee to 
institte a sit or inringement an to reover amages. Bt or these sb-lases even in a 
ase where a patentee has parte with his rights in avor o an elsive liensee, the paten-
tee alone ol se, with the reslt that, having sere nominal amages he wol reover 
only sh nominal sm rom the inringer, while the elsive liensee who ha sstaine real 
an sbstantial amages by the inringement wol be withot a remey—the only party 
beneting by this state o the law being the inringer. It is to remey this state o aairs that 
sb-lases () an () o Clase  have been esigne. I o not see any point in restriting 
the sope o these sb-lases in the manner in whih it is one by the saving lases an 
wol eten the sope o the provisions ontaine in sb-lases () an () o Clase  to 
inringements ommitte beore the ommenement o this At. b-lase (i) may thereore 
be elete.

. Sub-clause () (j).—here is no qestion o eisting patentees having a veste right 
regaring the amont payable by them or obtaining a renewal. Payments whih all e ater 
the ommenement o the At shol be reglate by the new At. he sb-lase may be 
sitably moie.

R C

. Fees.—My reommenations inle sggestions by whih the Patent e wol 
rener greatly inrease servie to the tehnial researh workers, inventors, an the pbli 
generally. he sggestion mae regaring the sope o eamination, as well as the enlarge 
grons o opposition, wol also inrease the work o the Patent e whih wol nee 
to be greatly strengthene both as regars qality as well as in the nmber o oers. All this 
wol neessarily mean inrease ost thogh I onsier that the ost is well-worth inrring. 
here is jstiation thereore or inreasing the ees payable or the several proeeings or 
whih provision is mae in the irst hele. I might mention that in the .K., the ees pay-
able whih were e by the Patents les,  were reently inrease in .

. In regar to the qantm o enhanement, I wol reer to three matters:

() In general the ees might be e on the lines o the .K. les o .

() As regars renewal ees, I wol preer the amont being inrease every year instea 
o the same being onstant or  years as at present. I might mention that in the .K. ner 
the .K. Patents les, , as well as in witzerlan (etion  o the At o ) the ee 
payable or renewal is inrease every year. rther, I wol reommen that renewal ees be 
mae payable rom the thir year an not merely rom the th year as in the Inian Patents 
an esigns At, . he rle relating to the payment o the renewal ee might ontain a 
lase on the lines o that on in the setion o the wiss At alreay reerre to reaing—

“Where a prinipal patent is grante later than two years rom the ate o the patent 
appliation, the ees whih have beome e in the meantime may be pai within a 
term o three months rom the oial ate o the reoral o the patent in the egister 
o patents.”

Inientally I wol sggest that the “year” or the etermination o the ate when renewal 
ee shol be pai might be a onventional year, say, the alenar year or preerably the year 
beginning with the st o April ollowing the ate o the patent instea o the year allate 
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rom that ate as at present. h a omptation wol in great part ree the nee or spe-
i noties to parties as to the ate when the renewal ee is payable an wol also ten to 
aministrative onveniene.

ven in regar to this item I wol sggest in general the .K. moel or etermining the 
qantm o the ee.

() As eplaine in the notes to lase () (j) I o not see any impropriety in an enhane 
renewal ee being harge or a patent in ore at the ommenement o the At.

Yors aithlly,

 . AJAGPAA AYYAGA. 

MAA; 

he th eptember, .
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ppendix ‘’

Comparative Table of Applications for Patents in India during the periods (a) 1930—38: (b) 1949—58

1930—1938 1949—1958

Year Total number 
of applications 
led

By Indians By other than 
Indians

Year Total number 
of applications 
led

By Indians By other than 
Indians

1930 1,099 114 985 1949 1,725 345 1,380

1931 940 109 831 1950 1,851 352 1,499

1932 928 162 766 1951 2,108 422 1,686

1933 954 199 755 1952 2,272 473 1,799

1934 1,007 203 804 1953 2,235 406  1,829

1935 980 156 824 1954 2,497 403 2,094

1936 1,068 199 869 1955 2,736 403 2,333

1937 1,246 202 1,044 1956 3,067 482 2,585

1938 1,243 220 1,023 1957 3,456 527 2,929

1939 1,060 238 822 1958 3,572 539 3,043

10,525 1,802 (17%) 8,723 25,519 4,342 (17%) 21,177
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Applications for Patents relating to Drugs and Pharmaceuticals

Year Number of applications Total

Indian Foreign

1947 12 143 155

1948 7 121 128

1949 5 139 144

1950 8 151 159

1951 17 203 220

1952 18 224 242

1953 18 267 285

1954 13 300 313

1955 7 325 332

1956 13 476 489

1957 25 543 568

Number of Patents for inventions relating to antibiotics in force on the 1st April, 1959 analysed according to the nationality of the 
Patentees

U. S. A. 115

U.K. 32

Switzerland 11

France 8

Germany 8

Denmark 7

India 5

Italy 4

Netherlands 2

Japan 2

Australia 1

Total 195
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Number of Patents in force on the 1st January, 1958

Total number . . . 13,774 

Owned by Indians . . . 1,157

Owned by Indians and Foreigners jointly . . . 21

Owned by Foreigner . . 12,596

Number of Patents more than four year old and in force on the 1st January, 1958

Year No. of Patents Owned by

Indians Indians and 
Foreigners jointly

Foreigners

1932 2 2 .. ..

1933 .. .. .. ..

1934 1 .. .. 1

1935 2 .. .. 2

1936 1 .. .. 1

1937 64 14 .. 50

1938 114 14 2 98

1939 127 30 .. 97

1940 86 16 1 69

1941 90 11 1 78

1942 72 9 .. 63

1943 136 4 .. 132

1944 226 17 .. 209

1945 363 27 .. 336

1946 556 26 7 523

1947 600 14 .. 586

1948 701 25 .. 676

1949 641 44 .. 597

1950 796 76 .. 720

 1951 1019 69 950

1952 1208 107 1 1100

1953 1366 102 .. 1263

TOTAL 8171 607 13 7551



  R    

Digitised and typeset by CC nline® (). The surest way to legal research!M

Applications for Patents made in the United Kingdom

1902—1913

Year Applications

1902 28,972

1903 28,854

1904 29,702

1905 27,577

1906 30,030

1907 28,915

1908 28,598

1909 30,603

1910 30,388

1911 29,353

1912 30,089

1913 30,077

Table showing applications for compulsory licences under Section 22 of the Indian Patents and Designs Act, 1911 during, 1950—57

Year and Number 
of Applns

 Nationality of 
Patentee

Nationality of 
Applicant

 Nature of inventions Remarks

1950—4  Indian  Indian  Machines for removing husk 
from dhall, etc.

All the 4 under same patent —2 . 
Allowed 
2 Dismissed
Appeals pending in Calcutta High 
Court against orders of Controller 
granting licence.

1951—5 4—U.K. 1—Ind.  Indian 4—Improvements in Textile 
machinery
1—Pharmaceuticals

Textile machinery applications 
abandoned in view of the settlement 
between parties, during pendency of 
proceedings.
Appln. for pharmaceutical inventions 
withdrawn in view of a compromise 
under which licence was granted by 
voluntary arrangements.

1952—2  U.K. Indian  Improvements in relation to 
train lighting and heating, etc.

Compulsory licence granted.
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Year and Number 
of Applns

 Nationality of 
Patentee

Nationality of 
Applicant

 Nature of inventions Remarks

1953
}  No applications.

1954

1955—I  U.S.A. Indian Capseals for pending container closures.

1956—3  German Indian 1—Wrist Watch All three pending bracelets.
1—Process for dyeing.
1—for dyeing.

1957—2 1—Brit.
1—Ger.

Ind. 1—Wrist watch Both pending bracelets.
1—Incandescent mantle ttings.

Table showing applications for compulsory licences under Section 23-CC of the Indian Patents and Designs Act, 1911

Year Number of 
applications

Nationality of 
patentee

Nationality of 
applicants

 Nature of invention Remarks

1952 to 1956—No applications.

1957 1 British Indian Therapeutic 
preparation of iron.

Pending.
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ppendix ‘B’

TABLE 1

Q u           

R:  R  R  CC RC C.

Patents relating to (a) hemial prots se in instry an meiine, (b) sbstanes se 
or apable o being se or oo or meiine, an () insetiies, ngiies an isinet-
ants et. are o vital importane to or national eonomy an pbli health an it is ommon 
gron that or Patent aw shol be sh that it shol enorage inigenos researh an 
oster Inian instry an enable the pbli to obtain the patente prots at reasonable 
pries. he problems relating to these patents may be onsiere ner two heas:

 () the esirability o imposing restritions on the patentability o sh inventions;

 () the esirability o an the natre o the restritions to be impose on patentees 
ater the patents are grante.

. atentability of inventions relating to chemical products etc.

he Inian Patents & esigns At,  ontains no restritions as regars the patent-
ability o inventions relating to these sbstanes. In several ontries o the worl, however, 
the law reners sh inventions npatentable or when this is permitte restrits patentability
to the proess by whih the sbstane is obtaine. In ertain other ontries where prot 
laims or patent are allowe the laims are restrite to the prot as proe by the pro-
ess partilarly speie.

In the nite Kingom whose laws have hitherto serve as or moel, there was no stat-
tory restrition on the patentability o hemial prots ntil , when etion A was 
introe into the Patents & esigns At o . ring the late th an the early years 
o the present entry, German sientists were oremost in the el o hemial researh an 
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as a reslt they applie or an obtaine patents in nglan or several new hemial pro-
ts. In a ase eie ner the earlier Ats it ha been hel that a patent or a new prot 
(ye-st) overe that prot when manatre by any proess whether the same was 
esribe by the patentee in his speiation or not (vide Pearson, J. in Badische Anilin Und 
Soda Fabrik v. Levinstein1) approve by the ose o ors2. he reslt o this. eision was 
that when one a patent ha been obtaine or a new prot, researh into alternative meth-
os o obtaining the same prot was pratially prevente. hese patents or inventions 
whih originate in Germany, were nmeros an tene to hiner, i not to stife, hemial 
researh an the establishment o hemial instry in the nite Kingom. ome relie was 
no obt aore by the provision or omplsory liensing on proo o abse o monopoly, 
whih will be ealt with later, bt owing to the narrowness o the langage employe by 
the legislatre an the strit onitions whih ha to be llle beore sh lienes ol 
be obtaine, as well as the heavy royalties whih ha to be pai, the intene objet o this 
provision was not llle. he net reslt o this was that at the ommenement o the irst 
Worl War in , Germany ha pratially a monopoly in the hemial instry, parti-
larly the ye-st instry o the nite Kingom.

In orer to stimlate an enorage British researh an invention in the hemial ins-
try, the Patents & esigns At,  introe a new provision [setion (A)] into the 
prinipal At o . his setion provie that in regar to patents or inventions relating 
to sbstanes prepare or proe by hemial proess or intene or oo or meiine, 
there ol be no laim o monopoly or the sbstane, per se, bt only or the sbstane 
when prepare or proe by a proess esribe or by its obvios hemial eqivalents. 
ome ritiism ha been levelle against the terms o setion  (A) on the gron that it 
was apable o evasion or irmvention by patentees or appliants or patents esribing 
or speiying all or several possible alternative proesses or obtaining the prot laime, 
so that virtally the patent protete the sbstane however obtaine. evertheless the his-
tory o nglish hemial instry rom  pto the en o the eon Worl War shows a 
steay an phenomenal progress in both ye-st an rg instries; so mh so, that that 
ontry attaine by  a position o worl leaership in these instries, with a large an 
epaning eport market. In  the wan Committee3 whih onsiere the revision o the 
patent laws, reommene that the restritions on the patentability o hemial sbstanes 
ontaine in the sai setion (A) () o the .K. At might be elete an this has been ar-
rie ot in the present .K. Patents At, .

hogh the Inian Patents & esigns At,  was amene several times rom  to 
, a provision as in setion (A) () o the .K. At o — whih was onsiere 
essential or the protetion an enoragement o the British hemial an pharmaetial 
instry against ompetition by oreign patentees has not been introe into the Inian 
enatment, althogh the position in Inia as regars patents or hemials an rgs wol 
seem to be mh worse than what obtaine in the nite Kingom prior to the ommene-
ment o the irst Worl War, in view o the very preominant an the virtally monopolisti 

1.  PC .
2.  PC .
3. A Committee appointe in April  by the Boar o rae o the nite Kingom to onsier an report 

on the hanges esirable in the Patents & esigns Ats. he present .K. At o  has been enate in 
implementation o the reommenations o this Committee.
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position in these patents hel by oreign patentees. o retiy the position two soltions appear 
to present themselves or onsieration, namely,

 () to eny patentability to inventions relating to hemial prots an those apable 
o being se or oo or meiine; or

 () to inorporate in the Inian statte a provision on the lines o setion A o the 
.K. Ats o  to , now repeale.

he rst alternative has been aopte in some ontries whih are still instrially ne-
velope an whose eonomy is preominantly agriltral, e.g. Argentina, Chile, enmark 
an mania, while the seon alternative, namely, restriting the laims to proess an to 
prots only when prepare by the esribe proess, has been aopte by a very large nm-
ber o other ontries, e.g. rane, German, Astria, Canaa, Czehoslovakia, witzerlan, 
Portgal, pain, Meio, ollan, orway, ween, Japan, Ygoslovia an ....

In the light o the above:

 I. (a) Wol yo onsier it esirable to amen the law so as to prohibit altogether the 
grant o patents or inventions relating to hemial prots se in instry or are 
apable o being se as artiles o oo or rink or meiine?, or,

 (b) Wol yo onsier it esirable to restrit the laims or sh patents only to the 
proesses esribe an eny patent rights to the prots even i mae by sh 
proesses?, or,

 () Wol yo onsier it esirable to introe a provision in the Inian tatte on 
the lines o etion A() o the .K. Ats, — (now repeale), i.e. to sb-
stanes when prepare or proe by the methos or proesses or manatre 
partilarly esribe or by their obvios hemial eqivalents?

 II. (a) Wol yo raw any istintion or the above prposes between ierent types o 
sbstanes or artiles, e.g.

 (i) heavy hemials an ne hemials;

 (ii)  hemials se or apable o being se in the pharmaetial instry or as 
rgs;

 (iii) artiles o oo or rink;

 (iv) artiles whih ol be se as insetiies, germiies, ngiies an 
isinetants;

 (v) inventions apable o being se as srgial an rative evies?

 (b) I yo are in avor o any speial legislative provisions or patents relating to rgs 
an meiines, o yo onsier it esirable to make any rther sb-ivision in this 
lass o goos, e.g. into antibiotis, slpha ompons, vitamin preparations, glan-
lar an biologial prots, anti-malarials or others as regars the partilar 
provision to be enate?
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B. rovisions in relation to compulsory licensing of patents relating to chemical 
products.

he history o this provision in the .K. stattes briefy as ollows:—

Prior to  there was no stattory provision whereby a patentee ol be ore to 
grant a liene even i he abse his monopoly rights by not working the invention 
in the nite Kingom or by bloking other inventions or by emaning or harging 
nreasonably high royalties or lienes to work or harging eorbitant pries or the 
patente prots importe by him. By setion  o the British Patents & esigns At, 
 the Boar o rae was given the power to orer the grant o omplsory lienes 
“where the patent was not being worke in the .K. or the reasonable reqirements 
o the pbli in respet o the invention were not satise or any person was prevente 
rom working or sing the invention o whih he was possesse”. ine that ate, the 
grons pon whih omplsory lienes ol be applie or have beome progres-
sively enlarge to the benet o appliants or lienes. evertheless, there have been 
only a ew appliations or omplsory liensing ner the .K. Ats, bt this may 
be e to the patentees volntarily granting lienes on reasonable terms bease o 
the possibility o appliations or omplsory lienes. he provisions in the nite 
Kingom legislation as regars omplsory liensing o patents are general an are not 
onne to any partilar lass o inventions. hogh there was some opposition to the 
provisions as to omplsory liensing, the wan Committee reommene (paragraphs 
 an  o the seon Interim eport) not only the retention o these provisions bt 
that the onept o abse o monopoly shol be epane rther by treating any 
restritions on the eport market as an abse o patent right [vide setion () () o 
the Patents At, ].

Apart rom an withot prejie to the above general provisions or omplsory liensing, 
the .K. At o  introe a speial provision or the grant o lienes “as o right” 
withot reqiring any proo o abse o monopoly in the ase o inventions relating to oo 
or meiine [vide setion (A) () o the .K. At]. his provision in the .K. At o  
was also reommene to be retaine by the wan Committee an now appears as setion  
o the .K. Patents At, .

A provision on the lines o setion  o the .K. Patents At o  was introe into 
the Inian Patents an esigns At,  by an amenment eete in  whih with slight 
hanges in  now orms setion CC o the At. It will be notie that these lienes as 
o right are onne to artiles o oo or meiine an to insetiies et. an o not eten 
to other prots or artiles. etion CC, however, ontains a sb-lase () ner whih 
the Central Government has power to iret the provisions o that setion to apply to other 
ommoities besies oo, meiine, insetiie et. bt this power oes not appear to have 
been invoke, or eerise.

he Patents Bill introe in Parliament in  proposes to re-enat the provisions o the 
present setion CC, whih has been in ore sine .

 () In yor opinion has this provision ha any eet in promoting or ostering inig-
enos researh in oo, meiine, insetiies an srgial instrments or other 
artiles mentione in that setion?
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 () As a onseqene o the omplsory liensing provisions ner setion CC have 
yo notie any teneny on the part o researh workers or inventors to work 
inventions relating to oos an rgs in seret withot obtaining patents thereor?

 () as any loal oo or pharmaetial instry been to yor knowlege starte 
within the last or years to work any liene ner setion CC rom patentees?

 () o yo onsier that it is avisable to epan the sope o the omplsory liensing 
provision now on in setion CC to over ases o all hemial sbstanes se 
in Instry?

 () o yo onsier that the Inian hemial instry in general or any branh o the 
hemial instry in partilar, has in reent years been sering any haniap by 
reason o the eistene o the patents o oreign nationals?

 () o yo onsier that the pries harge or patente hemials or rgs are nly 
high taking into aont the ost o protion an reasonable prot on the otlay 
by reason o the inability o the Inian manatrers to ompete with the oreign 
patentees?

 () o yo onsier that the omplsory grant o lienes on reasonable terms to any 
one who applies or them wol promote (a) researh by Inian sientists, (b) the 
starting or evelopment o hemial or pharmaetial instry in Inia?

 () I patentees are irete to grant lienes, whih in yor opinion wol be better in 
the interests o Inian instry as a whole—

 (a) elsive lienes; or

 (b) non-elsive liene to any one willing to abie by reasonable terms as to roy-
alty et.

 () I lienes are to be grante on reasonable terms, whih wol yo onsier best 
site to Inian reqirements—

 (a) speiying in the At or the rles the maimm an minimm royalty rates 
leaving it to the Controller (sbjet to appeal) to  the gre whih he onsi-
ers reasonable in the irmstanes o the ase within the limits speie by 
law; or

 (b) speiying in the At or the rles the minimm royalty as well as the sale o 
royalties to be harge, the latter to be base pon the total otpt or sales o 
the liensee, on a slab system with a ereasing perentage as the sales inrease.

C. Revocation of atents for abuse of monopoly

either the Inian Patents an esigns At,  as amene ptoate nor the Patents Bill, 
 ontains any provision or the revoation o a patent grone on ontine abse o 
monopoly rights by the patentee. h a provision is enate in setion  o the .K. At o 
 an is to be on in ertain other ontries also.

o yo onsier that sh a provision wol be sitable or sel in Inia?
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. ther suggestions

ave yo any rther or other sggestions to make as regars the amenments to be 
eete to the law relating to patents whih wol rener the enatment a potent instrment 
or ostering researh an the establishment an evelopment o the Inian hemial an 
pharmaetial instries?

B 2

Q u           

R:  R  R  CC 
RC   R R  C

Patents in relation to hemial prots se in instry or in meiine are o vital impor-
tane to or national eonomy an the Patent law shol be sh that it shol enorage 
inigenos researh an oster Inian instry an enable the spply o patente prots at 
reasonable pries. he problems relating to these patents may be onsiere ner two heas:

 () he esirability o imposing restritions on the patentability o sh inventions;

 () he esirability o an the natre o the restritions to be impose on patentees 
ater the patents are grante.

. atentability of inventions relating to chemical products etc.

he Inian Patents an esigns At,  ontains no restritions as regars the patent-
ability o inventions relating to hemial prots. In several ontries o the worl, however, 
the law reners sh inventions npatentable or when this is permitte restrits patentability 
to the proess by whih the sbstane is obtaine. In ertain other ontries where prot 
laims or patent are allowe the laims are restrite to the prot as proe by the pro-
ess partilarly speie.

In the nite Kingom whose laws have hitherto serve as or moel there was no stat-
tory restrition on the patentability o hemial prots ntil , when setion (A) was 
introe into the Patents & esigns At o . ring the late th an the early years o 
the present entry, German sientists were oremost in the el o hemial researh an as 
a reslt they applie or an obtaine patents in nglan or several new hemial prots. 
In a ase eie ner the earlier Ats it ha been hel that a patent or a new prot (in 
that ase a ye-st) overe that prot when manatre by any proess whether the 
same was esribe by the patentee in his speiation or not (vide Pearson, J. in Badische 
Anilin Und Fabrik v. Levinstein4, approve by the ose o ors,5). he reslt o this ei-
sion was that when one a patent ha been obtaine or a new prot, researh into alter-
native methos o obtaining the same prot was pratially prevente. h patents or 
hemial prots or inventions originating in Germany, were nmeros tene to hiner, i 

4.  PC .
5.  PC .
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not to stife, hemial researh an the establishment o the hemial instry in the nite 
Kingom. ome relie was aore by the provision or omplsory lienes on proo o 
abse o monopoly, bt owing to the narrowness o the langage employe by the legislatre 
an the strit onitions whih ha to be llle beore sh lienes ol be obtaine, as 
well as the heavy royalties whih ha to be pai, the intene objet o the liensing provision 
was not llle. he net reslt o this was that at the ommenement o the irst Worl War 
in , Germany ha pratially a monopoly in the hemial instry, partilarly the ye-
st instry, o the nite Kingom.

In orer to stimlate an enorage British researh an invention in the hemial instry, 
the Patents & esigns At,  introe a new provision [etion  (a)] into the prin-
ipal At o . his setion provie that in regar to patents or inventions relating to 
sbstanes prepare or proe by hemial proesses there ol be no laim o monopoly 
or the sbstane per se bt only or the sbstane when prepare or proe by a proess 
esribe or by its obvios hemial eqivalents. ome ritiism ha been levelle against 
the terms o setion (A) on the gron that it was apable o evasion or irmvention by 
patentees or appliants or patents esribing or speiying all or several possible alternative 
proesses or obtaining the prot laime, so that virtally the patent protete the sb-
stane however obtaine. evertheless, the history o nglish hemial instry rom  
pto the en o the eon Worl War shows a steay an phenomenal progress in hemial 
instry; so mh so, that that ontry attaine by  a position o worl leaership in this 
ontry. In  the wan Committee6, whih onsiere the revision o the Patents laws, 
reommene that the restritions on the patentabiliy o hemial sbstanes ontaine in the 
setion (A) () o the .K. Patents At might be elete an this has been arrie ot in the 
present .K. Patents At, .

hogh the Inian Patents & esigns At,  was amene several times rom  to 
, a provision as in setion  (A) () o the .K. At o — whih was onsiere 
essential or the protetion an enoragement o the British hemial an pharmaetial 
instry against ompetition by oreign patentees, has not been introe into the Inian 
enatment, althogh the position in Inia as regars patents or hemials an rgs wol 
seem to be mh worse than what obtaine in the nite Kingom prior to the ommene-
ment o the irst Worl War, in view o the very preominant an the virtally monopolis-
ti position in these patents hel by oreign patentees. o retiy the position two soltions 
appear to present themselves or onsieration, namely,

 () to eny patentability to inventions relating to hemial prots se in instry or 
in meiine; or

 () to inorporate in the Inian statte a provision on the lines o setion A o the 
.K. Ats o  to , now repeale.

he rst alternative has been aopte in some ontries whih are still instrially ne-
velope an whose eonomy is preominantly agriltral, e.g. Argentina, Chile, enmark 
an mania, while the seon alternative, namely, restriting the laims to proess an to 
prots when prepare by the esribe proess, has been aopte by a very large nmber 

6. A ommittee appointe in April  by the Boar o rae o the nite Kingom to onsier an report 
on the hanges esirable in the Patents & esigns Ats. he present .K. At o  has been enate in 
implementations o this Committee.
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o other ontries, e.g. rane, Germany, Astria, Canaa, Czehoslovakia, witzerlan, 
Portgal, pain, Meio, ollan, orway, ween, Japan, Ygoslovia an ....

In the light o the above:

 I. (a) Wol yo onsier it esirable to amen the law so as to prohibit altogether the 
grant o patents or inventions relating to hemial prots se in instry or in 
meiine?, or

 (b) Wol yo onsier it esirable to restrit the laims or sh patents only to the 
proesses esribe, an eny patent rights to the prots even i mae by sh 
proesses?, or

 () Wol yo onsier it esirable to introe a provision in the Inian tatte on 
the lines o setion A() o the .K. Ats, - (now repeale), i.e. to sb-
stanes when prepare or proe by the methos or proesses o manatre 
partilarly esribe or by their obvios hemial eqivalents?

 () Wol yo ierentiate or the above prposes between heavy an ne hemials 
an rgs?

B. Restrictions on patentees—Compulsory licences etc.

. he history o the provisions relating to omplsory liensing o patents in the .K. 
stattes is briefy as ollows:—

Prior to  there was no stattory provision whereby a patentee ol be ore to grant 
a liene even i he abse his monopoly rights by not working the invention in the nite 
Kingom or by bloking other inventions or by emaning or harging nreasonably high 
royalties or lienes to work or harging eorbitant pries or the patente prots importe 
by him. By setion  o the British Patents & esigns At,  the Boar o rae was given 
the power to orer the grant o omplsory liene “where the patent was not being worke 
in the .K. or the reasonable reqirements o the pbli in respet o the invention were not 
satise or any person was prevente rom working or sing the invention o whih he was 
possesse”. ine that ate, the grons pon whih omplsory liene ol be applie or 
have beome progressively enlarge to the benet o the appliants or lienes. evertheless, 
there have been ew appliaations or omplsory liensing ner the .K. Ats bt this 
may be e to the patentees volntarily granting lienes on reasonable terms bease o the 
possibility o appliations or omplsory lienes. he provisions in the nite Kingom 
legislation as regars omplsory liensing o patents are general an are not onne to 
any partilar lass o inventions. hogh there was some opposition to the provisions as 
to omplsory liensing, the wan Committee reommene (paragraphs  an  o the 
eon Interim eport) not only the retention o these provisions bt that the onept o the 
abse o monopoly shol be epane rther by treating an averse eet on the reation 
or epansion o an eport market as an abse o patent right [vide setions () () o the 
.K. Patents At, ].

Apart rom an withot prejie to the above general provisions or omplsory liens-
ing, the .K. At o  introe a speial provision or the grant o lienes as o right 
withot reqiring any proo o abse o monopoly in the ase o inventions relating to oo or 
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meiine [vide setion (A) () o the .K. At]. his provision in the .K. At o  was 
also reommene to be retaine by the wan Committee an now appears as setion  o 
the .K. Patents At, .

By amenments eete to the Inian Patents & esigns At,  by At  o  the 
grons on whih omplsory lienes ol be applie or were almost broght into line 
with the orresponing position in the nite Kingom. In aition, a speial provision or 
oos an rgs on the lines o setion  o the .K. At o  was introe into the 
Inian Patents an esigns At,  by an amenment eete in  whih with slight 
hanges in  now orms setion (CC) o the At. It will be notie that the lienes as 
o right ner this setion are onne to artiles o oo or meiine an to insetiies et. 
an o not eten to hemial prots se in other than pharmaetial instries. etion 
CC, however, ontains a sb-lase () ner whih the Central Government has power to 
iret the provisions o that setion to apply to other ommoities besies oo, meiine an 
insetiie et. bt this power oes not appear to have been invoke or eerise.

he argment rge against provisions or omplsory liensing is that by iminishing the 
inome erive by patentees rom the eploitation o patents, they have a teneny to at as 
a isinentive to patenting among researh workers, leaing inventors to preer working their 
inventions in seret rather than obtain patents or them, sine by patenting they wol epose 
themselves to appliations or omplsory lienes.

Bearing in min these onsierations—

 () ave yo notie any teneny on the part o the researh workers or inventors to 
work inventions in seret withot obtaining patents thereor as a onseqene o 
the omplsory liensing provisions in the Inian Patents & esigns At, ?

 () ave these provisions in yor opinion ha or wol have any eet in promoting 
or ostering inigenos researh?

 () o yo onsier that Inian instry in general or any branh thereo in partilar 
has in reent years been sering rom any haniap by reason o the large major-
ity o the patents registere in Inia being owne by oreign nationals?

 () o yo onsier that the pries harge or patente prots in Inia are nly 
high taking into aont the ost o protion an reasonable prot on the otlay, 
by reason o the inability o Inian manatrers to enter into ompetition with 
oreign patentees?

 () o yo onsier the grons whih are speie in setion  as onstitting abse 
o monopoly, sient or i they have to be enlarge, what are the sggestions yo 
wol oer?

 () Wol yo onsier that ailre on the part o a patentee to spply aeqate qanti-
ties o the patente prots at reasonable pries might be speially enmerate 
as an abse o monopoly?

 () o yo onsier that the grant o lienes on reasonable terms to any one who 
applies or it wol promote (a) researh by Inian sientists, (b) the starting an 
evelopment o Inian instry?
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 () I the patentees are irete to grant lienes, whih wol in yor opinion be bet-
ter in the interests o Inian instry as a whole,

 (a) elsive lienes on agree terms, an in ealt o agreement, on terms e 
by the Controller;

 (b) non-elsive liene to any one willing to abie by reasonable terms as to roy-
alty et. 

 () I lienes are to be grante on reasonable terras, whih wol yo onsier best 
site to Inian reqirements—

 (a) speiying in the At or the les the maimm an minimm royalties leav-
ing it to the Controller to  the gre whih he onsiers reasonable in the 
irmstanes o the ase within the limits speie by law; or

 (b) speiying in the At or the les the minimm royalty as well as the sale o 
royalties to be harge, the latter to be base pon the total otpt or sales o 
the liensee, on a slab system with a ereasing perentage as the sales inrease.

In onnetion with the above, what wol yo onsier reasonable terms an sale o royalty.

. It is state that any stattory provisions or the omplsory grant o liene o not ll 
their prpose bease many inventions annot be worke properly or sesslly merely on 
the basis o the omplete speiation bt that onsierable rther inormation tohing 
the operation o the proesses o manatre sally terme “know-how” is neessary or 
the prpose. It is rther state that the patentees o not impart to the liensees ore pon 
them by the Controller the “know-how” or ptting the invention into eetive an protable 
se an that in the absene o the importing o sh knowlege the liensees n themselves 
nable to tilise the invention eept ater rther prolonge an epensive researh whih 
most n themselves not in a position to nertake.

o yo onsier that this haniap o the liensees ol be obviate by the imposition o 
a stattory onition in every omplsory liene that on eman by the liensee, the patentee 
shall impart the “know-how” to enable the liensee to obtain the prot? o yo onsier 
that sh stattory onition ol be eetively enore by sitable provisions in lienes, 
sh as,

 (a) that the royalty e shall not be payable nless the ‘know-how’ was imparte; an

 (b) that on ailre o the patentee to omply with the liene onition as regars 
imparting o the ‘know-how’, so as to enable the liensee to work the invention 
within a reasonable interval ater the grant o the liene, the patent may be revoke 
on appliation to the Controller by the liensee (sbjet to an appeal).

. otwithstaning the general similarity, the Inian Patents & esigns At,  as now 
amene iers somewhat rom the orresponing provisions o the .K. At o  as to 
omplsory liene an these points o ierene are maintaine in the Patents Bill, . 
hey are—

 () he .K. At permits patentees volntarily to have their patents enorse “lienes 
o right”, on oing whih the renewal ees payable are halve.
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 () n proo o abse o monopoly ner the .K. Patents At,  any person inter-
este as also the Central Government, may apply or an enorsement o the patent 
with the wors “lienes o right” whereas ner the Inian At, an appliation or 
sh relie an be preerre only by the Central Government.

 () he stattory law o the nite Kingom inles the Monopolies an estritive 
Praties (nqiry an Control At), , a piee o legislation on the lines o 
the Anti-rst tattes o the nite tates. When the Monopolies Commission 
appointe ner the above .K. At reports that a onition o monoply prevails 
in regar to the spply o any partilar patente artiles or to a patente proess 
an a resoltion is passe by the ose o Commons elaring that the onitions 
operate against the pbli interest, Government may apply to the Controller an 
the Controller may pass appropriate orers ireting the patentee to grant lienes 
or abrogating the oening provisions o the lienes alreay grante [vide setions 
() an () o the .K. Patents At, ].

o yo onsier that provisions on the lines o .K. At set ot above or in any moie orm 
will prove sel in Inia?

. In aition to the provisions or omplsory liensing, the Patents Bill,  in lase 
, in line with etion  o the .K. Patents At,  enats prohibitions against patentees 
imposing nreasonable onitions on those who eal with them either as byers or hirers or 
liensees o their prots in the orse o trae.

o yo onsier that provisions o lase  sient to over all types o prevalent restri-
tive trae praties or wol yo sggest any enlargement an i so on what lines?

. Revocation of patent for abuse of monopoly.—either the Inian Patents At,  as 
amene ptoate nor the Patents Bill,  ontains any provision or the revoation o a 
patent grone on ontine abse o monopoly rights by the patentee even ater the grant 
o omplsory lienes. h a provision is enate in etion  o the .K. At o  an 
is to be on in ertain other ontries also.

o yo onsier that sh a provision wol be sitable or sel in Inia?

. Other suggestions.—ave yo any rther or other sggestions to make as regars the 
amenments to be eete to the law relating to patents in Inia whih wol rener the 
enatment, a potent instrment or ostering researh an the establishment an evelopment 
o the Inian instry?
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he present law on the sbjet is ontaine in setion A o the Inian Patents an esigns 
At, . he setion whih is iential in terms with setion  o the .K. Patents an 
esigns At, — was introe in the Inian Patents an esigns At,  by an 



    R  

Digitised and typeset by CC nline® (). The surest way to legal research!M

amenment eete by At II o . his setion is onne to inventions or instrments 
or mnitions o war assigne to Government by inventors or or withot valable onsiera-
tion either beore or ater the patents thereor are grante. When an assignment has been so 
mae the Central Government may at any time beore the pbliation o the speiation 
ertiy to the Controller in the interests o pbli servie that the partilars o the invention 
an the manner in whih it is to be perorme shol be kept seret. I sh ertiate isses, 
the speiations an rawings are to be kept in a paket seale by Government (sb-setion 
). b-setion  enats:

() o opy o any speiation or other oment or rawing by this setion reqire 
to be plae in a seale paket shall in any manner whatever be pblishe or open to the 
inspetion o the pbli, bt, save as otherwise provie in this setion, the provisions 
o this At shall apply in respet o any sh invention an patent as aoresai.

his is given eet to by the eret Patent les,  whih provie that the appliation 
wol be sbjete to the sal eamination bt that the aeptane wol not be avertise. 
he speiation is not to be pblishe an no opposition will lie against sh appliation. 
n aeptane o the appliation a patent will be seale by the Controller bt the patent will 
be entere in a separate eret egister. he paket ontaining the speiation an rawings 
is not to be opene eept on the orers o Government ring the term o the patent (sb-
setion ) an on the epiration o the term, the paket is to be elivere to Government (sb-
setion ). Patents overe by the serey iretions are not sbjet to revoation (sb-setion 
). Government may at any time revoke the serey iretions, in whih event the patents will 
be overe by the rles appliable to other patents.

Althogh obviosy the serey iretions wol not be eetive nless they provie 
against islosre, not only by the Patent e bt also by the inventor, the setion is ee-
tive in so ar as it oes not epressly prohibit the inventor rom ommniating the invention 
to others. his eet was retie ring the war both in the nite Kingom an in Inia 
by rle  o the eene (Patents an rae Marks At) eglation, — rame ner 
the eene o the ealm At,  an by rle  o the eene o Inia les,  respe-
tively. le  o the eene o Inia les ran:

“() or the prpose o this rle, the epression ‘Controller’ means the Controller o 
Patents an esigns appointe ner the Inian Patents an esigns At, .

() Where, either beore or ater the oming into ore o the rinane, an appliation 
has been mae to the Controller or the grant o a patent or the registration o a esign, the 
Controller, i he is satise that it is epeient or the eene o British Inia or the eient 
prosetion o the war so to o, may notwithstaning anything ontaine in the Inian 
Patents an esigns At, , omit to o or elay the oing o anything whih he wol 
otherwise be reqire to o in relation to the appliation, an by orer, prohibit or restrit 
the pbliation o inormation with respet to the sbjet matter o the appliation, or the 
ommniation o sh inormation to partilar persons or lasses o persons.

() o person shall eept ner the athority o a written permit grante by the Controller 
make an appliation or the grant o a patent, or the registration o a esign in any ontry or 
plae not inle in is Majesty’s ominions an not being an Inian tate.
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() I, in the opinion o the Central Government, it is neessary or epeient or the eene 
o British Inia o the eient prosetion o the war so to o, the Central Government may 
by orer reqire any person to rnish to sh athority or person as may be speie in the 
orer, any sh inormation in his possession relating to any invention, esign or proess as 
may be speie in the orer or emane o him by the sai athority or person.

() he right o a person to apply or, or to obtain, a patent in respet o an invention or 
registration in respet o a esign, shall not be prejie by reason only o the at that the 
invention or esign has previosly been ommniate to an athority or person in ompli-
ane with any orer given ner sb-rle (), or se by an athority or person in onse-
qene o sh ommniation, an a patent in respet o an invention, or the registration o 
a esign, shall not be hel to be invali by reason only o the at that the invention or esign 
has been ommniate or se as aoresai.

() In onnetion with the making, se or eerise o any invention or esign on behal o, 
or or the servies o the Crown (whether by virte o the Inian Patents an esigns At, 
, or otherwise), the Central Government may by orer athorise the se o any raw-
ing moel, plan, speiation, or other oment or inormation in sh manner as appears 
to the Central Government to be epeient or the eene o British Inia or the eient 
prosetion o the war, notwithstaning anything to the ontrary ontaine in any liene 
or agreement; an any liene or agreement, i an in so ar as it oners on any person, oth-
erwise than or the benet o the Crown, the right to reeive any payment in respet o the se 
o any oment or inormation in prsane o sh an athorisation, shall be inoperative.”

In the nite Kingom the provisions o the war-time eglation were sbseqently 
enate as etion  o the Patents At,  bt no sh step was taken in Inia when the 
eene o Inia les lapse. he law in Inia was, however, soght to be broght into line 
with that o etion  o the .K. At o  by lase  o the Patents Bill, . 

he seon matter whih reqires to be notie is as regars the provisions enabling 
Government to tilise inventions whih are relevant or the prpose o the serity o the 
ontry. etion () o the Inian Patents an esigns At,  empowers the Central 
Government or their athorise agents or ontrators to make, se or eerise an invention in 
respet o whih an appliation or a patent ha been mae whether beore or ater the grant 
o the patent. he terms or sh se o the invention are to be e either by negotiation with 
the appliant or patentee, or ailing agreement by an inepenent arbitrator [etion () 
to ()]. his provision being very general in its terms applie eqally to inventions in regar 
to whih appliations or patents were sbjete to serey iretions ner rle  o the 
eene o Inia les. Bt sine rle  has now lapse, there is no provision or a serey 
iretion in regar to inventions whih have not been aqire by Government—a state o 
aairs whih also was soght to be remeie by lase  o the Patents Bill, .

It might be mentione that thogh the wan Committee o the nite Kingom ontem-
plate the retention o etion  o the .K. At o  (orresponing to setion A o 
the Inian Patents an esigns At, ) with slight verbal amenments, the provision was 
roppe when the Patents Bill was rate on the gron that it was not o mh se an 
was mbersome. In its plae was sbstitte etion  whih was a reprotion o the war 
time provision vesting in the Controller power to iret an appliant or a patent relating to 
inventions alling within a lass notie to him by a ompetent athority as relevant or the 
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eene, to keep the invention seret an not to pblish or ommniate inormation relat-
ing to it. o patent was to be grante in prsane o sh appliation so long as the serey 
orers ontine. As state earlier, lase  o the Patents Bill,  soght to eet this 
hange in Inia. ome points have been raise regaring the aeqay o the provision an 
also regaring the amenment o the lase with a view to making the provision more sel 
an less mbersome. he sggestions mae have mainly been in respet o two matters.

() he etent o srtiny that shol take plae in the oe o the Controller beore an 
appliation was reerre to the eene epartment or a more ehastive eamination an 
nal orers.

() he athority that shol isse the serey iretion, whether it shol be the Controller 
o his own motion or whether the Controller shol be irete to at only on the initiative 
o the eene epartment.

In regar to the rst point, there might be an apprehension that on the terms o the provision 
as it stoo in the Bill o , the Controller might sen p to the epartment or eamina-
tion either too ew or too many appliations. he sggestion is that the sening p o too 
many appliations, whih are not o any real signiane or eene, might be avoie i the 
Controller be reqire to eamine eah appliation with a view to satisy himsel that the 
invention islose therein is prima facie relevant or eene, instea o his merely looking 
to the title o the invention an eiing mehanially whether it ell within any notie lass. 
or this prpose it has been sggeste that the proere o having “notie lasses” might 
be omitte an the matter be let to the nettere isretion o the Controller to eamine 
eah appliation an make p his min whether prima facie the invention was o relevane 
or eene or not. I the system o having notie lasses be retaine it is sggeste that it 
shol be mae lear that the Controller is not bon to reer eah an every appliation or 
an invention alling within the notie lasses, bt that, even in regar to inventions within 
the notie lasses, he shol be irete to hoose an sen p only those appliations 
whih appear to him prima facie relevant or the prpose o eene. Along with this a sg-
gestion has been mae that in aition to sening p appliations whih ell within the noti-
e lasses, the Controller be veste with the isretion to sen sh other appliations as he 
onsiere prima facie wol be relevant or eene, even thogh they might not all within 
the notie lasses so as to avoi the possibility o any really valable inventions esaping the 
serey ban. It has also been sggeste that provision might also be mae or the title o the 
inventions being perioially orware by the Controller to the eene epartment so that 
the latter might hek p the inventions regaring whih serey iretions have been grante 
by the Controller an i it is thoght that any invention might be o importane an reqire 
to be lasse as seret, rther iretions might be alle or an the Controller irete to 
impose serey iretions on the appliant......................................................

It wol be sel to reer to analogos provisions in the laws o other ontries. he 
Astralian Patents At, — eparts rom the nglish preeent an vests the isre-
tion to hoose appliations or the imposition o the serey iretion in the rst instane in 
the Controller withot any reerene to notie lasses. he relevant setion () o the 
Astralian At, enats:

“he Commissioner may, i it appears to him to be neessary or epeient so to o in 
the interests o the eene o the Commonwealth..”



  R    

Digitised and typeset by CC nline® (). The surest way to legal research!M

he position with regar to serey provision in the Patent law o the nite tates is as 
ollows:—

Where the invention is o sh a kin that the islosre or pbliation thereo is, in the 
opinion o the Commissioner o Patents etrimental to national serity, he makes the appli-
ation available or inspetion to the Atomi nergy Commission or the eene epartment. 
I these athorities agree with the opinion o the Commissioner, the latter is notie an he 
is irete to orer the invention to be kept seret an to withhol the grant o the patent 
or sh perio as national interest reqires an notiy the appliant thereo. he applia-
tion an other onnete oments are therepon kept in a seale onition. he orer or 
serey is to be reviewe every year, eah orer not being in ore or more than one year 
(etion ). here are also other provisions appliable in the event o national emergenies 
sh as war et., bt these may be let ot o aont or the present. I the appliant violate 
the serey onitions or mae an appliation or a patent abroa withot the permission o 
the Commissioner, the appliation or the patent beore the Commissioner is eeme to be 
abanone an the appliant also loses all rights to ompensation against the nite tates 
base pon sh invention (etion ). etion  enables the Atomi nergy Commission 
an the eene epartment to isse rles an reglations to enable them to arry ot the 
provisions to keep the inventions seret.

In Canaa the law on the sbjet is ontaine in etion () an () o Patents At. 
hey rn:—

(): “he Governor in Conil, i satise that an invention relating to any 
instrment or mnition o war, esribe in any speie appliation or patent not 
assigne to the Minister o ational eene, is vital to the eene o Canaa an that 
the pbliation o a patent thereor shol be prevente in orer to preserve the saety 
o the tate, may orer that sh invention an appliation an all the oments relat-
ing thereto shall be treate or all prposes o this setion as i the invention ha been 
assigne or agree to be assigne to the Minister o ational eene.”

(): “he Governor in Conil may make rles ner this setion or the pr-
pose o ensring serey with respet to appliations an patents to whih this setion 
applies an generally to give eet to the prpose an intent thereo. , . , s. ”.

he rles mae ner this provision are les  an .

le : “Where the Governor in Conil makes an orer ner sb-setion () or 
() o the At that an appliation shall be treate or the prpose o that setion as i 
it ha been assigne to the Minister, the Commissioner shall, as soon as he is inorme 
o sh orer notiy the appliant thereo by registere mail”.

le : “he Commissioner shall permit any pbli servant athorise in writ-
ing by the Minister o ational eene .. to inspet any pening appliation that in 
the opinion o the Commissioner relates to any instrment or mnition o war an to 
obtain a opy o any sh appliation.”

It will be seen that the nite Kingom is the only ontry where the statte speially 
reers to “notie lasses” as relevant or eene prposes in respet o inventions or whih 
serey orers are to be impose. In other ontries the matter is let to the isretion either 
o the Commissioner o Patents or o the onerne Governmental athority, withot any 
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esignate or “notie lasses” o inventions. ven so it is nerstoo that in several o these 
ontries, e.g. Astralia, the eene epartment isses instrtions as to lasses o inventions 
whih are relevant or the eene or the giane o the Controller.

he above smmary wol also show that iretions as to serey are impose in the 
rst instane by the Controller o Patents in the nite Kingom an Astralia, while both 
in the nite tates as well as in Canaa there is an eamination by the eene athority 
on whose iretions the Commissioner imposes the serey restritions. It is, however, to be 
borne in min that nless the eamination by the eene athority or satisying itsel that 
the invention is o importane or eene is onle within a short time, it wol always 
be avantageos to Government to have a serey iretion impose by the Controller imme-
iately ater a preliminary eamination o the appliation, this being sbjet to revoation or 
ontinane at the instane o the eene athorities. It wol be realise that the tehnial 
assistane that a Controller gets rom his eaminers may not be sient or a proper assess-
ment o the invention as being relevant or the eene as his sta ol not be epete to 
be eperts poste with the inormation as to the latest evelopments in the el o mnitions 
o war an military weapons. At best the Controller an only rom a very rogh iea o the 
importane or signiane o an invention. Possibly this sort o ilty is not eperiene 
in other ontries by reason o the Patent e as well as the seat o the Government being 
loate in the same plae enabling the Controller to seek the ai o eene eperts wherever 
he is in obt. In Inia, however, while the Patent e is in Caltta, the eene iene 
rganisation is in elhi an so the Controller annot immeiately obtain the assistane o 
the eene personnel or investigating the harater o the invention.

In the light o the above onsierations an having regar to the speial nees o the 
eene,

. In regar to the seletion o appliations or patents whih are relevant or eene an 
as regars the serey iretions to be impose—

 (a) wol yo onsier it avisable to aopt the orm o setion  o the Astralian 
enatment, viz., omitting all reerenes to notie lasses o inventions, leaving the 
matter entirely to the isretion o the Controller?

 (b) i, however, yo esire to retain the system o “notie lasses”, wol yo 
empower the Controller to isse serey iretions in the rst instane an reer to 
the eene epartment every invention whih might be taken to all within the 
notie lasses or wol yo vest him with a wie isretion to make a preliminary 
eamination o the appliation with the notie lasses an sen p only sh ases 
as appear to him likely to be o some importane or the prpose o eene?

. ven i there be no reerene to “notie lasses” in the statte, wol yo onsier 
it avisable to raw p a list o lasses o invention whih are relevant or the prpose o 
eene merely to serve as a gie to the Controller in making p his min as to the harater 
o the invention. I yo onsier that it is esirable or neessary to raw p a list o the noti-
e lasses o inventions whih are relevant or eene, wol yo esire to a a provision 
enabling the Controller to reer to the eene epartment inventions not alling within the 
notie lasses, bt whih in his opinion are likely to be relevant or eene?
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. It is possible that even with this moe o seletion inventions whih might have a bear-
ing on the eene o the ontry might pass nnotie. o avoi this, wol yo avor 
the insertion o a provision ireting the Controller to rnish to the eene epartment 
perioially, say every ortnight, a list o all the appliations or patents merely setting ot 
their title an the name o the appliant, an empower the eene epartment to all or an 
inspet any appliation an on sh eamination reqire the Controller to iret serey in 
regar to appliations where they onsier the serey iretions to be neessary?

. o yo onsier the provision in the Bill o  ner whih serey iretions were to 
be impose in the rst instane by the Controller proper or wol yo preer the Controller 
ating in this matter only on the instrtions o the eene Ministry?

. ner lase () o the Patents Bill, , now lapse, a person resient in Inia who 
makes an appliation or a patent in this ontry might le an appliation or a patent or the 
same invention in any oreign ontry i no serey iretion is impose within  weeks o 
his appliation here. It may be note that an appliation or patent may be le aompanie 
by a provisional speiation only to be ollowe later by a omplete speiation or by a 
omplete speiation withot prior ling o a provisional speiation. I the appliant has 
le in this ontry with his appliation only a provisional speiation, the preise signi-
ane o the invention annot be appreiate by Controller withot looking into the omplete 
speiation. or this reason wol yo onsier it avisable that the perio o the ban on 
the appliation or patents abroa, shol ensre a reasonable interval ater the ling o the 
omplete speiation or o yo onsier the perio o si weeks rom the ate o appliation 
with a provisional or omplete speiation sient?

. o yo onsier the provisions as to serey, namely, “prohibition or restrition on the 
pbliation o inormation or its ommniation” sient to eetate its prpose?

. What provision wol yo sggest to saegar serey in ases where an appliant with-
raws his appliation or patent. n lase  o the Patents Bill, , as it stans, it wol 
seem that in sh ases the serey iretion will lapse?

. he imposition o the serey iretion on the inventor on the terms o lase  o 
the Patents Bill,  oes not prele the inventor rom working the invention in serey. 
Althogh Government has a right to se the invention (lase  o the Bill, ) it enjoys 
no monopoly in that regar. o yo onsier this position satisatory or wol yo sggest 
any moiation?

. ner the Patents Bill o  there is no obligation on any person who makes an inven-
tion whih is relevant or important or the eene or serity o the ontry to apply or a 
patent. he provisions o the eisting Inian Patents an esigns At,  as well as those 
in the Patents Bill,  in regar to serey iretions or tilisation o patents or the servie 
o the Government all ome into play only when an appliation or a patent is mae, wol 
yo avor a positive provision obliging persons who make inventions whih they know are 
o vale to eene or whih all within “notie lasses” as relevant or the eene, to make 
appliations or patents or their inventions or to islose their inventions to Government in 
ases where no appliation or a patent is mae. [It may be mentione that a like obligation 
is ast by etion () o the ..A. Atomi nergy At,  (replaing etion (a)() o 
the At o ) in regar to inventions relating to the protion o Atomi el an their 
tilisation.]
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. ave yo any other sggestions in regar to the moiation o lases  an — 
o the Patents Bill, ?

. In the nite Kingom there are the same provision or serey in regar to registere 
esigns as to patents (etion  o the .K. esigns At, ). o yo onsier it neessary 
to have sh provisions in the Inian esigns At?
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ppendix ‘C’

his is the Patents Bill o , whih is reerre to in the report an whose lases are the
sbjet o omment in the notes on lases in Part II o the eport.

Bill o.  o 

(As introe in the ose o the People)

BI

to amend and consolidate the law relating to patents

Be it enate by Parliament as ollows.—

HTER 

Preliminary

. Short title, extent and commencement.—() his At may be alle the Patents At, 
.

() It etens to the whole o Inia eept the tate o Jamm an Kashmir.

() It shall ome, into ore on sh ate as the Central Government may, by notiation in 
the ial Gazette, appoint.
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. Denitions.—In this At, nless the ontet otherwise reqires.—

 (a) ‘Avoate-General’ means an Avoate-General appointe ner the Constittion;

 (b) ‘assignee’ inles the legal representative o a eease assignee an reerenes to 
the assignee o any person inle reerenes to the assignee o the legal representa-
tive or assignee o that person;

 () ‘Controller’ means the Controller o Patents an esigns appointe ner setion 
;

 () ‘istrit ort’ has the meaning assigne to that epression by the Coe o Civil 
Proere,  (At  o );

 (e) ‘elsive liene’ means a liene rom a patentee whih oners on the liensee or 
on the liensee an persons athorise by him, to the elsion o all other persons 
(inling the patentee), any right in respet o the patente invention, an ‘el-
sive liensee’ shall be onstre aoringly;

 () ‘igh Cort’ means.—

 (i) in relation to a Part A tate or a Part B tate, the igh Cort or that tate;

 (ii) in relation to the tates o Ajmer an inhya Praesh, the igh Cort at 
Allahaba;

 (iii) in relation to the tate o Bhopal, the igh Cort at agpr;

 (iv) in relation to the tates o Bilaspr, elhi an imahal Praesh, the igh 
Cort o Pnjab;

 (v) in relation to the tate o Coorg, the igh Cort o Mysore;

 (vi) in relation to the tate o Kth, the igh Cort at Bombay;

 (vii) in relation to the tates o Manipr an ripra, the igh Cort o Assam;

 (viii) in relation to the Anaman an iobar Islans, the igh Cort at Caltta;

 (g) ‘Inia’ means the territory o Inia eling the tate o Jamm an Kashmir;

 (h) ‘invention’ means.—

 (i) any new an sel manatre;

 (ii) any new an sel omposition o matter;

 (iii) any new an sel improvement o any sh manatre or omposition o 
matter;

whih is apable o being se or applie in trae or instry an whih is not previosly 
known or se in Inia;

Explanation I.—An invention shall not be eeme to be new nless it involves an inventive 
step.

Explanation II.—An invention shall not be eeme to be sel nless it ahieves the 
objet whih is laime or it an makes a enite ontribtion to the eisting stok o tehni-
al knowlege in Inia on the sbjet-matter o the invention;
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 (i) ‘legal representative’ means a person who in law represents the estate o a eease 
person;

 (j) ‘manatre’, inle.—

 (i) any art or proes.—

 (a) or proing, preparing or making an artile by sbjeting a material to 
manal, mehanial, hemial, eletrial or any other like operation, or

 (b) or proing any new material or or preserving or moiying the proper-
ties o any known material;

 (ii) any metho or proess o testing appliable to the improvement or ontrol o 
manatre;

 (iii) any mahine or apparats se or any o the prposes speie in item (a) or 
item (b) o sb-lase (i); an

 (iv) any artile or material proe, prepare or mae by manatre;

 (k) ‘patent’ means a patent grante ner this At;

 (l) ‘patente artile’ means an artile in respet o whih a patent has been grante;

 (m) ‘patentee’ means the person or the time being entere on the register o patents 
kept ner this At as the grantee or proprietor o the patent;

 (n) ‘patent agent’ means a person arrying on in Inia the bsiness o ating as agent 
or other persons or the prpose o applying or or obtaining patents in Inia or 
elsewhere;

 (o) ‘patent o aition’ means a patent grante in aorane with setion ;

 (p) ‘Patent e’ means the Patent e establishe ner setion  an inles any 
branh thereo;

 (q) ‘presribe’ means presribe by rles mae ner this At;

 (r) ‘priority ate’ has the meaning assigne to it by setion ;

 (s) ‘tre an rst inventor’ inles a person who rst imports an invention into Inia, 
or to whom an invention is rst ommniate rom otsie Inia.

. What is not patentable.—he ollowing shall not be patentable ner this At.—

 (a) an invention the se o whih wol be ontrary to law or morality;

 (b) the mere isovery o new properties o a known sbstane;

 () a mere pliation o known evies or jtaposition o known evies whih 
ntion inepenently o one another;

 () a sbstane prepare or proe by a hemial proess or intene or oo or 
meiine other than a sbstane prepare or proe by any metho or proess 
o manatre partilarly esribe in the omplete speiation o the invention 
or by its obvios hemial eqivalent.
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Explanation.—In relation to a sbstane intene or oo or meiine, a mere 
amitre reslting only in the aggregation o the known properties o the ingrei-
ents o that sbstane shall not be eeme to be a metho or proess o manatre.

HTER 

Patent Ofce and Establishment

. Patent Ofce and its branches.—() here shall be establishe or the prposes o this 
At an oe to be alle the Patent e an sh nmber o branh oes as the Central 
Government may eem t.

() he Patent e shall be ner the immeiate ontrol o the Controller who shall at 
ner the sperintenene an iretion o the Central Government.

() here shall be a seal or the Patent e.

. Controller and other ofcers.—() he Central Government may appoint a person to be 
the Controller o Patents an esigns an as many epty an Assistant Controllers as may 
be neessary.

() he epty an Assistant Controllers shall be ner the sperintenene an iretion 
o the Controller an shall isharge sh ntions o the Controller ner this At as the 
Controller may rom time to time athorise them to isharge; an any reerene in this At 
to the Controller shall inle a reerene to a epty Controller or an Assistant Controller 
when so isharging any sh ntions.

() he Central Government may appoint or the prposes o the Patent e sh nm-
ber o aminers, Assistant aminers an other oers as it may eem t or the prpose 
o arrying ot the provisions o this At.

HTER 

Applications for Grant of Patents

. Persons entitled to apply for a patent.—() An appliation or a patent or an invention 
may be mae by any o the ollowing persons, that is to say.—

 (a) by any person laiming to be the tre an rst inventor o the invention;

 (b) by any person being the assignee o the person laiming to be the tre an rst 
inventor in respet o the right to make sh an appliation;

 () by the legal representative o any eease person who immeiately beore his 
eath, was entitle to make sh an appliation;

an may be mae by that person or legal representative either alone or jointly with 
any other person.

. Form of application.—() very appliation or a patent shall be mae in the presribe 
orm an shall be le at the Patent e in the presribe manner.
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() Where the appliation is mae by virte o an assignment o the right to apply or a 
patent or the invention, there shall be rnishe with the appliation or within sh perio 
as may be presribe ater the ling o the appliation either.—

 (a) a elaration signe by the person laiming to be the tre an rst inventor or his 
legal representative, stating that he assents to the making o the appliation; or

 (b) the original ee o assignment eete by the tre an rst inventor or his legal 
representative.

() very appliation ner this setion shall state that the appliant is in possession o the 
invention an shall name the person laiming to be the tre an rst inventor; an where the 
person so laiming is not the appliant or one o the appliants, the appliation shall ontain 
a elaration that the appliant believes the person so name to be the tre an rst inventor.

() very sh appliation shall be aompanie by.—

 (a) a provisional or a omplete speiation; an

 (b) the presribe ee.

. Provisional and complete specications.—() Where an appliation or a patent is 
aompanie by a provisional speiation, a omplete speiation shall be le within nine 
months rom the ate o ling o the appliation an i the omplete speiation is not so 
le, the appliation shall be eeme to be abanone:

Provie that the omplete speiation may be le at any time ater nine months bt 
within twelve months rom the ate aoresai, i a reqest to that eet is mae to the 
Controller an the presribe ee is pai on or beore the ate on whih the omplete spei-
ation is le.

() Where two or more appliations in the name o the same appliant are aompanie 
by provisional speiations in respet o inventions whih are ognate or o whih one is a 
moiation o another an the Controller is o opinion that the whole o sh inventions are 
sh as to onstitte a single invention an may properly be inle in one patent, he may 
allow one omplete speiation to be le in respet o all sh provisional speiations.

() Where an appliation or a patent is aompanie by a speiation prporting to be a 
omplete speiation, the Controller may, i the appliant so reqests at any time beore the 
aeptane o the appliation, iret that sh speiation shall be treate or the prposes 
o this At as a provisional speiation an proee with the appliation aoringly.

() Where a omplete speiation has been le in prsane o an appliation or a patent 
aompanie by a provisional speiation or by a speiation treate by virte o a ire-
tion ner sb-setion () as a provisional speiation, the Controller may, i the appliant 
so reqests at any time beore the aeptane o the appliation, anel the provisional spei-
ation an post-ate the appliation to the ate o ling o the omplete speiation.

. Contents of specication.—() very speiation, whether omplete or provisional, 
shall esribe the invention an shall begin with a title siently iniating the sbjet-
matter to whih the invention relates.
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() bjet to any rles that may be mae in this behal ner this At, rawings may, an 
shall, i the Controller so reqires, be spplie or the prposes o any speiation, whether 
omplete or provisional; an any rawings so spplie shall, nless the Controller otherwise 
irets, be eeme to orm part o the speiation an reerenes in this At to a speia-
tion shall be onstre aoringly.

() very omplete speiation.—

 (a) shall partilarly esribe the invention an the metho by whih it is to be 
perorme;

 (b) shall islose the best metho o perorming the invention whih is known to the 
appliant an or whih he is entitle to laim protetion; an

 () shall en with a laim or laims ening the sope o the invention laime.

() he laim or laims o a omplete speiation shall relate to a single invention, shall 
be lear an sint an shall be airly base on the matter islose in the speiation.

() A elaration as to the inventorship o the invention shall, in sh ases as may be pre-
sribe, be rnishe in the presribe orm with the omplete speiation or within sh 
perio as may be presribe ater the ling o that speiation.

() bjet to the oregoing provisions o this setion, a omplete speiation le ater a 
provisional speiation, may inle laims in respet o evelopments o, or aitions to, 
the invention whih was esribe in the provisional speiation, being evelopments or 
aitions in respet o whih the appliant wol be entitle ner the provisions o setion 
 to make a separate appliation or a patent.

. Priority date of claims of complete specication.—() very laim o a omplete spei-
ation shall have eet rom the ate speie in this setion in relation to that laim, (in 
this At reerre to as the ‘priority ate’); an a patent shall not be invaliate by reason only 
o the pbliation or se o the invention so ar as laime in any laim o the omplete spei-
ation, on or ater the priority ate o that laim, or by the grant o another patent pon a 
speiation laiming the same invention in a laim o the same or later priority ate.

() Where the omplete speiation is le in prsane o a single appliation aompa-
nie by a provisional speiation or by a speiation whih is treate by virte o a ire-
tion ner sb-setion () o setion  as a provisional speiation, an the laim is airly 
base on the matter islose in that speiation, the priority ate o that laim shall be the 
ate o ling o the appliation.

() Where the omplete speiation is le or proeee with in prsane o two or more 
appliations aompanie by sh speiations as are mentione in sb-setion (), an the 
laim is airly base on the matter islose in one o those speiations, the priority ate 
o that laim shall be the ate o ling o the appliation aompanie by that speiation.

() Where, ner the oregoing provisions o this setion, any laim o a omplete spei-
ation wol, bt or the provisions o this sb-setion, have two or more priority ates, the 
priority ate o that laim shall be the earlier or earliest o those ates.

() In any ase to whih sb-setions () to () o not apply, the priority ate o a laim 
shall, sbjet to the provisions o setion , be the ate o ling o the omplete speiation.
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. Examination of application.—When the omplete speiation has been le in respet 
o an appliation or a patent, the appliation an the speiation or speiations relating 
thereto shall be reerre by the Controller to an aminer or making a report to him in 
respet o the ollowing matters, namely.—

 (a) whether the sbjet-matter o the speiation or speiations is an invention 
within the meaning o lase (h) o setion ;

 (b) whether the appliation an the speiation or speiations relating thereto are 
in aorane with the reqirements o this At an o any rles mae therener;

 () the reslt o investigations mae ner setion ; an

 () any other matter whih may be presribe.

. Search for anticipation by previous publication and by prior claim.—() he eaminer 
to whom an appliation or a patent is reerre ner setion , shall make investigation 
or the prpose o asertaining whether the invention so ar as laime in any laim o the 
omplete speiation.—

 (a) has been pblishe beore the ate o ling o the appliant’s omplete speiation 
in any speiation le in prsane o an appliation or a patent mae in Inia 
an ate within ty years beore that ate; or

 (b) is laime in any laim o any other omplete speiation pblishe on or ater the 
ate o ling o the appliant’s omplete speiation, being a speiation le in 
prsane o an appliation or a patent mae in Inia an ate beore that ate.

() he aminer may, in aition, make sh investigation as the Controller may iret 
or the prpose o asertaining whether the invention, so ar as laime in any laim o the 
omplete speiation, has been pblishe in Inia beore the ate o ling o the appliant’s 
omplete speiation in any other oment.

() he investigations mae ner this setion shall not be hel in any way to garantee the 
valiity o any patent, an no liability shall be inrre by the Central Government or any 
oer by reason o, or in onnetion with, any sh investigation or any proeeing onse-
qent thereon.

. Controller to take into consideration the report of Examiner.—When, in respet o any 
appliation or a patent, the Controller has reeive the report o the aminer ner setion 
, he shall, ater onsiering the report, ispose o the appliation in aorane with the 
provisions hereinater appearing.

. Refusal of application in certain cases.—Where the Controller is satise that the sb-
jet-matter o the speiations relating to an appliation is not an ‘invention’ within the 
meaning o lase (h) o setion  or is not patentable ner setion , he shall rese the 
appliation.

. Order of refusal or amendment of application in certain cases.—Where the Controller 
is satise that the appliation an the speiations relating thereto o not omply with 
the reqirements o this At or o any rles mae therener, the Controller may, sbjet to 
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the other provisions o this At, rese to proee with the appliation or reqire that the 
appliation or the speiation be amene to his satisation beore he proees with the 
appliation.

. Other orders on application.—() Where a speiation relates to more than one inven-
tion, the appliation shall, i the Controller or the appliant so reqires, be restrite to one 
invention an the other inventions may be mae the sbjet-matter o resh appliations; 
an any sh resh appliation shall be proeee with as a sbstantive appliation, bt the 
Controller may iret that any sh resh appliation mae beore the aeptane o the origi-
nal appliation shall bear the ate o the original appliation or sh later ate as he may , 
an the resh appliation shall be eeme, or the prposes o this At, to have been mae on 
the ate whih it bears in aorane with sh iretion.

() At any time ater an appliation has been le ner this At an beore aeptane o 
the appliation, the Controller may, at the reqest o the appliant an pon payment o the 
presribe ee, iret that the appliation shall be post-ate to sh ate as may be speie 
in the reqest, an proee with the appliation aoringly:

Provie that no appliation shall be post-ate ner this sb-setion to a ate later than 
si months rom the ate on whih it was atally mae or wol, bt or the provisions o 
this sb-setion, be eeme to have been mae.

() Where an appliation or speiation le ner this At is amene beore aeptane 
o the appliation, the Controller may iret that the appliation or speiation shall be 
post-ate to the ate on whih it is amene, or i it has been retrne to the appliant, to 
the ate on whih it is rele.

() Where it appears to the Controller that the invention so ar as laime in any laim o 
the omplete speiation has been pblishe in the manner reerre to in sb-setion () 
or sb-setion () o setion , he may rese to aept the appliation nless the appliant 
either.—

 (a) shows to the satisation o the Controller that the priority ate o the laim o his 
omplete speiation is not later than the ate on whih the relevant oment 
was pblishe in Inia; or

 (b) amens his omplete speiation to the satisation o the Controller.

() I it appears to the Controller that the invention is laime in a laim o any other om-
plete speiation reerre to in lase (b) o sb-setion () o setion , he may, sbjet to 
the provisions hereinater ontaine, iret that a reerene to that other speiation shall be 
inserte by way o notie to the pbli in the appliant’s omplete speiation nless within 
sh time as may be presribe either.—

 (a) the appliant shows to the satisation o the Controller that the priority ate o his 
laim is not later than the priority ate o the laim o the sai other speiation; 
or

 (b) the omplete speiation is amene to the satisation o the Controller.

() I it appears to the Controller as a reslt o an investigation ner setion  or 
otherwise.—
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 (a) that the invention so ar as laime in any laim o the appliant’s omplete spei-
ation has been laime in any other omplete speiation reerre to in lase (a) 
o sb-setion () o setion ; an

 (b) that sh other omplete speiation was pblishe on or ater the priority ate o 
the appliant’s laim;

then, nless it has been shown to the satisation o the Controller that the priority ate o 
the appliant’s laim is not later than the priority ate o the laim o that speiation, the 
provisions o sb-setion () shall apply in the same manner as they apply to a speiation 
pblishe on or ater the ate o ling o the appliant’s omplete speiation.

() he power o the Controller ner sb-setions () an () to iret the insertion o a 
reerene to another speiation may be eerise either beore or ater a patent has been 
grante or an invention laime in that other speiation, bt any iretion given beore the 
grant o sh a patent shall be o no eet nless an ntil sh a patent is grante.

. Substitution of applicants.—() I the Controller is satise, on a laim mae in the 
presribe manner at any time beore a patent has been grante, that by virte o any assign-
ment or agreement mae by the appliant or one o the appliants or the patent or by opera-
tion o law, the laimant wol, i the patent were then grante, be entitle thereto or to the 
interest o the appliant therein, or to an nivie share o the patent or o that interest, 
the Controller may, sbjet to the provisions o this setion, iret that the appliation shall 
proee in the name o the laimant or in the names o the laimant an the appliant or the 
other joint appliant or appliants, aoring as the ase may reqire.

() o sh iretion as aoresai shall be given by virte o any assignment or agreement 
mae by one o two joint appliants or a patent eept with the onsent o the other joint 
appliant or appliants.

() o sh iretion as aoresai shall be given by virte o any assignment or agreement 
or the assignment o the benet o any invention nless either.—

 (a) the invention is ientie therein by reerene to the nmber o the appliation or 
the patent; or

 (b) there is proe to the Controller an aknowlegment by the person by whom the 
assignment or agreement was mae that the assignment or agreement relates to the 
invention in respet o whih that appliation is mae; or

 () the rights o the laimant in respet o the invention have been nally establishe 
ner the provisions o this At.

() Where one o two or more joint appliants or a patent lies at any time beore the patent 
has been grante, the Controller may, pon a reqest in that behal mae by the srvivor or 
srvivors, an with the onsent o the personal representative o the eease, iret that the 
appliation shall proee in the name o the srvivor or srvivors alone.

() I any ispte arises between joint appliants or a patent whether or in what manner 
the appliation shol be proeee with, the Controller may, pon appliation mae to him 
in the presribe manner by any o the parties, an ater giving to all parties onerne an 
opportnity to be hear, give sh iretions as he thinks t or enabling the appliation to 
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proee in the name o one or more o the parties alone or or reglating the manner in whih 
it shol be proeee with, or or both those prposes, aoring as the ase may reqire.

. Acceptance of application.—() Where in respet o an appliation or a patent no orer 
is passe by the Controller ner setion  or setion  or setion , or where an orer is 
passe by the Controller ner setion  or setion  whih is omplie with by the appli-
ant, the Controller may, sbjet to the provisions o sb-setion (), aept the appliation.

() nless an appliation or a patent is aepte within eighteen months rom the ate o 
the appliation, the appliation shall (eept where an appeal has been loge) be eeme to 
have been rese:

Provie that where, beore, or within three months ater, the epiration o the sai perio 
o eighteen months a reqest is mae to the Controller or an etension o time, the applia-
tion shall, on payment o the presribe ee, be ontine or any perio so reqeste not 
eeeing in all three months rom the epiration o the sai perio o eighteen months.

. Advertisement of acceptance of application.—n the aeptane o an appliation, the 
Controller shall give notie thereo to the appliant an shall avertise the aeptane in the 
ial Gazette; an the appliation an the speiation with the rawings (i any) shall be 
open to pbli inspetion.

. Effect of acceptance of application.—Ater the aeptane o an appliation an ntil 
the ate o sealing a patent in respet thereo or the epiration o the time or sealing, the 
appliant shall have the like privileges an rights as i a patent or the invention ha been 
seale on the ate o avertisement o aeptane o the appliation:

Provie that the appliant shall not be entitle to institte any proeeings or inringe-
ment ntil the patent has been seale.

. Objections to sealing of patent.—() At any time within or months rom the ate o 
avertisement o the aeptane o an appliation in the ial Gazette, any person inter-
este may, on payment o the presribe ee, le beore the Controller objetions in writing 
to the sealing o the patent on the appliation sh objetions being restrite to the matters 
speie in lases (a) to () o setion .

() Where any objetions have been le ner sb-setion (), the Controller shall, ater 
hearing the appliant an, i neessary, the person ling the objetions an ater making sh 
rther enqiry, i any, as he may eem t, may.—

 (a) ismiss the objetions; or

 (b) iret the appliant to amen the omplete speiation to the satisation o the 
Controller an within sh time as may be speie in the iretion; or

 () iret that the reerene to any other speiation shall be inserte by way o notie 
to the pbli in the appliant’s omplete speiation.

() Where the appliant reses or ails to arry ot any iretions o the Controller ner 
lase (b) or lase () o sb-setion (), the Controller may rese to seal the patent.
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. Mention of inventor as such in patent.—() I the Controller is satise, pon a reqest 
or laim mae in aorane with the provisions o this setion.—

 (a) that the person in respet o or by whom the reqest or laim is mae is the inventor 
o an invention in respet o whih appliation or a patent has been mae or o a 
sbstantial part o that invention; an

 (b) that the appliation or the patent is a iret onseqene o his being the inventor;

the Controller shall, sbjet to the provisions o this setion, ase him to be mentione as 
inventor in any patent grante in prsane o the appliation, in the omplete speiation, 
an in the register o patents:

Provie that the mention o any person as inventor ner this setion shall not oner or 
erogate rom any rights ner the patent.

() or the prposes o this setion, the atal eviser o an invention or a part o an inven-
tion shall be eeme to be the inventor, notwithstaning that any other person is or any o 
the other prposes o this At treate as the tre an rst inventor; an no person shall be 
eeme to be the inventor o an invention or a part o an invention by reason only that it was 
importe by him into Inia or that it was ommniate to him rom otsie Inia.

() A reqest that any person shall be mentione as aoresai may be mae in the pre-
sribe manner by the appliant or the patent or (where the person allege to be the inventor 
is not the appliant or one o the appliants) by the appliant an that person.

() I any person [other than a person in respet o whom a reqest in relation to the appli-
ation in qestion has been mae ner sb-setion ()] esires to be mentione as aoresai, 
he may make a laim in the presribe manner in that behal.

() A reqest ner the oregoing provisions o this setion shall be mae not later than two 
months ater the ate o avertisement o aeptane o the appliation or within sh rther 
perio (not eeeing one month) as the Controller may, on an appliation mae to him in 
that behal beore the epiration o the sai perio o two months an sbjet to the payment 
o the presribe ee, allow.

() Where a laim is mae ner sb-setion (), the Controller shall give notie o the 
laim to every appliant or the patent (not being the laimant) an to any other person whom 
the Controller may onsier to be intereste; an beore eiing pon any reqest or laim 
mae ner sb-setion () or sb-setion (), the Controller shall, i reqire, hear the per-
son in respet o or by whom the reqest or laim is mae, an, in the ase o a laim ner 
the sai sb-setion (), any person to whom notie o the laim has been given as aoresai.

() Where any person has been mentione as inventor in prsane o this setion, any 
other person who alleges that he oght not to have been so mentione may at any time 
apply to the Controller or a ertiate to that eet an the Controller may ater hearing, i 
reqire, any person whom he may onsier to be intereste, isse sh a ertiate, an i he 
oes so, he shall retiy the speiation an the register aoringly.

. Provision for secrecy of certain inventions.—() Where, either beore or ater the om-
menement o this At, an appliation or a patent has been mae in respet o an invention, 
an it appears to the Controller that the invention is one o a lass notie to him by the 
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Central Government as relevant or eene prposes, he may give iretions or prohibiting 
or restriting the pbliation o inormation with respet to the invention, or the ommni-
ation o sh inormation to any person or lass o persons speie in the iretions; an 
while sh iretions are in ore, the appliation may, sbjet to the iretions, proee p to 
the stage o the aeptane o the appliation, bt the aeptane shall not be avertise nor 
the speiation pblishe, an no patent shall be grante in prsane o the appliation.

() Where the Controller gives any sh iretions as aoresai, he shall give notie o the 
appliation an o the iretion to the Central Government, an therepon the ollowing 
provisions shall have eet, that is to say.—

 (a) the Central Government shall, pon reeipt o sh notie onsier whether the 
pbliation o the invention wol be prejiial to the eene o Inia an nless 
a notie ner paragraph () o this sb-setion has been previosly given by the 
Central Government, to the Controller, shall reonsier that qestion beore the 
epiration o nine months rom the ate o ling o the appliation or the patent 
an at least one in every sbseqent year;

 (b) or the prpose aoresai, the Central Government may, at any time ater the appli-
ation has been aepte or, with the onsent o the appliant, at any time beore 
the appliation has been aepte inspet the appliation an any oments r-
nishe to the Controller in onnetion therewith;

 () i pon onsieration o the invention at any time it appears to the Central 
Government that the pbliation o the invention wol not, or wol no longer, 
be prejiial to the eene o Inia, the Central Government, shall give notie to 
the Controller to that eet; 

 () on reeipt o any sh notie the Controller shall revoke the iretions an may, 
sbjet to sh onitions, i any as he thinks t, eten the time or oing any-
thing reqire or athorise to be one by or ner this At in onnetion with the 
appliation, whether or not that time has previosly epire.

() Where an appliation or a patent or an invention in respet o whih iretions have 
been given ner this setion or ner setion  o the Atomi nergy At,  (I o 
), is aepte ring the ontinane in ore o the iretions, then.—

 (a) i any se o the invention is mae ring the ontinane in ore o the iretions 
by or on behal o or to the orer o the Government, the provisions o setions , 
 an  shall apply in relation to that se as i the patent ha been grante or the 
invention; an

 (b) i it appears to the Central Government that the appliant or the patent has s-
ere harship by reason o the ontinane in ore o the iretions, the Central 
Government may make to him sh payment (i any) by way o ompensation as 
appears to be reasonable having regar to the novelty an tility o the invention 
an the prpose or whih it is esigne, an to any other relevant irmstanes.

() Where a patent is grante in prsane o an appliation in respet o whih ire-
tions have been given ner this setion or ner setion  o the Atomi nergy At,  
(I o ), no renewal ees shall be payable in respet o any perio ring whih those 
iretions are in ore.
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() o person resient in Inia shall, eept ner the athority o a written permit grante 
by or on behal o the Controller, make or ase to be mae any appliation otsie Inia or 
the grant o a patent or an invention nless.—

 (a) an appliation or a patent or the same invention has been mae in Inia not less 
than si weeks beore the appliation otsie Inia; an

 (b) either no iretions have been given ner sb-setion () o this setion or ner 
setion  o the Atomi nergy At,  (I o ), in relation to the appli-
ation in Inia, or all sh iretions have been revoke:

Provie that this sb-setion shall not apply in relation to an invention or whih an 
appliation or protetion has rst been le in a ontry otsie Inia by a person resient 
otsie Inia.

HTER V

Grant and Sealing of Patent

. Grant and sealing of patent.—() Where an appliation in respet o a patent is 
aepte, an no objetions have been le ner setion  or where sh objetions have 
been le bt have been ismisse, or where the appliant has arrie ot the iretions o the 
Controller ner lase (b) or lase () o sb-setion () o setion , a patent shall on the 
presribe reqest an on payment o the presribe ee, be grante sbjet to sh onitions 
(i any) as the Central Government thinks epeient to the appliant, or in the ase o a joint 
appliation to the appliants jointly, an the Controller shall ase the patent to be seale 
with the seal o the Patent e.

() A patent shall be seale as soon as may be bt not ater the epiration o a perio o 
twenty-or months rom the ate o the appliation:

Provie that.—

 (a) where the Controller has allowe an etension o time within whih an applia-
tion may be aepte, a rther etension o or months ater the sai perio o 
twenty-or months shall be allowe or the sealing o the patent;

 (b) where the sealing is elaye by an appeal against the iretion, eision or orer 
o the Controller ner setion , setion , setion  or setion  or by any 
proeeing taken or obtaining sh iretion, eision or orer, the patent may be 
seale at sh time as the Controller may iret;

 () where the patent is grante to the legal representative o an appliant who has ie 
beore the epiration o the time whih wol otherwise be allowe or sealing the 
patent, the patent may be seale at any time within twelve months ater the ate o 
his eath or at sh later time as the Controller may think t;

 () where or any reason a patent annot be seale within the perio allowe by any 
o the oregoing provisions o this setion, that perio may, on payment o the pre-
sribe ee an on ompliane with the presribe onitions, be etene to the 
etent applie or bt not eeeing three months.
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. Date of patent.—() ept as otherwise epressly provie in this At, every patent 
shall be ate an seale as o the ate o ling o the omplete speiation:

Provie that no proeeings shall be taken in respet o an inringement ommitte beore 
the ate o avertisement o aeptane o the appliation.

() he ate o every patent shall be entere in the register o patents.

. Form and effect of patent.—() very patent shall be in the presribe orm an shall 
have eet throghot Inia.

() A patent shall be grante or one invention only; bt the speiation may ontain more 
than one laim:

Provie that it shall not be ompetent or any person in a sit or other proeeing to take 
any objetion to a patent on the gron that it has been grante or more than one invention.

() bjet to the provisions o Chapter I, a patent shall have the same eet against 
Government as it has against any person.

. Rights of patentee.—A patent seale with the seal o the Patent e shall, sbjet to 
the other provisions o this At, oner on the patentee.—

 (a) in the ase o a patente artile, the elsive right to make se or sell sh artile 
in Inia an o athorising others so to o;

 (b) in the ase o a patent relating to a proess, the elsive privilege o sing an eer-
ising sh proess in Inia an o sing or selling artiles in Inia mae by sh 
proess an o athorising others so to o;

. Patent obtained in fraud of true and rst inventor.—Where a patent has been revoke 
by a igh Cort or the Controller on the gron that it has been obtaine in ra o the tre 
an rst inventor, the Controller may, on the appliation o the tre an rst inventor or his 
legal representative or assignee mae in aorane with the provisions o this At, grant to 
him a patent or the whole or any part o the invention, an the patent so grante shall bear 
the same ate as the patent so revoke:

Provie that no sit shall be broght or any inringement o the patent so grante om-
mitte beore the atal ate on whih sh patent was grante.

. Term of patent.—() he term limite in every patent or the ration thereo shall, 
save as otherwise epressly provie by this At, be siteen years rom its ate.

() A patent shall, notwithstaning anything ontaine therein or in this At, ease i the 
patentee ails to pay the presribe ees within the presribe times:

Provie that the perio presribe or the payment o any ees shall be etene to sh 
perio not being more than three months longer than the presribe perio as may be spei-
e in a reqest mae to the Controller, i the reqest is mae an the presribe ees an the 
presribe aitional ees are pai.

. Extension of term of patent.—() A patentee may make an appliation to the Controller 
that his patent may be etene or a rther term.
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() very appliation mae ner sb-setion ()—

 (a) shall be le at the Patent e at least si months beore the time limite or 
epiration o the patent;

 (b) shall be aompanie by the presribe ee; an

 () shall be avertise by the patentee within the presribe time an in the presribe 
manner.

() Any intereste person may within sh time as may be presribe an on payment o 
the presribe ee, give notie in the presribe manner to the Controller o opposition to the 
appliation.

() he patentee an any person who has given notie o opposition ner sb-setion () 
shall be mae parties to the proeeings beore the Controller.

() he Controller having regar to—

 (a) the natre an merits o the invention in relation to the pbli;

 (b) the prots mae on the patent; an

 () sh other irmstanes as may be relevant;

an ater hearing the parties may grant or rese the appliation.

() I pon appliation mae by a patentee in aorane with this setion the Controller is 
satise that the patentee has not been aeqately remnerate by the patent, the Controller 
may by orer eten the term o the patent, sbjet to sh restritions, onitions an provi-
sions, i any, as may be speie in the orer, or sh perio not eeeing ve years, or in 
an eeptional ase, ten years as may be so speie; an any sh orer may be mae not-
withstaning that the term o the patent has previosly epire.

. Patents of addition.—() bjet to the provisions o this setion, where an appliation 
is mae or a patent in respet o any improvement or moiation o an invention (in this At 
reerre to as the ‘main invention’) an the appliant also applies or has applie or a patent 
or that invention or is the patentee in respet thereo, the Controller may, i the appliant so 
reqests, grant a patent or the improvement or moiation as a patent o aition.

() bjet to the provisions o this setion, where an invention being an improvement in or 
moiation o another invention is the sbjet o an inepenent patent an the patentee in 
respet o that patent is also the patentee in respet o the patent or the main invention, the 
Controller may, i the patentee so reqests by orer revoke the patent or the improvement 
or moiation an grant to the patentee a patent o aition in respet thereo, bearing the 
same ate as the ate o the patent so revoke.

() A patent shall not be grante as a patent o aition nless the ate o ling o the om-
plete speiation was the same as or later than the ate o ling o the omplete speiation 
in respet o the main invention.

() A patent o aition shall not be seale beore the sealing o the patent or the main 
invention; an i the perio within whih, bt or the provisions o this sb-setion, a reqest 
or the sealing o a patent ol be mae ner setion  epires beore the perio within 
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whih a reqest or the sealing o the patent or the main invention may be so mae, the 
reqest or the sealing o the patent o aition may be mae at any time within the last men-
tione perio.

() A patent o aition shall be grante or a term eqal to that o the patent or the main 
invention, or so mh thereo as has not epire, an shall remain in ore ring that term 
or ntil the previos esser o the patent or the main invention an no longer:

Provie that.—

 (a) i the term o the patent or the main invention is etene ner setion , the 
term o the patent o aition may also be etene aoringly;

 (b) i the patent or the main invention is revoke ner this At, the Cort or the 
Controller, as the ase may be, may orer that the patent o aition shall beome 
an inepenent patent or the remainer o the term o the patent or the main 
invention an therepon the patent shall ontine in ore as an inepenent patent 
aoringly.

() o renewal ees shall be payable in respet o a patent o aition, bt i any sh patent 
beomes an inepenent patent ner sb-setion (), the same ees shall thereater be paya-
ble pon the same ates as i the patent ha been originally grante as an inepenent patent.

() he grant o a patent o aition shall not be rese, an a patent grante as a patent 
o aition shall not be revoke or invaliate, on the gron only that the invention laime 
in the omplete speiation oes not involve any inventive step having regar to any pblia-
tion or se o.—

 (a) the main invention esribe in the omplete speiation relating thereto; or

 (b) any improvement in or moiation o the main invention esribe in the om-
plete speiation o a patent o aition to the patent or the main invention or o 
an appliation or sh a patent o aition;

an the valiity o a patent o aition shall not be qestione on the gron that the inven-
tion oght to have been the sbjet o an inepenent patent.

HTER V

Restoration of lapsed patents and patent applications

. Restoration of lapsed patents.—() Where a patent has ease to have eet by reason 
o ailre to pay any presribe ee within the presribe perio or within that perio as 
etene ner setion , an the Controller is satise pon appliation mae within the 
presribe perio rom the ate on whih the patent has ease to have eet that the ailre 
was nintentional an that no ne elay has orre in the making or prosetion o the 
appliation, he shall, by orer, restore the patent an any patent o aition speie in the 
appliation whih has ease to have eet on the esser o the patent.

() An appliation ner this setion may be mae by the person who was the patentee or 
by his legal representative; an where the patent was hel by two or more persons jointly, the 
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appliation may, with the leave o the Controller, be mae by one or more o them withot 
joining the others.

() An appliation ner this setion shall ontain a statement (to be verie in sh man-
ner as may be presribe) lly setting ot the irmstanes whih le to the ailre to pay 
the presribe ee; an the Controller may reqire rom the appliant sh rther eviene 
as he may think neessary.

() I ater hearing the appliant (where the appliant so reqires or the Controller thinks 
t) the Controller is satise that a prima facie ase has been mae ot or an orer ner this 
setion, he shall avertise the appliation in the presribe manner; an within the presribe 
perio any person may give notie to the Controller o opposition thereto on either or both o 
the ollowing grons, that is to say.—

 (a) that the ailre to pay the presribe ee was not nintentional; or

 (b) that there has been ne elay in the making o the appliation.

() I notie o opposition is given within the perio aoresai, the Controller shall notiy 
the appliant an shall give to him an to the opponent an opportnity to be hear beore he 
eies the ase.

() I no notie o opposition is given within the perio aoresai or i in the ase o oppo-
sition the eision o the Controller is in avor o the appliant, the Controller shall pon 
payment o any npai presribe ee an sh aitional ee as may be presribe make an 
orer in aorane with the appliation.

() An orer ner this setion or the restoration o the patent.—

 (a) may be mae sbjet to sh onitions as the Controller thinks t inling in 
partilar a onition reqiring the registration in the egister o Patents o any 
matter in respet o whih the provisions o this At as to the entries in that egister 
have not been omplie with; an

 (b) shall ontain sh provisions as may be presribe or the protetion o persons 
who may have begn to avail themselves o the patente invention between the 
ate when the patent ease to have eet an the ate o the avertisement o the 
appliation ner this setion; an i any onition o an orer ner this setion is 
not omplie with by the patentee, the Controller may, ater giving to the patentee 
or his legal representative an opportnity to be hear, revoke the orer an give 
sh iretions onseqential on the revoation as he thinks t.

. Restoration of lapsed applications for patents.—() Where a patent has not been seale 
by reason only that the presribe reqest was not mae within the time allowe or that pr-
pose by or ner sb-setion () o setion , then, i the Controller is satise pon applia-
tion mae within the presribe perio ater the epiration o that time by the appliant or 
the patent that the ailre to make the reqest was nintentional, he may orer the patent to 
be seale notwithstaning that the presribe reqest was not mae as aoresai.

() An appliation ner this setion shall ontain a statement (to be verie in sh man-
ner as may be presribe) lly setting ot the irmstanes whih le to the ailre to make 
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the presribe reqest an the Controller may reqire rom the appliant sh rther evi-
ene as he thinks neessary.

() I ater hearing the appliant (where the appliant so reqires or the Controller thinks 
t) the Controller is satise that a prima facie ase has been mae ot or an orer ner this 
setion, he shall avertise the appliation in the presribe manner; an within the presribe 
perio any person may give notie to the Controller o opposition thereto on the gron that 
the ailre to make the presribe reqest was not nintentional.

() I notie o opposition is given within the perio aoresai the Controller shall notiy 
the appliant an shall give to him an to the opponent an opportnity to be hear beore he 
eies the ase.

() I no notie o opposition is given within the perio aoresai or in the ase o opposi-
tion the eision o the Controller is in avor o the appliant, the Controller shall pon 
payment o the presribe ee in respet o the making o the reqest or sealing an o sh 
aitional ee as may be presribe, make an orer in aorane with the appliation.

() An orer ner this setion shall ontain sh provisions as may be presribe or the 
protetion o persons who may have begn to avail themselves o the invention between the 
ate when the time allowe by or ner sb-setion () o setion  or the making o the 
presribe reqest epire an the ate o the avertisement o the appliation ner this 
setion.

HTER V

Amendment of application or specication

. Amendment of application or specication by Controller.—() An appliant or a pat-
entee may at any time, by reqest in writing loge at the Patent e an aompanie by 
the presribe ee, seek leave to amen his appliation, or speiation, inling rawings, 
i any, by way o islaimer, orretion or eplanation, stating the natre o, an the reasons 
or, the propose amenment.

() I the appliation or a patent has not been aepte, the Controller shall etermine 
whether an sbjet to what onitions (i any) the amenment shall be allowe.

() In any other ase the reqest an the natre o the propose amenment shall be aver-
tise in the presribe manner an at any time within three months rom its rst avertise-
ment any person may give notie at the Patent e o opposition to the amenment.

() Where sh a notie is given, the Controller shall give notie o the opposition to the 
person making the reqest, an shall hear an eie the ase.

() Where no notie o opposition is given, or the person so giving notie o opposition oes 
not appear, the Controller shall etermine whether an sbjet to what onitions, i any, the 
amenment may be allowe.

() o amenment shall be allowe that wol make the appliation or speiation, as 
amene, laim an invention sbstantially larger than, or sbstantially ierent rom, the 
invention laime by the appliation or speiation as it stoo beore amenment.
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() eave to amen shall be onlsive as to the right o the party allowe to make the 
amenment, eept in ase o ra; an the amenment shall be avertise in the presribe 
manner, an shall in all orts an or all prposes be eeme to orm part o the appliation 
or speiation.

() o appliation or speiation shall be amene ner this setion when an so long 
as any sit or inringement or a proeeing or the revoation o the patent is pening beore 
a ort.

. Amendment of specication by the court.—In any sit or inringement o a patent or 
proeeing beore a ort or the revoation o a patent, the ort may by orer allow the 
patentee to amen his speiation by way o islaimer, orretion or eplanation in sh 
manner, an sbjet to sh terms as to osts, avertisement or otherwise, as the ort may 
think t:

Provie that no amenment shall be so allowe as to make the speiation as amene, 
laim an invention sbstantially larger than, or sbstantially ierent rom, the invention 
laime by the speiation as it stoo beore the amenment:

Provie rther that notie o the appliation shall be given to the Controller, an the 
Controller shall have the right to appear an be hear.

HTER V

Surrender and revocation of Patents

. Surrender of patent.—() A patentee may, at any time by giving notie in the presribe 
manner to the Controller, oer to srrener his patent.

() Where sh an oer is mae, the Controller shall avertise the oer in the presribe 
manner; an within the presribe perio ater sh avertisement any person intereste may 
give notie to the Controller o opposition to the srrener.

() Where any sh notie o opposition is ly given, the Controller shall notiy the 
patentee.

() I the Controller is satise ater hearing the patentee an any opponent, i esiros 
o being hear, that the patent may properly be srrenere, he may aept the oer an by 
orer revoke the patent.

. Revocation of Patents.—() evoation o a patent in whole or in part may be obtaine 
on a petition to a igh Cort or the Controller or on a onter-laim in a sit or inringe-
ment beore a igh Cort, on all or any o the grons speie in lase (a) o sb-setion 
().

() A petition or the revoation o a patent, may be presente.—

 (a) at any time ater the sealing o the patent to a igh Cort on any o the ollowing 
grons.—
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 (i) that the invention, so ar as laime in any laim o the omplete speiation, 
was laime in a vali laim o earlier priority ate ontaine in the omplete 
speiation o another patent grante in Inia;

 (ii) that the patent was grante on the appliation o a person not entitle ner the 
provisions o this At to apply thereor;

 (iii) that the patent was obtaine in ontravention o the rights o the petitioner or 
any person ner or throgh whom he laims;

 (iv) that the sbjet-matter o the omplete speiation is not an ‘invention’ within 
the meaning o lase (h) o setion ;

 (v) that the invention is not patentable ner setion ;

 (vi) that the omplete speiation oes not siently an airly esribe the 
invention an the metho by whih it is to be perorme or oes not islose 
the best metho o perorming it whih was known to the appliant or a patent 
an or whih he was entitle to laim protetion;

 (vii) that the sope o any laim o the omplete speiation is not siently an 
learly ene or that any laim o the omplete speiation is not airly base 
on the matter islose in the speiation;

 (viii) that the patent was obtaine on a alse sggestion or representation;

 (i) that the primary or intene se or eerise o the invention is ontrary to law;

 () that the patentee has ontravene, or has not omplie with, the onitions, i 
any, ontaine in the patent;

 (i) that prior to the ate o the patent, the patentee or other person (not being 
the Government or any person athorise in that behal by the Government) 
seretly worke the invention on a ommerial sale (an not merely by way 
o reasonable trial or eperiment) in Inia an thereby mae iret or iniret 
prots in eess o sh amont as the ort or the Controller may in onsi-
eration o all the irmstanes o the ase eem reasonable;

 (b) within one year rom the ate o sealing o the patent to the Controller on any o 
the grons speie in lase (a). 

() A notie o any petition or revoation o a patent ner this setion shall be serve on 
all persons appearing rom the register to be proprietors o that patent or to have shares or 
interests therein an it shall not be neessary to serve a notie on any other person.

() Withot prejie to the provisions o sb-setion (), a patent may be revoke on the 
petition o the Government i a igh Cort or the Controller, as the ase may be, is satis-
e that the patentee has withot reasonable ase aile to omply with the reqest o the 
Government to make, se or eerise the patente invention or the prposes o the nion or 
o the tate, as the ase may be, pon reasonable terms:

Provie that when a sit or inringement or a proeeing or the revoation o a patent is 
pening in any ort, a petition to the Controller ner the setion shall not be mae eept 
with the leave o the Cort:
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Provie rther that this setion shall have eet in relation to the gron o revoation 
speie in sb-lase (ii) o lase (a) o sb-setion () sbjet to the provisions o setion 
.

. Procedure for petition of revocation to High Court.—() A petition or revoation o a 
patent to a igh Cort may be presente.—

 (a) by the Attorney General or Inia or by the Avoate General o a tate or any 
person athorise by either o them; or

 (b) by any person alleging.—

 (i) that the patent was obtaine in ra o his rights, or o the rights o any person 
ner or throgh whom he laims; or

 (ii) that he, or any person ner or throgh whom he laims, was the tre an rst 
inventor o any invention inle in the laim o the patentee; or

 (iii) that he, or any person ner or throgh whom he laims an interest in any trae, 
bsiness or manatre, ha pblily manatre, se or sol, within Inia 
beore the ate o the patent, anything laime by the patentee as his invention.

() he igh Cort may, notwithstaning anything ontaine in the Coe o Civil 
Proere,  (At  o ), reqire any person, other than the Attorney General, the 
Avoate General or any person athorise by either o them, applying or the revoation o 
a patent to give serity or the payment o all osts inrre or likely to be inrre by any 
person appearing to oppose the petition.

() he igh Cort may, i it thinks t, iret an isse or the trial beore itsel or any is-
trit ort sborinate to it, o any qestion arising pon a petition to itsel ner setion , 
an the isse shall be trie aoringly.

() I the isse is irete to sh istrit ort, the ning o that ort shall not be sbjet 
to appeal, bt the eviene taken pon the trial shall be reore an a opy thereo, ertie 
by the Jge o the ort, shall be transmitte, together with any remarks whih he may think 
t to make therepon, to the igh Cort ireting the isse, an the igh Cort may there-
pon at pon the ning o the istrit ort or ispose o the petition pon the eviene 
reore, or iret a new trial, as the jstie o the ase may reqire.

. Procedure for petition of revocation to Controller.—() Where a petition is mae to the 
Controller ner setion , the Controller shall give to all persons to whom a notie is isse 
ner sb-setion () o that setion an the petitioner an opportnity to be hear beore 
eiing the ase.

() I on a petition ner setion , the Controller is satise that any o the grons 
speie in lase (a) o sb-setion () o that setion are establishe, he may by orer iret 
that the patent shall be revoke either nonitionally or nless within sh time as may be 
speie in the orer the omplete speiation is amene to his satisation.
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HTER V

Compulsory Licences

. Application for licence.—() At any time ater the epiration o three years rom the 
ate o the sealing o a patent, any person intereste may apply to the Controller pon any 
one or more o the grons speie in sb-setion () or a liene ner the patent.

() he grons pon whih an appliation ner sb-setion () may be mae are as ol-
lows, that is to say.—

 (a) that the patente invention being apable o being ommerially worke in Inia, 
has not been ommerially worke therein or is not being so worke to the llest 
etent that is reasonably pratiable;

 (b) that a eman or the patente artile in Inia is not being met to an aeqate 
etent or on reasonable terms, or is being met to a sbstantial etent by importa-
tion o the patente artile rom other ontries;

 () that the ommerial working o the invention in Inia is being prevente or hin-
ere by the importation o the patente artile rom other ontries;

 () that by reason o the resal o the patentee to grant a liene or lienes on reason-
able terms.—

 (i) a market or the eport o the patente artile manatre in Inia is not 
being spplie; or

 (ii) the working or eient working in Inia o any other patente invention whih 
makes a sbstantial ontribtion to the establishment or evelopment o om-
merial or instrial ativities in Inia is nairly prejie;

 (e) that by reason o onitions impose by the patentee pon the grant o lienes 
ner the patent, or pon the prhase, hire or se o the patente artile or pro-
ess, the manatre, se or sale o materials not protete by the patent or the 
establishment or evelopment o ommerial or instrial ativities in Inia is 
nairly prejie.

() An appliation ner this setion may be mae by any person notwithstaning that he 
is alreay the holer o a liene ner the patent; an no person shall be estoppe rom alleg-
ing any o the matters speie in sb-setion () by reason o any amission mae by him, 
whether in sh a liene or otherwise, or by reason o his having aepte sh a liene.

() In this setion the epression ‘patente artile’ inles any artile mae by a patente 
proess.

. Relief in respect of an application under section .—() Where an appliation is mae 
ner setion , the Controller may make an orer granting any o the ollowing relies, that 
is to say, the Controller may.—

 (a) grant a liene to the appliant pon sh terms as the Controller thinks t; an 
may also, where the irmstanes so reqire, iret that all other eisting lienes 
in respet o the patent shall either be amene or revoke, or that the patentee 
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shall oreit any right whih he may have as a patentee, to make, se, eerise or 
ven the invention or to grant lienes ner the patent;

 (b) revoke any eisting liene hel by the appliant an grant a new liene pon sh 
terms as the Controller thinks t, or amen any liene hel by the appliant in 
sh manner as the Controller may think t;

 () grant a liene ner the patent to sh stomers o the appliant an on sh 
terms as the Controller thinks t, i the Controller is satise that the manatre, 
se or sale o materials not protete by the patent is nairly prejie by reason 
o onitions impose by the patentee pon the grant o lienes ner the patent 
or pon the prhase, hire or se o the patente artile or proess:

Provie that where the appliation is mae on the gron that the patente invention is 
not being ommerially worke in Inia or is not being worke to the llest etent that is 
reasonably pratiable an it appears to the Controller that the time whih has elapse sine 
the granting o the patent has or any reason been insient to enable it to be so worke, he 
may, by orer, ajorn the appliation or sh perio as will, in his opinion, give sient 
time or the invention to be so worke.

() ept in ases where the terms o a liene have been settle by mtal agreement 
an sh terms otherwise provie, any person to whom a liene has been grante ner 
sb-setion () shall be entitle to all pon the patentee to take proeeings to prevent any 
inringement o the patent an i the patentee reses or neglets to o so within two months 
ater being so alle pon, the liensee may institte proeeings or the inringement in his 
own name as thogh he were the patentee, making the patentee a eenant bt a patentee so 
ae as eenant shall not be liable or any osts nless he enters an appearane an takes 
part in the proeeings.

. Endorsement of patent on application by Government.—() At any time ater the 
epiration o three years rom the ate o the sealing o a patent, the Central Government 
may apply to the Controller pon any one or more o the grons speie in sb-setion () 
o setion  or the enorsement o the patent with the wors ‘ienes o ight’.

() An appliation ner this setion may also be mae on the gron that by the resal o 
the patentee to grant a liene or lienes on reasonable terms the establishment or evelop-
ment o ommerial or instrial ativities in Inia is nairly prejie or the evelopment 
o an instry, the ontrol o whih by the nion is elare by Parliament by law to be epe-
ient in the pbli interest, is being prevente or hinere.

() Where a patent o aition is in ore, any appliation ner sb-setion () either or 
the enorsement o the original patent or the patent o aition shall be eeme to be an 
appliation or the enorsement o both the patents an where any sh appliation is grante 
or rese, it shall be eeme to have been grante or rese in respet o both the patents.

() All enorsements o patents mae ner this setion shall be entere in the egister o 
Patents maintaine ner setion .

() or the removal o obts it is hereby elare that nothing in this setion shall aet 
the right o the Central Government or any tate Government to make an appliation or the 
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grant o a liene in respet o any instrial nertaking or traing ativity owne or arrie 
on by sh Government.

. Provision as to patents endorsed ‘Licences of Right’.— () Where the Controller has 
mae an enorsement pon a patent ‘ienes o ight.—

 (a) any person shall at any time ater sh enorsement be entitle as o right to a 
liene ner the patent pon sh terms as in ealt o agreement may be settle 
by the Controller on the appliation either o the patentee or o the person applying 
or a liene;

 (b) the Controller may, on the appliation o a person holing a liene grante ner 
the patent beore the enorsement, orer the liene to be revoke an grant a 
new liene by virte o the enorsement pon terms to be settle in the aoresai 
manner;

 () i in proeeings or the inringement o the patent (otherwise than by importation 
o the patente artile rom other ontries) the inringing eenant is reay an 
willing to take a liene pon terms to be settle by the Controller, no injntion 
against him shall be aware, an the amont reoverable against him by way 
o amages, i any, shall not eee oble the amont whih wol have been 
reoverable against him as liensee i the liene ha been ate prior to the earliest 
inringement;

 () the renewal ees payable in respet o a patent so enorse shall, as rom the ate o 
the enorsement, be one moiety only o the ees whih wol otherwise have been 
payable.

() he provisions o sb-setion () o setion  shall apply to any liene grante ner 
sb-setion () as they apply to a liene grante ner the sai setion.

. Exercise of powers on application under section  or section .—() he powers o 
the Controller pon an appliation ner setion  or setion  shall be eerise with a 
view to sering the ollowing general prposes, that is to say.—

 (a) that inventions whih an be worke on a ommerial sale in Inia an whih 
shol in the pbli interest be so worke shall be worke therein withot ne 
elay an to the llest etent that is reasonably pratiable;

 (b) that the inventor or other person beneially entitle to a patent shall reeive rea-
sonable remneration having regar to the natre o the invention;

 () that the interests o any person or the time being working or eveloping an inven-
tion in Inia ner the protetion o a patent shall not be nairly prejie.

() bjet to the provisions o sb-setion (), the Controller shall in etermining whether 
to make an orer in prsane o any sh appliation or not, take aont o the ollowing 
matters, that is to say.—

 (a) the natre o the invention, the time whih has elapse sine the sealing o the pat-
ent an the measres alreay taken by the patentee or any liensee to make ll se 
o the invention;
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 (b) the ability o any person to whom a liene is to be grante ner the orer to work 
the invention to the pbli avantage; an

 () the risks to be nertaken by that person in proviing apital an working the 
invention i the appliation is grante

bt shall not take aont o matters sbseqent to the making o the appliation.

. Invention relating to food, medicines, insecticides, etc.—() Withot prejie to the 
oregoing provisions o this At where a patent is in ore in respet o.—

 (a) a sbstane apable o being se as oo, meiine, insetiie, germiie or n-
giie or in the protion o oo, meiine, insetiie, germiie or ngiie, or

 (b) a proess or proing sh a sbstane as aoresai, or

 () any invention apable o being se as or as part o a srgial or rative evie,

the Controller shall, on appliation mae to him by any person intereste, orer the grant to 
the appliant o a liene ner the patent on sh terms as he thinks t, nless it appears to 
him that there are goo reasons or resing the appliation.

() In setting the terms o lienes ner this setion, the Controller shall eneavor to 
sere that oo, meiines, insetiie, germiie or ngiie an srgial an rative 
evies shall be available to the pbli at the lowest pries onsistent with the patentees’ eriv-
ing a reasonable avantage rom their patent rights.

() A liene grante ner this setion shall entitle the liensee to make, se, eerise an 
ven the invention as oo, meiine,. insetiie, germiie or ngiie or or the prposes 
o the protion o oo, meiine, insetiie, germiie, or ngiie or as part o a srgi-
al or rative evie, bt or no other prposes.

() Where a patent other than a patent reerre to in sb-setion () is in ore in respet 
o a sbstane or proess or proing a sbstane an the Central Government is satise 
that it is epeient or neessary in the pbli interest that a liene ner sh a patent shol 
be grante, the Central Government may, by notiation in the ial Gazette, iret that 
the provisions o sb-setion (), sb-setion () an sb-setion () respeting the grant o 
lienes shall apply to sh a patent, an on the isse o sh a notiation, the sai provisions 
shall apply to the patent as they apply to a patent reerre to in sb-setion ().

. Procedure on application under section  or section  or section .—() very 
appliaiton ner setion  or setion  or setion  shall speiy the natre o the orer 
soght by the appliant an shall ontain a statement setting ot the natre o the appliant’s 
interest, i any, an the ats pon whih the appliation is base.

() Where the Controller is satise, pon onsieration o any sh appliation, that a 
prima facie ase has been mae ot or the making o an orer, he shall iret the appliant 
to serve opies o the appliation pon the patentee an any other persons appearing rom the 
egister o Patents to be intereste in the patent in respet o whih the appliation is mae 
an shall avertise the appliation.

() he patentee or any other person esiring to oppose the appliation may, within sh 
time as may be presribe or within sh rther time as the Controller may, on appliation 
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mae either beore or ater the epiration o the presribe time allow, give to the Controller 
notie o opposition.

() Any sh notie o opposition shall ontain a statement setting ot the grons on 
whih the appliation is oppose.

() Where any sh notie o opposition is ly given, the Controller shall notiy the appli-
ant an shall give to the appliant an the opponent an opportnity to be hear beore 
eiing the ase.

. Supplementary provisions with respect to orders under this Chapter.—() Any orer 
mae by the Controller ner this Chapter or the grant o a liene shall, withot prejie 
to any other moe o enorement have eet as i it were a ee, eete by the patentee 
an all other neessary parties, granting a liene in aorane with the orer.

() otwithstaning anything ontaine in this At, no orer shall be mae in prsane 
o an appliation ner setion  or setion  whih wol be at variane with any treaty, 
onvention, arrangement or engagement applying to Inia an any other ontry.

HTER X

Anticipations

. Previous use and publication.—() An invention laime in a omplete speiation 
shall not be eeme to have been antiipate by reason only o the pbli se or knowlege o 
the invention i sh knowlege has been obtaine srreptitiosly or in ra o the tre an 
rst inventor or his legal representative or assignee or has been ommniate to the pbli 
in ra o sh inventor or his legal representative or assignee or in breah o onene:

Provie that sh inventor or his legal representative or assignee has not aqiese in the 
pbli se o his invention an that he applies or a patent within si months ater the om-
menement o sh se.

() An invention laime in a omplete speiation shall not be eeme to have been 
antiipate.—

 (a) by the seret se o the invention eept where sh seret se has been on a om-
merial sale by, or on behal o, the appliant or the patent or any person eriving 
title rom him, or 

 (b) by reason only that the invention was pblishe in Inia.—

 (i) in a speiation le in prsane o an appliation or a patent mae in Inia 
an ate more than ty years beore the ate o ling o the omplete spei-
ation; or

 (ii) in a speiation esribing the invention or the prposes o an appliation or 
protetion in any ontry otsie Inia mae more than ty years beore the 
ate o ling o the omplete speiation; or
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 (iii) in any abrigement o, or etrat rom, any sh speiation pblishe ner 
the athority o the Controller or o the Government o any ontry otsie 
Inia.

() otwithstaning anything in this At, the Controller shall not rese to aept the om-
plete speiation or to grant a patent an the patent shall not be revoke or invaliate, by 
reason only o any irmstanes whih by virte o this setion o not onstitte an antiipa-
tion or the invention laime in the speiation.

. Previous communication, display or working.—() An invention laime in a omplete 
speiation shall not be eeme to have been antiipate by reason only o the ommnia-
tion o the invention to the Government or to any person athorise by the Government to 
investigate the invention or its merits or o anything one, in onseqene o sh a omm-
niation or the prpose o the investigation.

() An invention laime in a omplete speiation shall not be eeme to have been 
antiipate by reason only o.—

 (a) the isplay o the invention with the onsent o the tre an rst inventor at an 
instrial or other ehibition to whih the provisions o this setion have been 
etene by the Central Government by notiation in the ial Gazette, or 
the se thereo with his onsent or the prposes o sh an ehibition in the plae 
where it is hel; or

 (b) the pbliation o any esription o the invention in onseqene o the isplay or 
se o the invention at any sh ehibition as aoresai; or

 () the se o the invention, ater it has been isplaye or se at any sh ehibition as 
aoresai, an ring the perio o ehibition, by any person withot the onsent 
o the tre an rst inventor; or

 () the esription o the invention in a paper rea by the tre an rst inventor beore 
a learne soiety or pblishe with his onsent in the transations o sh a soiety;

i the appliation or the patent is mae by the tre an rst inventor or a person eriving 
title rom him not later than si months ater the opening o the ehibition or the reaing or 
pbliation o the paper, as the ase may be.

() An invention laime in a omplete speiation shall not be eeme to have been 
antiipate by reason only that at any time within one year beore the priority ate o the 
relevant laim o the speiation, the invention was pblily worke in Inia.—

 (a) by the patentee or appliant or the patent or any person rom whom he erives 
title; or

 (b) by any other person with the onsent o the patentee or appliant or the patent or 
any person rom whom he erives title;

i the working was eete or the prpose o reasonable trial only an i it was reasonably 
neessary, having regar to the natre o the invention, that the working or that prpose 
shol be eete in pbli.
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() otwithstaning anything in this At, the Controller shall not rese to aept an appli-
ation or a patent or to grant a patent, an a patent shall not be revoke or invaliate, by 
reason only o the irmstanes whih, by virte o this setion, o not onstitte an antii-
pation o the invention laime in the speiation.

HTER X

Joint Patentees

. Co-ownership of patents.—() Where ater the ommenement o this At a patent is 
grante to two or more persons, eah o those persons shall, nless an agreement to the on-
trary is in ore, be entitle to an eqal nivie share in the patent.

() bjet to the provisions o this setion an setion , where two or more persons are 
registere as grantee or proprietor o a patent, then, nless an agreement to the ontrary is in 
ore, eah o those persons shall be entitle, by himsel or his agents, to make, se, eerise 
an ven the patente invention or his own benet withot aonting to the other person 
or persons.

() bjet to the provisions o this setion an setion , an to any agreement or the 
time being in ore, a liene ner a patent shall not be grante, an a share in a patent shall 
not be assigne eept with the onsent o all persons, other than the liensor or assignor, 
who are registere as grantee or proprietor o the patent.

() Where an artile is sol by one o two or more persons registere as grantee or proprie-
tor o a patent, the prhaser an any person laiming throgh him shall be entitle to eal 
with the artile in the same manner as i the artile ha been sol by a sole patentee.

() bjet to the provisions o this setion, the rles o law appliable to the ownership 
an evoltion o movable property generally, shall apply in relation to patents as they apply 
in relation to other hoses in ation; an nothing in sb-setion () or sb-setion () shall 
aet the mtal rights or obligations o trstees or o the legal representatives o a eease 
person, or their rights or obligations as sh.

. Power of Controller to give directions.—() Where two or more persons are registere 
as grantee or proprietor o a patent, the Controller may, pon appliation mae to him in 
the presribe manner by any o those persons, give sh iretions in aorane with the 
appliation with respet to the sale or lease o the patent or any interest therein, the grant o 
lienes ner the patent, or the eerise o any right ner setion  in relation thereto, as 
he thinks t.

() I any person registere as grantee or proprietor o a patent ails to eete any instr-
ment or to o any other thing reqire or the arrying ot o any iretion given ner this 
setion within orteen ays ater being reqeste in writing so to o by any o the other 
persons so registere, the Controller may, pon appliation mae to him in the presribe 
manner by any sh other person, give iretions empowering any person to eete that 
instrment or to o that thing in the name an on behal o the person in ealt.

() Beore giving iretions in prsane o an appliation ner this setion, the Controller 
shall give an opportnity to be hear.—
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 (a) in the ase o an appliation ner sb-setion () to the other person or persons 
registere as grantee or proprietor o the patent;

 (b) in the ase o an appliation ner sb-setion () to the person in ealt.

() o iretion shall be given ner this setion so as to aet the mtal rights or obliga-
tions o trstees or o the legal representatives o a eease person, or their rights or obliga-
tions as sh.

HTER X

Use of patented inventions by Government in certain cases

. Denitions.—In this Chapter, nless the ontet otherwise reqires.—

 (a) ‘prposes o the Government’ means prposes o the nion or o a tate, as the 
ase may be;

 (b) ‘Government’ means.—

 (i) in relation to the prposes o the nion, the Central Government; an

 (ii) in relation to the prposes o a tate, the tate Government.

. Use of inventions for Government purposes.—() otwithstaning anything in this 
At, the Government an any person athorise in writing by it may make, se an eerise 
any patente invention or the prposes o the Government in aorane with the provisions 
o this Chapter.

() I an so ar as the invention has, beore the priority ate o relevant laim o the om-
plete speiation, been ly reore by or trie by or on behal o the Government other-
wise than in onseqene o the ommniation thereo iretly or iniretly by the appliant 
or the patentee or any person rom whom he erives title, any se o the invention by virte 
o this setion may be mae ree o any royalty or other payment to the patentee.

() I an so ar as the invention has not been so reore or trie as aoresai, any se o 
the invention mae by virte o this setion at any time ater the aeptane o the applia-
tion in respet o the patent or in onseqene o any sh ommniation as aoresai, shall 
be mae pon sh terms as may be agree pon, other beore or ater the se, between the 
Government an the appliant or the patentee, as the ase may be, or may in ealt o agree-
ment be etermine by the igh Cort on a reerene ner setion .

() he athority o the Government in respet o an invention may be given ner this 
setion either beore or ater the patent is grante an either beore or ater the ats in respet 
o whih the athority is given are one, an may be given to any person whether or not he 
is athorise iretly or iniretly by the appliant or the patentee to make, se, eerise or 
ven the invention.

() Where any se o an invention is mae by or with the athority o the Government 
ner this setion, then nless it appears to the Government that it wol be ontrary to the 
pbli interest so to o, the Government shall notiy the appliant or the patentee as soon as 
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pratiable ater the se is begn an rnish him with sh inormation as to the etent o 
the se as he may, rom time to time reqire.

() he right to se an invention onerre pon the Government ner this setion, or any 
provision or whih this setion is sbstitte shall inle the power to sell any artile mae 
in prsane o sh right whih is no longer reqire or the prposes o the Government.

() he prhaser o any artile sol in eerise o the powers onerre by this setion an 
any person laiming throgh him shall have power to eal with them in the same manner as 
i the patent were hel on behal o the Government.

. Rights of third parties in respect of Government use.—() In relation to any se o a 
patente invention or an invention in respet o whih an appliation or a patent is pening, 
mae or the prposes o the Government.—

 (a) by the Government or any person athorise by the Government ner setion , 
or

 (b) by the patentee or appliant or the patent to the orer mae by the Government, 

the provisions o any liene, assignment or agreement mae whether beore or ater the 
ommenement o this At, between the patentee or appliant or the patent, or any person 
who erives title rom him or rom whom he erives title, an any person other than the 
Government shall be o no eet so ar as those provisions restrit or reglate the se o the 
invention, or any moel, oment or inormation relating thereto, or provie or the making 
o payments in respet o any sh se, or allate by reerene thereto; an the repro-
tion or pbliation o any moel or oment in onnetion with the sai se shall be eeme 
to be an inringement o any opyright sbsisting in the moel or oment.

() Where an elsive liene grante otherwise than or royalties or other benets eter-
mine by reerene to the se o the invention is in ore ner the patent, then.—

 (a) in relation to any se o the invention whih, bt or the provisions o this setion 
an setion , wol onstitte an inringement o the rights o the liensee, sb-
setion () o setion  shall have eet as i or the reerene to the patentee there 
were sbstitte a reerene to the liensee; an

 (b) in relation to any se o the invention by the liensee by virte o an athority given 
ner setion , that setion shall have eet as i the sai sb-setion () were 
omitte.

() bjet to the provisions o sb-setion (), where the patent, or the right to apply or 
or obtain the patent, has been assigne to the patentee in onsieration o royalties or other 
benets etermine by reerene to the se o the invention, then.—

 (a) in relation to any se o the invention by virte o setion , sb-setion () o 
that setion shall have eet as i the reerene to the patentee inle a reerene 
to the assignor, an any sm payable by virte o that sb-setion shall be ivie 
between the patentee an the assignor in sh proportion as may be agree pon 
between them or as may in ealt o agreement be etermine by the igh Cort 
on a reerene mae ner setion ; an
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 (b) in relation to any se o the invention mae or the prposes o the Government by 
the patentee to the orer o the Government, sb-setion () o setion  shall have 
eet as i that se were mae by virte o an athority given ner that setion.

() Where, ner sb-setion () o setion , payments are reqire to be mae by the 
Government to a patentee in respet o any se o an invention, any person being the holer 
o an elsive liene ner patent [not being sh a liene as is mentione in sb-setion () 
o this setion] athorising him to make that se o the invention, shall be entitle to reover 
rom the patentee sh part (i any) o those payments as may be agree pon between that 
person an the patentee or the appliant, or as may in ealt o agreement be etermine 
by the igh Cort ner setion  to be jst having regar to any epenitre inrre by 
that person.—

 (a) in eveloping the sai invention; or

 (b) in making payments to the patentee, other than royalties or other payments eter-
mine by reerene to the se o the invention, in onsieration o the liene;

an i, at any time beore the amont o any sh payment has been agree pon between 
the Government an the patentee or the appliant, that person gives notie in writing o his 
interest to the Government, any agreement as to the amont o that payment shall be o no 
eet nless it is mae with his onsent.

. Reference of disputes as to Government use.—() Any ispte as to the eerise by the 
Government or a person athorise by it o the powers onerre by setion , or as to terms 
or the se o an invention or the prposes o the Government therener, or as to the right 
o any person to reeive any part o a payment mae in prsane o sb-setion () o that 
setion, may be reerre to a igh Cort by either party to the ispte in sh manner as may 
be presribe by the rles o the igh Cort:

Provie that, i the inventor or the patentee is a Government servant, or the sbjet-
matter o the invention is ertie by the Government to be onnete with work one in 
the orse o the normal ties o a Government servant, any sh ispte shall be settle by 
the Government ater hearing the appliant or the patentee an any other person having an 
interest in the invention or patent.

() In any proeeings ner this setion to whih the Government is a party, the 
Government may.—

 (a) i the patentee is a party to the proeeings, apply or revoation o the patent pon 
any gron pon whih a patent may be revoke ner setion ; an

 (b) in any ase, pt in isse the valiity o the patent withot applying or its revoation.

() I in sh proeeings as aoresai any qestion arises whether an invention has been 
reore or trie as is mentione in setion , an the islosre o any oment reoring 
the invention, or o any eviene o the trial thereo, wol in the opinion o the Government 
be prejiial to the pbli interest, the islosre may be mae onentially to onsel o 
the other party or to an inepenent epert mtally agree pon.

() In etermining ner this setion any ispte between the Government an any person 
as to terms or the se o an invention or the prposes o the Government, the igh Cort 
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shall have regar to any benet or ompensation whih that person or any person rom whom 
he erives title may have reeive, or may be entitle to reeive, iretly or iniretly rom the 
Government in respet o the invention in qestion.

() In any proeeings ner this setion, the igh Cort may at any time orer the whole 
proeeings or any qestion or isse o at arising therein to be reerre to an oial reeree, 
Commissioner or an arbitrator on sh terms as the igh Cort may iret; an reerenes 
to the igh Cort in the oregoing provisions o this setion shall be onstre aoringly.

. Saving.—othing in this Chapter shall aet the power o the Government or o any 
person eriving title iretly or iniretly rom the Government to sell or se any artiles or-
eite ner any law or the time being in ore relating to stoms or eise.

HTER X

Declaratory Suits and Suits for Infringement of Patents

. Power of Court to make declaration as to non-infringement.—() otwithstaning 
anything ontaine in setion  o the pei elie At,  (I o ), any person who 
has reasonable ase to obt whether the se o a proess or the making or sing or selling 
o any artile wol onstitte an inringement o a laim o a patent, may institte a elara-
tory sit in the istrit ort having jrisition, i it is shown.— 

 (a) that the plainti has applie in writing to the patentee or elsive liensee or a 
written aknowlegment to the eet o the elaration laime, an has rnishe 
him with ll partilars in writing o the proess or artile in qestion; an

 (b) that the patentee or liensee has rese or neglete to give sh an aknowlegment.

() he osts o all parties in a sit or a elaration broght by virte o this setion shall, 
nless or speial reasons the istrit ort thinks t to orer otherwise, be pai by the 
plainti.

() he valiity o a laim o the speiation o a patent shall not be alle in qestion in a 
sit or a elaration broght by virte o this setion, an aoringly the making or resal 
o sh a elaration in the ase o a patent shall not be eeme to imply that the patent is 
vali.

() A sit or a elaration may be broght by virte o this setion at any time ater the 
ate o avertisement o aeptane o the appliation or a patent an reerenes in this se-
tion to the patentee shall be onstre aoringly.

. Suit for infringement of patents.—() A patentee may institte a sit in the istrit 
ort having jrisition to try the sit against any person who, ring the ontinane o 
a patent aqire by him ner this At in respet o an invention, makes, sells or ses the 
invention withot his liene, or ontereits it; or imitates it.

() he holer o an elsive liene shall have the like right as the patentee to institte a 
sit in respet o any inringement o the patent ommitte ater the ate o the liene, an 
in awaring amages or granting any other relie in any sh sit the ort shall take into 



  R    

Digitised and typeset by CC nline® (). The surest way to legal research!M

onsieration any loss sere or likely to be sere by the elsive liensee as sh or, as 
the ase may be, the prots earne by means o the inringement so ar as it onstittes an 
inringement o the rights o the elsive liensee as sh.

() In any sit or inringement o patent by the holer o an elsive liene ner sb-
setion (), the patentee shall, nless he has joine as a plainti in the sit, be ae as a 
eenant:

Provie that a patentee so ae as eenant shall not be liable or any osts nless he 
enters an appearane an takes part in the proeeings.

() very gron on whih a patent may be revoke ner setion  shall be available by 
way o eene to a sit or inringement o a patent institte ner this setion.

() A eenant in a sit or inringement o a patent may apply or revoation o the patent 
by way o onter-laim in the sit:

Provie that where sh a onter-laim is mae, the sit along with the onter-laim 
shall be transerre to a igh Cort or eision.

. Restriction on recovery of damages for infringement.—() In a sit or the inringe-
ment o a patent amages shall not be aware against the eenant who proves that at the 
ate o inringement he was not aware, nor ha reasonable means o making himsel aware, 
o the eistene o the patent.

Explanation.—A person shall not be eeme to have been aware or to have ha reasonable 
means o making himsel aware as aoresai by reason only o the appliation to an artile 
o the wor “patent”, “patente” or any wor or wors epressing or implying that a patent 
has been obtaine or the artile, nless the nmber o the patent aompanie the wor or 
wors in qestion.

() In any proeeing or inringement o a patent the ort may, i it thinks t, rese 
to awar any amages in respet o any inringement ommitte ater a ailre to pay any 
renewal ee within the presribe perio an beore any etension o that perio.

() Where an amenment o a speiation by way o islaimer, orretion or eplanation 
has been allowe ner this At ater the pbliation o the speiation, no amages shall be 
aware in any proeeing in respet o the se o the invention beore the ate o the ei-
sion allowing the amenment, nless the ort is satise that the speiation as originally 
pblishe was rame in goo aith an with reasonable skill an knowlege.

() othing in this setion shall aet the power o the ort to grant an injntion in any 
proeeings or inringement o a patent.

. Order of inspection, etc., in suit.—In a sit or inringement o a patent, the ort may, 
on the appliation o one party make sh orer or an injntion or inspetion o aonts, 
an impose sh terms an give sh iretions respeting the same an the proeeings 
thereon, as the ort may eem t.

. Certicate of contested validity of specication.—() I in any sit or inringement o 
a patent the valiity o any laim o a speiation is onteste, an that laim is on by 
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the ort to be vali, the ort may ertiy that the valiity o that laim was onteste in 
that sit.

() Where any sh ertiate has been grante, i in any sbseqent sit beore the ort 
or inringement o the patent or or revoation o the patent, a nal orer or jgment is 
mae or given in avor o the party relying on the valiity o the patent, that party shall, 
nless the ort otherwise irets, be entitle to all osts, harges an epenses o, an ini-
ental to, the sai sit properly inrre:

Provie that this sb-setion shall not apply to the osts o any appeal against a eree in 
any sh sit.

. Relief for infringement of partially valid specication.—() I in proeeings or 
inringement o a patent it is on that any laim o the speiation being a laim in respet 
o whih inringement is allege, is vali, bt that any other laim is invali, the ort may 
grant relie in respet o any vali laim whih is inringe:

Provie that the ort shall not grant relie by way o amages or osts eept in the ir-
mstanes mentione in sb-setion ().

() Where the plainti proves that the invali laim was rame in goo aith an with 
reasonable skill an knowlege, the ort shall grant relie in respet o any vali laim whih 
is inringe sbjet to the isretion o the ort as to osts an as to the ate rom whih 
amages shol be rekone.

() or the prpose o granting any relie ner sb-setion () or sb-setion (), the ort 
may iret that the speiation shall be amene to its satisation pon an appliation 
mae or that prpose ner setion , an sh an appliation may be mae aoringly 
whether or not all other isses in the proeeing have been etermine.

Explanation.—In eerising the isretion as to osts an as to the ate rom whih the 
amages shol be rekone, the ort may take into onsieration the ont o the parties 
in inserting sh invali laims in the speiation or permitting them to remain there.

HTER X

Miscellaneous provisions relating to revocation and infringement of patents

. Transmission of decrees and orders to the Controller.—A ort making a eree in a 
sit or inringement o patent ner setion  or an orer on a petition ner setion  
shall sen a opy o the eree or orer, as the ase may be, to the Controller, who shall ase 
an entry thereo an reerene thereto be mae in the register o patents.

. Power of High Court to stay proceedings, etc.—A igh Cort to whih a petition has 
been presente ner setion  may stay proeeings on, or ismiss the petition i in its 
opinion the petition wol be ispose o more jstly or onveniently by another igh Cort.

. Hearing with assessor.—() In a sit or proeeing or inringement or revoation o 
a patent, the ort may, i it thinks t, an shall on the reqest o all the parties to the 
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proeeings, all in the ai o an assessor speially qalie, an try the ase wholly or par-
tially with his assistane.

() A ort eerising appellate jrisition in respet o sh sit or proeeing may, i it 
thinks t, all in the ai o an assessor as aoresai,

() he remneration, i any, to be pai to an assessor ner this setion shall in every ase 
be etermine by the ort an be pai by it as part o the epense o the eetion o this 
At.

. Remedy for groundless threats of infringement proceedings.— () Where any person 
(whether entitle to or intereste in a patent or an appliation or a patent or not) by irlars, 
avertisements or otherwise threatens any other person with proeeings or inringement o 
a patent, any person aggrieve thereby may bring a sit against him in a istrit ort having 
jrisition to try the sit or any sh relie as is mentione in sb-setion ().

() nless in any ation broght by virte o this setion the eenant proves that the ats 
in respet o whih the proeeings were threatene onstitte or, i one, wol onstitte, 
an inringement o a patent or o rights arising rom the pbliation o a omplete speia-
tion in respet o a laim o the speiation not shown by the plainti to be invali, the 
plainti shall be entitle to the ollowing relies, that is to say.—

 (a) a elaration to the eet that the threats are njstiable;

 (b) an injntion against the ontinane o the threats; an

 () sh amages, i any, as the plainti has sstaine thereby.

() or the removal o obts it is hereby elare that a mere notiation o the eistene 
o a patent oes not onstitte a threat o proeeings within the meaning o this setion.

() othing in this setion shall apply i a sit or inringement o a patent is ommene 
an prosete with e iligene.

HTER XV

Register of patents, etc.

. Register of patents.—() here shall be kept at the Patent e a register o patents 
wherein shall be entere.—

 (a) the names an aresses o grantees o patents;

 (b) notiations o assignments an o transmissions o patents, o lienes ner pat-
ents, an o amenments, etensions, an revoations o patents; an

 () partilars o sh other matters aeting the valiity or proprietorship o patents 
as may be presribe.

() Copies o all ees, agreements, lienes an other oments aeting the proprietor-
ship in any patent or in any liene therener shall be spplie to the Controller in the pre-
sribe manner or ling in the Patent e.
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() bjet to the provisions o this At an any rles mae therener, the register o pat-
ents shall, at all onvenient times be open to inspetion by pbli; an ertie opies seale 
with the seal o the Patent e, o any entry in the register shall be given to any person 
reqiring them on payment o the presribe ee.

() he register o patents shall be prima facie eviene o any matters reqire or athor-
ise by or ner this At to be entere therein.

() o notie o any trst, whether epress, implie or onstrtive shall be entere in the 
register o patents, an the Controller shall not be aete by any sh notie.

() or the removal o obts, it is hereby elare that the register o patents eisting at the 
ommenement o this At shall be inorporate in, an orm part o, the register o patents 
ner this At.

. Entry of assignments and transmissions in register.—() Where any person beomes 
entitle by assignment, transmission or operation o law to a patent or to a share in a patent, 
or beomes entitle as a mortgagee, liensee or otherwise to any other interest in a patent, 
he shall apply in writing in the presribe manner to the Controller or the registration o his 
title, or, as the ase may be, o notie o his interest in the register o patents,

() Withot prejie to the provisions o sb-setion (), an appliation or the registration 
o the title o any person beoming entitle by assignment to a patent or a share in a patent, or 
beoming entitle by virte o a mortgage, liene or other instrment to any other interest in 
a patent, may be mae in the presribe manner by the assignor, mortgagor, liensor or other 
party to that instrment, as the ase may be.

() Where an appliation is mae ner this setion or the registration o the title o any 
person, the Controller shall pon proo o title to his satisation.—

 (a) where that person is entitle to a patent or a share in a patent, register him in the 
register o patents as proprietor or o-proprietor o the patent, an enter in that 
register partilars o the instrment or event by whih he erives title; or

 (b) where that person is entitle to any other interest in the patent, enter in that register 
notie o his interest, with partilars o the instrment (i any) reating it.

() bjet to the provisions o this At relating to o-ownership o patents, an sbjet 
also to any rights veste in any other person o whih notie is entere in the register o pat-
ents, the person or persons registere as grantee or proprietor o a patent shall have power to 
assign, grant lienes ner, or otherwise eal with, the patent an to give eetal reeipts 
or any onsieration or any sh assignment, liene or ealing:

Provie that any eqities in respet o the patent may be enore in like manner as in 
respet o any other movable property.

() ept or the prposes o an appliation to retiy the register o patents, a oment 
or instrment in respet o whih no entry has been mae in the register o patents ner 
sb-setion (), shall not be amitte in any ort as eviene o the title o any person to a 
patent or share o or interest in a patent nless the ort, or reasons to be reore in writing 
otherwise irets.
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. Rectication of register.—() he Controller may, on the appliation in the presribe 
manner o any person aggrieve by the non-insertion in, or omission rom, the register o 
patents o any entry, or o any entry mae in sh a register withot sient ase, or o 
any entry wrongly remaining in sh register, or by an error or eet in any entry in sh 
register, make sh orer or making, epnging or varying sh entry as he thinks t an 
retiy the register aoringly.

() In proeeings ner this setion the Controller may etermine any qestion whih it 
may be neessary or epeient to eie in onnetion with the retiation o the register.

(). he Controller may reer any appliation ner this setion to a igh Cort or ei-
sion, an the igh Cort shall ispose o any appliation so reerre in sh manner as it 
thinks t.

() Any orer mae by a igh Cort retiying the register, shall iret that notie o the 
retiation be serve on the Controller in the presribe manner, who shall pon the reeipt 
o sh notie retiy the register aoringly.

() othing in this setion shall be eeme to empower the Controller to retiy the register 
o Patents or to eie any qestion relating to a patent otherwise than or the prpose o 
orreting a mistake o at, apparent rom a reerene either to the patent itsel or to some 
orers o a ompetent athority mae ner any other provision o this At.

. Evidence of entries, documents, etc.—() A ertiate prporting to be ner the han 
o the Controller as to any entry, matter or thing whih he is athorise by this At, or any 
rles mae therener, to make or o, shall be prime facie eviene o the entry having been 
mae, an o the ontents thereo, an o the matter or thing having been one or let none.

() A opy o any entry in any register or o any oment kept in the Patent e or o 
any patent, or an etrat rom any sh register or oment prporting to be ertie by the 
Controller an to be seale with the seal o the Patent e shall be amitte in eviene 
in all Corts in Inia, an in all proeeings, withot rther proo or protion o the 
original:

Provie that a Cort may, i it has reason to obt the aray or athentiity o any 
sh opy or etrat tenere in eviene reqire the protion o the original or sh r-
ther proo as it onsiers neessary.

HTER XV

Powers of Controller in proceedings under the Act

. Controller to have certain powers of a civil court.—() bjet to any rles mae in this 
behal, the Controller in any proeeings beore him ner this At shall have the powers o 
a ivil ort while trying a sit ner the Coe o Civil Proere,  (At  o ) in 
respet o the ollowing matters, namely.—

 (a) smmoning an enoring the attenane o any person an eamining him on 
oath;

 (b) reqiring the isovery an protion o any oment;
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 () reeiving eviene on aavits;

 () issing ommissions or the eamination o witnesses or oments;

 (e) awaring osts; an

 () any other matter whih may be presribe.

() Any osts aware by the Controller in eerise o the powers onerre pon him by 
lase (e) o sb-setion () shall be eetable in any ort having jrisition as i it were a 
eree o that ort.

. Evidence before the Controller.—bjet to any rles mae in this behal, in any pro-
eeing ner this At beore the Controller, the eviene shall be given by aavit in the 
absene o iretions by the Controller to the ontrary; bt in any ase in whih the Controller 
thinks it right so to o, he may take eviene viva voce in lie o, or in aition to, eviene 
by aavit or may allow any party to be ross-eamine on the ontents o his aavit.

. Exercise of discretionary, power by Controller.—Where any isretionary power is by 
or ner this At given to the Controller, he shall not eerise that power aversely, to the 
appliant or a patent, or or amenment o an appliation or o a speiation withot (i so 
reqire within the presribe time by the appliant) giving the appliant an opportnity o 
being hear.

HTER XV

Patent Agents

. Patent agents.—ave as otherwise provie in this Chapter where by or ner this 
At any at other than the making o an aavit is reqire to be one by any person, the 
at may sbjet to presribe onitions or in speial ases with the onsent o the Central 
Government be one in lie o that person himsel, by a ly athorise agent, being a person 
registere in the presribe manner as a patent agent.

. Subscription and verication of certain documents.—he ollowing oments, 
namely.—

 (i) appliations or a patent,

 (ii) appliations or etension o term o a patent,

 (iii) appliations or the restoration o lapse patents,

 (iv) appliations or the sealing o a patent ater the time allowe or that prpose by or 
ner sb-setion () o setion  has epire,

 (v) appliations or leave to amen,

 (vi) appliations or omplsory liene or revoation,

 (vii) noties o srrener o patents, an

 (viii) appliations or enorsement o patent with the wors ‘ienes o ight’,
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shall be signe an verie, in the manner presribe by the person making sh appliations 
or giving sh noties:

Provie that i sh person is absent rom Inia, they may be signe an verie on his 
behal by a patent agent athorise by him in writing in that behal.

. Restrictions on practice as patent agents.—An inivial shall not, either alone or in 
partnership with any other person, pratise, esribe himsel or hol himsel ot as a patent 
agent, or permit himsel to be so esribe or hel ot, nless he is registere as a patent agent 
in the register o patent agents or, as the ase may be, nless he an all his partners are so 
registere an a ompany shall not pratise, esribe itsel or hol itsel ot or permit itsel to 
be esribe or hel ot as aoresai nless every iretor o the ompany an the manager (i 
he is not a iretor) or the managing agents, i any, o the ompany are registere as aoresai.

. Power of Controller to refuse to deal with certain agents.—() bjet to any rles 
mae in this behal, the Controller may rese to reognise as agent in respet o any bsiness 
ner this At.—

 (a) any inivial whose name has been remove rom, an not restore to, the regis-
ter o patent agents, or who is or the time being sspene rom ating as a patent 
agent;

 (b) any person who has been onvite o an oene ner setion ;

 () any person who has been on by the Central Government (ater being given an 
opportnity to be hear) to have been onvite o any oene or to have been 
gilty o any sh misont as, in the ase o an inivial registere in the reg-
ister o patent agents, wol rener him liable to have his name remove thererom;

 () any person, not being registere as a patent agent, who in the opinion o the 
Controller is engage wholly or mainly in ating as agent in applying or patents 
in Inia or elsewhere in the name or or the benet o a person by whom he is 
employe;

 (e) any ompany or rm, i any person whom the Controller ol rese to reognise 
as agent in respet o any bsiness ner the At is ating as a iretor or manager 
o the ompany or is a partner in the rm.

() he Controller shall rese to reognise as agent in respet o any bsiness ner this 
At, any person who neither resies nor has a plae o bsines in Inia.

. Saving.—othing in this Chapter shall be eeme to prohibit a legal pratitioner rom 
taking part in any proeeing ner this At.

HTER XV

International Agreements

. Denitions.—In this Chapter, ‘onvention appliation’ means an appliation or a pat-
ent mae by virte o setion .
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. Notication as to the declaration of a convention country.—he Central Government 
may, with a view to the llment o a treaty, onvention or arrangement, by notiation in 
the ial Gazette, elare that any ontry speie in the notiation is a onvention 
ontry or the prposes o this At:

Provie that a elaration may be mae as aoresai or the prposes either o all or o 
some only o the provisions o this At, an a ontry in the ase o whih a elaration mae, 
or the prposes o some only o the provisions o this At is in ore shall be eeme to be a 
onvention ontry or the prpose o those provisions only.

. Convention application.—() Withot prejie to the provisions o setion  an appli-
ation or a patent or an invention in respet o whih protetion has been applie or in a 
onvention ontry may be mae by the person by whom the appliation or protetion was 
mae or by his legal representative or assignee either alone or jointly with any other person:

Provie that no sh appliation shall be mae ater the epiration o twelve months rom 
the ate o the appliation or protetion in a onvention ontry or where more than one 
sh appliation or protetion have been mae, rom the ate o the rst appliation.

() Where appliations or protetion have been mae in one or more onvention ontries 
in respet o two or more inventions whih are ognate or o whih one is a moiation o 
another, a single onvention appliation may be mae in respet o those inventions at any 
time within twelve months rom the ate o the earliest o the sai appliations or protetion:

Provie that the ee payable on the making o any sh appliation shall be the same as i 
separate appliations ha been mae in respet o eah o the sai inventions; an the reqire-
ments o lase (b) o sb-setion () o setion  shall, in the ase o any sh appliation, 
apply separately to the appliations or protetion in respet o eah o the sai inventions.

. Special provisions relating to convention application.—() A onvention appliation 
shall.—

 (a) be aompanie by a omplete speiation; an

 (b) speiy the ate on whih an the onvention ontry in whih the appliation or 
protetion or the rst sh appliation was mae an shall state that no appliation 
or protetion in respet o the invention ha been mae in a onvention ontry 
beore that ate by the appliant or any person rom whom he erives title.

 () A omplete speiation le in prsane o a onvention appliation may inle 
laims in respet o evelopment o, or aitions to, the invention in respet o whih the 
appliation or protetion was mae in a onvention ontry, being evelopments or aitions 
in respet o whih the appliant wol be entitle ner the provisions o setion  to make 
a separate appliation or a patent.

() I a onvention appliation is not aepte within eighteen months rom the ate o the 
appliation or protetion in a onvention ontry or where more than one sh appliation 
or protetion have been mae rom the ate o the rst appliation, the speiation shall 
with rawings (i any) spplie therewith be open to pbli inspetion at the epiration o 
sh perio.
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. Priority date of claims of complete specication in respect of convention application.—
Where a laim in a omplete speiation le in prsane o a onvention appliation is 
airly base on the matter islose in the appliation or protetion in a onvention ontry 
o where the onvention appliation is one pon more than one sh appliation or pro-
tetion, in one o those appliations, the priority ate o that laim shall be the ate o the 
relevant appliation or protetion.

. Supplementary provisions as to convention applications.— () Where a person has 
applie or protetion or an invention by an appliation whih.—

 (a) in aorane with the terms o a treaty sbsisting between any two or more on-
vention ontries, is eqivalent to an appliation ly mae in any one o those 
onvention ontries; or

 (b) in aorane with the law o any onvention ontry is eqivalent to an applia-
tion ly mae in that onvention ontry;

he shall be eeme or the prposes o this At to have applie in that onvention ontry.

() or the prposes o this At, a matter shall be eeme to have been islose in an 
appliation or protetion in a onvention ontry i it was laime or islose (otherwise 
than by way o islaimer or aknowlegement o prior art) in that appliation or in o-
ments sbmitte by the appliant or protetion in spport o an at the same time as that 
appliation; bt no aont shall be taken o any islosre eete by any sh oment 
nless a opy o the oment is le at the Patent e with the onvention appliation or 
within sh perio as may be presribe ater the ling o that appliation. 

. Other provisions of this Act to apply to convention application.—ave as otherwise 
provie in this Chapter, all the provisions o this At shall apply in relation to a onvention 
appliation an a patent grante in prsane thereo as they apply in relation to an orinary 
appliation an a patent grante in prsane thereo.

. Special provisions as to vessels, aircraft and land Vehicles.— Where a vessel or airrat 
registere in a onvention ontry or a lan vehile owne by a person orinarily resient 
in sh ontry, omes into Inia (inling the territorial waters thereo) temporarily or 
aientally only, the rights onerre by a patent or an invention shall not be eeme to be 
inringe by the se o the invention.—

 (a) in the boy o the vessel or in the mahinery, takle, apparats or other aessories 
thereo, so ar as the invention is se on boar the vessel an or its atal nees 
only: or

 (b) in the onstrtion or working o the airrat or lan vehile or o the aessories 
thereo;

as the ase may be.



    R  

Digitised and typeset by CC nline® (). The surest way to legal research!M

HTER XV

Appeals

. Appeals.—() An appeal shall lie to a igh Cort rom any iretion, eision or orer 
o the Controller ner any o the ollowing provisions, that is to say.—

 (a) any orer ner setion ;

 (b) any orer ner setion ;

 () any iretion, eision or orer ner setion ;

 () any iretion ner setion. ;

 (e) any iretion or eision ner setion ;

 () any eision ner setion ;

 (g) any orer ner setion ;

 (h) any eision or orer ner setion ;

 (i) any orer ner setion ;

 (j) any orer ner setion ;

 (k) any eision ner sb-setion () or sb-setion () o setion ;

 (l) any orer ner sb-setion () o setion ;

 (m) any orer ner sb-setion () o setion ;

 (n) any orer ner sb-setion () o setion ;

 (o) any orer ner sb-setion () o setion ;

 (p) any orer ireting an enorsement o a patent with the wors ‘ienes o ight’ 
ner setion ;

 (q) any eision or orer ner lase (a) or lase (b) o sb-setion () o setion ;

 (r) any orer ner sb-setion () o setion ;

 (s) any iretion ner sb-setion () or sb-setion () o setion ;

 (t) any orer or eision ner sb-setion () or sb-setion () o setion .

() very appeal ner this setion shall be in writing an shall be mae within three 
months rom the ate o the iretion, eision or orer, as the ase may be, o the Controller.

() In allating the sai perio o three months the time, i any, opie in granting a 
opy o the iretion, eision or orer appeale against shall be ele.

. Procedure for hearing of appeals.—() When an appeal has been preerre to a igh 
Cort ner setion , it shall be hear by a Benh o not less than two Jges.

() he Benh hearing the appeal may, i it thinks t, an shall, on the reqest o the parties 
to the appeal, all in the ai o an assessor speially qalie or the prpose, an hear the 
appeal wholly or partially with his assistane.
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() he remneration, i any, to be pai to an assessor ner this setion shall in every ase 
be etermine by the igh Cort an be pai as part o the epenses o the eetion o this 
At.

() ave as otherwise provie in this setion, the igh Cort may make rles onsistent 
with this At as to the proere to be ollowe in respet o appeals mae to it ner setion 
.

HTER XX

Penalties

. Contravention of secrecy provisions relating to certain inventions.—I any person ails 
to omply with any iretion given ner setion  or makes or ases to be mae an appli-
ation or the grant o a patent in ontravention o that setion, he shall be pnishable with 
imprisonment whih may eten to two years, or with ne whih may eten to one tho-
san rpees, or with both.

. Practice by non-registered patent agents.—Any person who ontravenes the provisions 
o setion  shall be pnishable with ne not eeeing two hnre rpees in the ase o a 
rst oene an ve hnre rpees in the ase o a seon or sbseqent oene.

. Falsication of entries in register.—I any person makes o ases to be mae a alse 
entry in any register kept ner this At, or a writing alsely prporting to be a opy o an 
entry in sh a register, or proes or teners or ases to be proe or tenere in evi-
ene any sh writing, knowing the entry or writing to be alse, he shall be pnishable with 
imprisonment whih may eten to si months, or with ne whih may eten to one tho-
san rpees, or with both.

. Unauthorised claim of patent rights.—I any person alsely represents that any artile 
sol by him is a patente artile, he shall be pnishable with imprisonment whih may eten 
to si months, or with ne Whih may eten to one thosan rpees, or with both.

. Wrongful use of words “Patent Ofce”.—I any person ses on his plae o bsiness or 
on any oment isse by him, or otherwise, the wors “Patent e” or any other wors 
sggesting that his plae o bsiness is, or is oially onnete with, the Patent e, he 
shall be pnishable with ne whih may eten to one thosan rpees, an, in the ase o 
a ontining oene, with a rher ne o ty rpees or eah ay on whih the oene is 
ontine ater onvition thereor.

. Refusal or failure to supply information.—Any person who reses or ails to rnish 
to the Controller any inormation or statement whih he is reqire to rnish ner setion 
 or rnishes sh inormation or statement whih is alse or whih he either knows or has 
reason to believe to be alse or oes not believe to be tre, shall be pnishable with impris-
onment whih may eten to si months, or with ne whih may eten to one thosan 
rpees, or with both.
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. Contravention of provisions of section  by ofcers and employees of the Patent 
Ofce.—Any oer or employee o the Patent e who ontravenes the provisions o se-
tion  shall be pnishable with imprisonment whih may eten to si months, or with ne 
whih may eten to two hnre rpees, or with both.

. Offences by Companies.—() I the person ommitting an oene ner this At is 
a ompany, every person who, at the time the oene was ommitte, was in harge o, or 
was responsible to, the ompany, or the ont o the bsiness o the ompany, as well as 
the ompany shall be eeme to be gilty o the oene an shall be liable to be proeee 
against an pnishe aoringly:

Provie that nothing ontaine in this sb-setion shall rener any sh person liable to 
any pnishment provie in this At i he proves that the oene was ommitte withot his 
knowlege or that he eerise e iligene to prevent the ommission o sh an oene.

() otwithstaning anything ontaine in sb-setion (), where an oene ner this 
At has been ommitte by a ompany, an it is prove that the oene was ommitte with 
the onsent or onnivane o, or is attribtable to any negligene on the part o any iretor, 
manager, seretary or other oer o the ompany, sh iretor, manager, seretary or other 
oer shall also be eeme to be gilty o that oene an shall be liable to be proeee 
with an pnishe aoringly.

Explanation.—or the prposes o this setion.—

 (a) ‘ompany’ means any boy orporate an inles a rm or other assoiation o 
persons, an

 (b) ‘iretor’ in relation to a rm means a partner in the rm.

HTER XX

Miscellaneous

. Restrictions on employees of Patent Ofce as to right or interest in patent.—All o-
ers an employees o the Patent e shall be inapable, ring the perio or whih they 
hol their appointments, to aqire or take, iretly or iniretly, eept by inheritane or 
beqest, any right or interest in any patent isse by that oe.

. Ofcers and employees not to furnish information, etc.—An oer or employee in the 
Patent e shall not, eept when reqire or athorise by this At, or ner a iretion 
in writing o the Central Government or the Controller or by orer o a ort.—

 (a) rnish inormation on a matter whih is being, or has been, ealt with ner this 
At or ner the Inian Patents an esigns At,  (II o ); or

 (b) prepare or assist in the preparation o a oment reqire or permitte by or 
ner this At or ner the Inian Patents an esigns At,  (II o ), to be 
loge in the Patent e; or

 () ont a searh in the reors o the Patent e.
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. Avoidance of certain restrictive conditions.—() bjet to the provisions o this se-
tion, any onitions o a ontrat or the sale or lease o a patente artile or o an artile 
mae by a patente proess or or liene to se or work a patente artile or proess, or 
relating to any sh sale, lease or liene, shall be voi in so ar as it prports.—

 (a) to reqire the prhaser, lessee or liensee to aqire rom the venor, lessor or 
liensor, or his nominees, or prohibit him rom aqiring rom any speie person 
or rom aqiring eept rom the venor, lessor or liensor, or his nominees, any 
artiles other than the patente artile or an artile mae by the patente proess;

 (b) to prohibit the prhaser, lessee or liensee rom sing artiles (whether patente 
or not) whih are not spplie by, or any patente proess whih oes not belong 
to, the venor lessor or liensor, or his nominees or to restrit the right o the pr-
haser, lessee or liensee to se any sh artiles or proess.

() In proeeings against any person or inringement o a patent, it shall be a eene to 
prove that at the time o the inringement there was in ore a ontrat relating to the patent 
mae by or with the onsent o the plainti an ontaining a onition voi by virte o this 
setion.

() A onition o a ontrat shall not be voi by virte o this setion, i—

 (a) at the time o the making o the ontrat the venor, lessor or liensor was willing 
to sell or lease the artile or grant a liene to se or work the artile or proess as 
the ase may be, to the prhaser, lessee or liensee on reasonable terms speie 
in the ontrat an withot any sh onition as is mentione in sb-setion () o 
this setion; an

 (b) the prhaser, lessee or liensee is entitle ner the ontrat to relieve himsel o 
his liability to observe the onition pon giving to the other party three months’ 
notie in writing an sbjet to payment to him o sh ompensation (being in the 
ase o a prhase a lmp sm, an in the ase o a lease or liene a rent or royalty 
or the resie o the term o the ontrat) as may be etermine by an” arbitrator 
appointe by the Central Government.

() I in any proeeing it is allege that any onition o a ontrat is voi by virte o this 
setion, it shall lie on the venor, lessor or liensor to prove the matters set ot in lase (a) 
o sb-setion ().

() A onition o a ontrat shall not be voi by virte o this setion by reason only that 
it prohibits any person rom selling goos other than those spplie by a speie person, or, 
in the ase o a ontrat or the lease o or liene to se a patente artile, that it reserves to 
the lessor or liensor or his nominees the right to spply sh new parts o the patente artile 
as may be reqire to pt or keep it in repair.

. Fees.—() here shall be pai in respet o the grant o patents an appliations, 
thereor, an in respet o other matters in relation to the grant o patents ner this At, sh 
ees as may be presribe by the Central Government, so however that the ees presribe in 
respet o the instrments an matters mentione in the irst hele shall not eee those 
speie therein.
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() A proeeing in respet o whih a ee is payable ner this At or the rles mae there-
ner shall be o no eet nless the ee has been pai. 

. Privilege of reports of Controller.—() eports o or to the Controller mae ner this 
At shall not in any ase be pblishe or be open to pbli inspetion:

Provie that the Controller may on appliation mae in the presribe manner by any 
person islose the reslt o any searh mae ner setion  in respet o any appliation 
or patent where the omplete speiation has been pblishe.

. Restriction upon publication of specication.—bjet to the provisions o sb-se-
tion () o setion  an appliation or a patent, an any speiation le in prsane 
thereo, shall not, eept with the onsent o the appliant, be pblishe by the Controller or 
be open to pbli inspetion at any time beore the ate o avertisement o aeptane o the 
appliation.

. Publication of patented inventions.—he Controller shall isse perioially a pbli-
ation o patente inventions ontaining sh inormation as the Central Government may 
iret.

. Powers of Controller to correct clerical errors.—he Controller may, on reqest in 
writing aompanie by the presribe ee.—

 (a) orret any lerial error in or in onnetion with an appliation or a patent or in 
any patent or any speiation,

 (b) orret any lerial error in the name or aress o the proprietor o any patent or 
in any other matter whih is entere pon the register o Patents.

. Power of Controller to call for information from patentee.—he Controller may, at 
any time ring the ontinane o the patent by notie in writing reqire a patentee or an 
elsive liensee to rnish to him within two months rom the ate o sh notie or within 
sh rther time as the Controller may allow, sh inormation an sh perioial state-
ments as to the etent to whih the patent has been ommerially worke in Inia, as may be 
speie in the notie.

. Service of notices, etc., by post.—Any notie reqire or athorise to be given by or 
ner this At, an any appliation or other oment so athorise or reqire to be mae 
or le, may be given, mae or le by post. 

. Declaration by infant, lunatic, etc.—() I any person is, by reason o inany or other 
isability, inapable o making any statement or oing anything reqire or permitte by or 
ner this At, the lawl garian, ommittee or manager (i any) o the person sbjet to 
the isability, or i there be none, any person appointe by any ort possessing jrisition 
in respet o his property, may make sh statement or a statement as nearly orresponing 
thereto as irmstanes permit, an o sh thing in the name an on behal o the person 
sbjet to the isability.
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() An appointment may be mae by the ort or the prposes o this setion pon the 
petition o any person ating on behal o the person sbjet to the isability or o any other 
person intereste in the making o the statement or the oing o the thing.

. Security for costs.—Where a person giving notie o any opposition ner this At or 
ling an appeal to a igh Cort rom any iretion, eision or orer o the Controller ner 
this At, neither resies nor arries on bsiness in Inia, the Controller or the igh Cort, as 
the ase may be, may reqire sh person to give serity or the payment o all osts inrre 
an likely to be inrre in the proeeings or appeal, as the ase may be, an, in ealt o 
sh serity being given, may isallow the opposition or ismiss the appeal.

. Transmission of copies of specication, etc., and inspection thereof.—Copies o all 
sh speiations, rawings an amenments let at the Patent e, as beome open to 
pbli inspetion ner the provisions o this At, shall be transmitte, as soon as may be, 
ater the printe opies thereo are available, to sh athorities as the Central Government 
may appoint in this behal, an shall be open to the inspetion o any person at all reasonable 
times at plaes to be appointe by those athorities an approve by the Central Government.

. Information relating to patents.—A person making a reqest to the Controller in the 
presribe manner as respets any patent speie in the reqest or as respets any applia-
tion or a patent so speie, or inormation to be rnishe to him by the Controller o 
any sh matters as may be presribe aeting that patent or appliation, shall be entitle, 
sbjet to the payment o the presribe ee, to have inormation spplie to him aoringly.

. Loss or destruction of patent.—I a patent is lost or estroye, or its non-protion 
is aonte or to the satisation o the Controller, the Controller may at any time, on pay-
ment o the presribe ee, seal a pliate thereo.

. Models to be furnished to Indian Museum.—he trstees o the Inian Msem may 
at any time reqire a patentee to rnish them with a moel or sample o his invention on 
payment to the patentee o the ost o the manatre o the moel or sample, the amont 
to be settle, in ase o ispte, by the Central Government.

. Power to make rules.—() he Central Government may, by notiation in the ial 
Gazette, make rles or arrying ot the prposes o this At.

() Withot prejie to the generality o the oregoing power, the Central Government 
may make rles to provie or all or any o the ollowing matters, namely.—

 (a) the establishment o branhes o the Patent e;

 (b) the orm o appliations or patents an o any speiations, rawings an other 
oments whih may be le at the Patent e an or reqiring opies to be 
rnishe o any sh oments;

 () the manner in whih any appliation or a patent or any other oments may be 
le at the Patent e;

 () the time within whih any at or thing may be one ner this At;
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 (e) the ees whih may be payable ner this At an the manner o payment o sh 
ees;

 () the matters in respet o whih the aminer may make a report to the Controller;

 (g) the manner in whih an the time within whih any matter may be avertise 
ner this At;

 (h) the provisions whih may be inserte in an orer or restoration o a patent or 
lapse appliation or a patent or the protetion o persons who may have availe 
themselves o the sbjet-matter o the patent ater the patent ha ease;

 (i) the orm o a reqest or the sealing o a patent;

 (j) the orm o the manner in whih an the time within whih any notie may be 
given ner this At;

 (k) the matters in respet o whih the Controller shall have powers o a ivil ort;

 (l) the qaliations o patent agents an the keeping o a register o patent agents, 
the removal rom the register o patent agents o the name o any person registere 
therener or the sspension o the right o any sh person to at as a patent agent;

 (m) the onitions sbjet to whih any at may be one by a patent agent on behal o 
his prinipal;

 (n) the manner in whih an appliation may be signe an verie ner this At;

 (o) the proere to be ollowe in onnetion with any appliation or reqest to the 
Controller or in onnetion with any proeeing beore the Controller an or 
athorising the retiation o irreglarities o proere;

 (p) the athorising o pbliation an sale o opies o speiations, rawings an 
other oments in the Patent e, an o inees or abrigement o sh 
oments;

 (q) the ensring o serey with respet to patents to whih setion  applies;

 (r) the reglation o bsiness o the Patent e an o all things by this At plae 
ner the iretion or ontrol o the Controller.

() he power to make rles ner this setion shall be sbjet to the onition o the rles 
being mae ater previos pbliation:

Provie that nothing in this sb-setion shall apply in the ase o rles mae or the pr-
pose speie in lase (q) o sb-setion ().

. Special provisions relating to certain patents.—or the removal o obts, it is hereby 
elare that.—

 (i) any patent grante beore the relevant ate in any o the merge territories or in any 
Inian tate, or a Part B tate or part thereo, ner any law then in ore in sh 
merge territory, tate or part shall have eet an shall be eeme always to have 
ha eet in that merge territory, tate or part only;
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 (ii) any patent grante beore the th ay o April,  ner the Inian Patent an 
esigns At,  (II o ), shall have eet an shall be eeme always to have 
ha eet in those territories only to whih the sai At applie at the ate o the 
grant o the patent.

Explanation.—he epression ‘relevant ate’ means.—

 (a) in relation to a merge territory, the st ay o Janary, ; an

 (b) in relation to an Inian tate, or a Part B tate or part thereo, the th ay o 
April, .

. Repeal, saving and transitional provisions.— () he Inian Patents an esigns At, 
 (II o ), in so ar as it relates to patent, is hereby repeale, an on the ommene-
ment o this At the sai At shall be amene as iniate in the eon hele.

() Withot prejie to the provisions ontaine in the General Clases At,  ( o 
), with respet to repeals.—

 (a) any notiation, rle, orer, reqirement, ertiate, notie, eision, iretion, 
athorisation, onsent, appliation, reqest or thing mae, isse, given or one 
ner the Inian Patents an esigns At,  (II o ) shall, i in ore at the 
ommenement o this At, an in so ar as it ol have been mae, isse, given 
or one ner this At, ontine in ore an have eet as i mae, isse, given 
or one ner the orresponing provisions o this At;

 (b) notwithstaning anything in sb-setion () o setion  o this At, a omplete 
speiation shall not be le in prsane o an appliation whih by virte o 
setion A o the Inian Patents an esigns At,  (II o ) was eeme to 
be abanone at any time beore the ommenement o this At;

 () where two or more persons are registere as grantee or proprietor in respet o a 
patent whih was grante or or whih the appliation was mae beore the om-
menement o this At, the right o eah o those persons to assign the whole or part 
o the interest in the patent shall not be restrite by reason only o the provisions 
o setion  o this At;

 () a onition o any ontrat in ore immeiately beore the ommenement o this 
At shall not be invaliate by reason only o the provisions o setion  o this 
At;

 (e) the provisions o setion  o the Inian Patents an esigns At,  (II o ) 
shall ontine to apply in relation to any proeeings pening ner that setion at 
the ommenement o this At;

 () the provisions o setion A o the Inian Patents an esigns At,  (II o 
) an o any rles mae therener shall ontine to apply in relation to any 
patent grante beore the ommenement o this At in prsane o that setion;

 (g) sb-setion () o setion  an sb-setion () o setion  o this At shall not 
apply to any patent grante beore the ommenement o this At;
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 (h) sb-setion () o setion  o this At shall apply in relation to any appliation 
mae beore the ommenement o this At as it applies in relation to an appliation 
mae ater the ommenement o this At;

 (i) sb-setions () an () o setion  o this At shall not apply in relation to any 
inringement o a patent ommitte beore the ommenement o this At;

 (j) in relation to a patent grante beore the ommenement o this At the renewal 
ees shall be those speie in the hele to the Inian Patents an esigns At, 
 (II o ).

() ave as otherwise provie in sb-setion (), the provisions o this At shall apply to 
any appliation or a patent pening at the ommenement o this At an to any proeeings 
onseqent thereon an to any patent grante in prsane thereo.

() eerenes in this At to the Inian Patents an esigns At,  (II o ) are reer-
enes to that At as in ore immeiately beore the ommenement o this At.

—————

THE FRST SHEDULE
[ee setion ]

Fees

Rs.

On application for a patent accompanied by provisional specication 20

On ling complete specication after provisional specication 30

On application for a patent accompanied by complete specication 50

For sealing a patent 30

Before the expiration of the 4th year from the date of the patent 50

Before the expiration of the 5th year from the date of the patent 50

Before the expiration of the 6th year from the date of the patent 50

Before the expiration of the 7th year from the date of the patent 50

Before the expiration of the 8th year from the date of the patent 100

Before the expiration of the 9th year from the date of the patent 100

Before the expiration of the 10th year from the date of the patent 125

Before the expiration of the 11th year from the date of the patent 125

Before the expiration of the 12th year from the date of the patent 150

Before the expiration of the 13th year from the date of the patent 150

Before the expiration of the 14th year from the date of the patent 175

Before the expiration of the 15th year from the date of the patent 175

Provided that the fees for two or more years may be paid in advance

On application to extend the term of a patent 50
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In respect of each year of the extended term of a patent granted under section 30. 200

—————

THE SEOND SHEDULE
[ee setion ()]

Amendments to the Indian Patents and Designs Act, 1911

. In the long title an the preamble, the wors ‘Inventions an’ an the wors ‘inventions 
an’ shall, respetively, be omitte.

. In setion , in sb-setion (), the wors ‘Inian Patents an’ shall be omitte.

. In setion .—

 (a) lase () shall be omitte;

 (b) in lase (), the wors an brakets ‘(as respets esigns)’ shall be omitte;

 () in lase (), or the wors ‘appointe ner this At’ the wors an gres 
‘appointe ner the Patents At ’ shall be sbstitte;

 () lases (), (), (), () an () shall be omitte.

. Part I shall be omitte.

. In setion B, or the wors an gres “he provisions o setion ’, the wors an 
gres ‘he provisions o Chapter I o the Patents At, ’, shall be sbstitte.

. In setion , or the wors ‘he provisions o this At’, the wors an gres ‘he pro-
visions o the Patent At, ’ shall be sbstitte.

. In setion , in sb-setion (), the wors ‘the grant o patents an’ an ‘patents an’ 
shall be omitte.

. etion A shall be omitte.

. In setion , sb-setion () shall be omitte.

. In setion .—

 (a) lase (a) shall be omitte;

 (b) in lase (), the wors ‘any patent or’ an ‘the register o patents or’ shall be 
omitte.

. In setion .—

 (a) in sb-setion (), the wors ‘to a patent or’ an ‘patent or’, shall be omitte;

 (b) in sb-setion ().—

 (i) the wors ‘patent or’ shall be omitte;

 (ii) or the wors ‘patent or esigns, as the ase may be’ the wor ‘esigns’ shall be 
sbstitte;
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 () in sb-setion (), the wors ‘patent or’, wherever they or, shall be omitte;

 () in sb-setion (), the wors ‘patent or to’ shall be omitte.

. In setion .—

 (a) in sb-setion ()

 (i) the wors ‘patents or’ shall be omitte;

 (ii) the wor ‘either’ wherever it ors shall be omitte;

 (b) in sb-setion (), lase (a) shall be omitte,

. etion  shall be omitte.

. In setion , the wors ‘or a patent, or or amenment o an appliation, or o a spei-
ation, or’ shall be omitte:

. In setion , in sb-setion (), the wors ‘grant a patent or an invention or to’ shall 
be omitte.

. In setion A, the wors ‘or rom patents, speiations an other’ shall be omitte.

. etion  shall be omitte.

. or setion A, the ollowing setion shall be sbstitte namely:.—

“A. Security for costs.—Where a person giving notie to the Cort o appeal rom 
any eision o the Controller ner this At, neither resies nor arries on bsiness in 
Inia, the Cort may reqire sh person to give serity or the payment o all osts 
inrre an likely to be inrre in the appeal an in ealt o sh serity being 
given may ismiss the appeal.”

. etion  shall be omitte.

. In setion .—

 (a) in sb-setion (), the wor ‘other’ shall be omitte;

 (b) in lase () o sb-setion (), the wor ‘opponent’ shall be omitte.

. In setion .—

 (a) in sb-setion ().—

 (i) in lase (), the wor ‘speiation,’ shall be omitte;

 (ii) lase () shall be omitte;

 (iii) in lase (e), the wors ‘speiations an other’ shall be omitte;

 (iv) lase (eee) shall be omitte;

 (b) sb-setion (A) shall be omitte.

. In setion A.—

 (a) in sb-setion ().—
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 (i) the wors ‘invention or’ an ‘the patent that may be grante to him ner this 
At, or the sai invention or’ shall be omitte;

 (ii) or the proviso, the ollowing proviso shall be sbstitte, namely.—

“Provie that.—

 (a) the appliation is mae within si months rom the appliation or protetion 
in the nite Kingom; an

 (b) nothing in this setion shall entitle the proprietor o the esign to reover am-
ages or inringement happening prior to the atal ate on whih the esign is 
registere in Inia.”;

 (b) in sb-setion ().—

 (i) the wors ‘he patent grante or an invention or’ shall be omitte;

 (ii) lase (a) shall be omitte; an

 (iii) in lase (b), the wors ‘in the ase o a esign’ shall be omitte;

 () in sb-setion “().—

 (i) the wors ‘the grant o a patent or’ shall be omitte; an

 (ii) the proviso shall be omitte;

 () in sb-setion (), the wors ‘inventions or’ an ‘patente or’ wherever they or 
shall be omitte.

. In setion , in the proviso, the wors ‘patent, permit or liene grante or shall be 
omitte.

. or the hele, the ollowing hele shall be sbstitte, namely.—

“THE SHEDULE
[ee setion ]

Fees

n appliation or registration o a esign   s. .”

—————

STATEMENT OF OBJECTS AND REASONS

he Inian Patents an esigns At,  was enate at a time when Inia ha not 
evelope instrially. he eperiene o the working o this At ople with the progress 
o instrial evelopment in the ontry iniate learly the nee or a more omprehensive 
legislation so as to ensre that patent rights are not abse to the etriment o the onsmer 
or to the prejie o the trae or o the instrial evelopment o the ontry. A Committee 
known as the Patents nqiry Committee was appointe by the Government o Inia in  
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to review the working o the patent system an this Committee sbmitte an interim report 
whih was onne mainly to the provisions relating to the monopoly rights onerre by 
patents. he Inian Patents an esigns (Amenment) At,  was enate to give eet 
to the main reommenations in that report an sine then some rther ad hoc amenments 
have been arrie ot rom time to time to inorporate hanges whih were onsiere to be 
o a very rgent natre. he nal report o the Patents nqiry Committee was sbmitte in 
. he objet o this Bill is to give eet to sh o the reommenations o the nal report 
o the Patents nqiry Committee as have been aepte by Government. pportnity has 
also been taken to make ertain other improvements in the patent law.

he provisions o the Bill whih make a hange in the eisting law are eplaine in the 
otes on Clases.

.. KIAMACAI.

ew elhi;

The th November, .

—————

Notes on Clauses

Clause .—he enitions o ‘invention’ an ‘manatre’ have been amplie. he e-
nitions o ertain new terms whih are se in the Bill have been ae.

Clause .—his lase speies what is not ‘patentable’ an is base pon jiial ei-
sions on the sbjet.

Clause .—he proviso to sb-lase () etens the maimm perio o ten months 
to twelve months ring whih a omplete speiation may be le ater the provisional 
speiation.

Clause .—his lase lays own the riterion or etermining the novelty or priority 
ate o an invention an stiplates that the priority ate o a laim in a omplete speia-
tion shol be etermine on the basis o the islosre ontaine in a omplete or a oreign 
speiation on whih the partilar laim in the omplete speiation may be base.

Clause .—he eisting At oes not ontain any spei provision reqiring the 
Controller to make a omplsory searh or asertaining the novelty o an invention beore 
its “aeptane”. his lase makes it obligatory or omplsory searhes to be mae by the 
Patent e in respet o all patent appliations. h a measre, it is onsiere, wol 
enhane the ommerial vale attahe to an Inian patent.

Clause .—his lase omits the provision in the eisting At (setion ) permitting oppo-
sition proeeings beore the sealing o a patent. In its plae a provision has been inserte ner 
whih it will be open to any person to le a statement o objetions beore the Controller o 
Patents an esigns within or months rom the ate o avertisement o the aeptane o 
the appliation in the ial Gazette. he objetions wol be onsiere by the Controller 
along with the aminer’s report beore sealing the patent. periene has shown that oppo-
sition proeeings in the past have prove rivolos an obstrtive. hey have also ase 
serios elays an sbstantial loss to the eetive term o a patent.
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Clause .—his lase makes it obligatory that the name o the rst inventor shall be 
mentione in the patent speiation as also in the patent to be grante. he objet o this 
lase is to reognise the right o the inventor to be assoiate with his invention.

Clause .—his lase replaes the provisions o setion A o the eisting At whih 
are somewhat rigi. he revise lase enables the Controller to enore serey in respet o 
patent appliations whih may be relevant or eene prposes.

Clause .—At present petitions or etension o the term o a patent lie to the Central 
Government. ner this lase sh petitions will have to be mae to the Controller o Patents.

Clause .—his lase athorises the Controller o Patents to restore a lapse appliation 
or a patent on whih a patent ol not be seale within the presribe time e to an nin-
tentional elay or omission on the part o the appliant.

Clause .—he Controller is empowere to entertain appliations or revoation o a pat-
ent whih power at present vests in the igh Corts only. An orer o the Controller ner 
this lase will, however, be sbjet to an appeal to the igh Cort. 

Clause .—he epression ‘joint tenants’ whih in this ontet is oreign to the Inian 
law is being omitte. he rles o law appliable in this ontry to the ownership an evol-
tion o movable property are being applie to patents.

Clause .—his lase empowers the Controller o Patents to give iretions to joint pat-
entees with regar to the sale, lease or grant o lienes on patents, partilarly in the event 
o a ispte arising between them in regar to their mtal rights.

Clauses  to .—he provisions o these lases replae the provisions o setion  o 
the eisting At. ner setion , the Central Government alone an se a patent or the 
prposes o the nion. his privilege is now being etene to the tate Governments.

Clause .—his lase enables a person who has a reasonable ase to obt whether 
the intene manatre or se o an artile wol onstitte an inringement o an eist-
ing patent to le a elaratory sit. h a elaratory sit at the initial stage wol protet 
persons who at bona de an wol avoi nneessary an prolonge litigation later whih 
otherwise may beome inevitable. A provision like this wol also be beneial to instries 
an wol help in promoting the instrialisation o the ontry.

Clause .—his lase oners pon an ‘elsive liensee’ the right to institte a sit or 
inringement o a patent whih at present is enjoye by a patentee only.

Clauses  to .—his is a new Chapter an provies or stattory ontrol over the pro-
ession o patent agents. A patent agent will now be reqire to register himsel ner the At 
an he will also have to pass a qaliying eamination beore he beomes eligible or sh 
registration.

Clases  to .—his Chapter eals with international agreements regaring reip-
roal arrangements with oreign ontries or the mtal protetion o inventions. hese 
lases replae the provisions o the eisting setion A whih otlines the present reiproal 
arrangements eisting between Inia, the nite Kingom, an other British Commonwealth 
ontries.
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Clause .—his lase provies or appeals. ner the eisting At appeals in a large 
majority o ases lie to the Central Government. ner the Bill, all appeals will lie to a igh 
Cort.

Clauses  to .—hese lases provie penalties in respet o ertain oenes. ner the 
eisting At, the only penalty provie is in respet o the wrongl se o the wors ‘Patent 
e’.

Clause .—his is a new lase whih isqalies the employees o the Patent e rom 
aqiring any interest in a patent, eept by inheritane or beqest.

Clause .—his is also a new lase whih enjoins pon employees o the Patent e 
to observe serey in respet o onential inormation an oments to whih they may 
have aess in the isharge o their ties. A ontravention o the provisions o this lase is 
mae a penal oene.

Clause .—his lase is intene to remove the malpraties aopte in the trae regar-
ing lienes, ontrats or sale, leases et. in respet o patents an elares that all sh 
instrments shall be voi an nenoreable whenever they ten to impose restritions with 
regar to prhase o artiles other than patente artiles.

Clause .—his lase is base on setion  o the eisting At with the only ierene 
that it permits the Controller o Patents to islose, in his isretion, the reslt o investiga-
tions mae in onnetion with the eamination o patent speiations to the appliant. h 
a provision, it is onsiere, wol be beneial to the inventors as it wol enable them to 
know the etent o the prior art ite against their appliations.

Clause .—his lase reqires the Controller o Patents to treat all appliations or 
patents onential beore their aeptane.

Clause .—his lase enables the Controller o Patents to all or perioial reports 
rom patentees regaring the ommerial working o their patents in Inia.

The First Schedule.—he eisting ees are being slightly enhane.

The Second Schedule.—his hele omits rom the eisting At all provisions relating to 
patents an that At will now ontain provisions relating to esigns only.

FINANCIAL MEMORANDUM

A Patent e alreay eists at Caltta to aminister the Inian Patents an esigns 
At, , bt it will nee to be onsierably strengthene in orer to ope with the aitional 
ntions ontemplate ner the new Bill or amening the aw relating to Patents. or 
eample the oe will have to keep a lose wath over the ommerial eploitation o Patents 
an also to eerise ontrol over the proession o Patent Agents. he Controller o Patents 
an esigns will also have onsierably enlarge powers o trying sits relating to Patents.

. wo new wings eah ner a epty Controller with aminers an ministerial sta 
will have to be ae to the Patent e. he aitional epenitre involve is estimate 
to be s. - lakhs per year bt this will be more than balane by the inrease reovery o 
s. - lakhs per year rom the enhane rates o ees presribe in the new Bill.
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HOUSE OF THE PEOPLE

—————

BI

to amen an onsoliate the law relating to Patents.

—————

he Presient has, in prsane o lase () o artile  o the Constittion o Inia, 
reommene to the ose o the People the onsieration o the Bill.

M.. KA,

eretary.

(Shri T.T. Krishnamachari,

Minister for Commerce and Industry).

EXPLANATORY MEMORANDUM TO THE PATENTS BILL, 
1953 PREPARED BY THE MINISTRY OF COMMERCE AND 

INDUSTRY RE: PROPOSALS FOR SUBORDINATE LEGISLATION.

Clase  o the Patents Bill, , oners pon the Central Government power to make 
rles or arrying ot the prposes o the At. he provision is o a normal harater an the 
rle making power is mainly onne to matters o proere only, sh as orm o applia-
tion or patents, the manner in whih an appliation may be le in the Patent e, et.

. In so ar as the ees are onerne sb-lase () o Clase  rea with the irst hele 
mentions the maimm ees an the ees presribe by the les are not to eee the ma-
ima lai own. As regars the qaliations o Patent Agents [sb-lase () o Clase ,] it 
was not possible to speiy sh qaliations in the statte, bease the intention here is to 
ontrol the proession by registration on the reslt o a qaliying eamination. he Patents 
nqiry Committee, at whose instane this provision has been mae, ha reommene that 
the Central Government shol be athorise to rame rles laying own the qaliations 
or amission in the qaliying eamination as also the sbjets or sh eamination. he 
Committee has also sggeste the minimm qaliations or eligibility o aniates as also 
the ierent sbjets to be presribe.

. As regars matters in respet o whih the Controller shall have the powers o a Civil
Cort [sb-lase (k)] it may be state that in the ay to ay isharge o his ntions the 
Controller o Patents an esigns has to eerise several qasi-jiial ntions an, there-
ore, or the proper isharge o his ntions he has neessarily to be investe with ertain 
powers o a Civil Cort (vide Clase ) sh as.—
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 (a) smmoning an enoring the attenane o any person an eamining him on 
oath;

 (b) reqiring the isovery an protion o any oment;

 () reeiving eviene on aavits;

 () issing ommissions or the eamination o witnesses.

. As regars the onitions sbjet to whih any at may be one by a patent agent on 
behal o his prinipal, lase  lays own the natre o the oments whih shol be 
signe an verie in the presribe manner by the appliant or a patent an in the event o 
his absene away rom Inia, they might be signe an verie on his behal by a ly athor-
ise patent agent. les have thereore, to be rame or laying own onitions ner whih 
a patent agent may be athorise to o ertain ats on behal o his prinipal.


